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The Madras High Court recently decided a suit of passing off instituted by ITC Ltd. 

(“Plaintiff”) against Nestle India Limited (“Defendant”). The case involved the plaintiff 

alleging the defendant for infringing its trademark “Magic Masala” that it had used on its new 

Sunfeast Yipee Noodles. Nestle had launched a new flavor of their noodles and marketed the 

same under the label "Maggi xtra-delicious Magical Masala".  

The plaintiff had claimed that the term “Magic Masala” was an essential feature of their 

composite trademark "Sunfeast Yippee! Noodles Magic Masala." They contended that Nestle 

had used a slightly modified version of their brand “Magic Masala” and were using “Magical 

Masala” to confuse the consumer between their two products in an attempt to pass-off.  

The defendants claimed that the term “Magical Masala” was used by them as a mere flavor 

descriptor, not a trademark. It contended that it had used the word “Masala” in various other 

products like “Maggi Dal Magic”, “Maggi Masala Magic Cubes” and “Masala-Ae-Magic” 

much before the plaintiff had launched their product. They also contended that the word 

“magic” was used with several other products in the food industry like Lay’s Magic 

Masala, Bindaas Masala Magic, etc.  

The Court held that “Magic” was commonly used in the food industry. They found that 

both “Magic” and “Masala” are common words in the food industry. They held that no 

action can be taken against the defendants since appropriation of common and laudatory 

words was not allowed and the action of the defendant was legitimate. It held that 

“Magic” was used by the plaintiff as in a laudatory manner to praise the Masala in the 

sachet. A laudatory term cannot be trademarked and protected by the Courts.  Neither the 

plaintiff nor the defendant can claim monopoly over the term magic. Magic is not an 

invented word or a distinctive word and cannot be claimed to distinguish the noodles sold 

by the plaintiff. It further held that it was not a case of passing off since there is no visual 

or ocular similarity.  



Case Analysis  

The Court made it clear that a monopoly over laudatory words is not allowed since they are 

common words used in the trade and are not allowed to be monopolized. It further noted that 

merely adapting an expression does not amount to passing off for the reason that a distinctive 

mark can be entitled for protection and monopoly.i It can only be done if it was used 

uninterrupted for an extended period of time which is not applicable in the present case. It 

refused to grant an injunction and held that monopoly cannot be claimed over the words 

which are laudatory and common to the trade.ii 

Major takeaways from the case  

 

On trademarks: 

The Hon’ble Court observed that trademarks are intangible assets of proprietors. They can be 

valued and bought or sold. A change in ownership of trademark, if transferred to a new 

proprietor who offers same good or services, will still inspire confidence of the consumers 

and they may continue to buy goods and services offered by such new proprietors. The 

consumers have complete faith in the mark and do not look beyond it.iii 

On exercising caution while choosing a trademark: 

A proprietor invests time, money, efforts and resources in the trademark since it establishes a 

brand identity and impacts the public image of the brand. Since there is a lot of time and 

energy spent in promoting the trademark, it is expected that a trademark must be chosen 

wisely. In order to be distinctive, the mark must be different from the other trademarks. If it 

fulfills this condition it is approved and is able to establish a unique connect between the 

consumer and the mark which can compel them to buy the goods and avail the services.  

However, a common mistake the proprietors make is adopting a weak mark. Such a mark is 

not distinctive and cannot be protected. One of the common mistakes made by proprietors is 

choosing words which are not distinct or which are merely descriptive terms. They also make 

the mistake of choosing marks that consist of ordinary words, or words that are common to 

trade, or words that are laudatory in nature. When such a term is used as a mark, they put 

themselves at a risk of getting no protection and the mark being widely used nullifying its 

utility.  

On laudatory terms: 



A word that is used to praise and complement the product or services and is used to attribute 

quality or excellence to them is a laudatory term. It is usually incapable of being protected 

and even if it is afforded protection, it is often a very weak and narrow scope of protection. It 

falls under the category of Generic Terms or Descriptive Trademark which does not fall in 

the category of inherently different marks and find it difficult to be given protection under the 

Trade Marks Act. Protection is awarded if it has an exclusive uninterrupted usage for a long 

period of time which is seldom the case. Hence, it is advised to not use such marks as they 

can easily be used and exploited by competitors to attain benefits from the goodwill 

established by the proprietors.  

Characteristics of a trademark for it to be protected: 

In order to be a distinctive mark which can be afforded the protection of law, a trademark 

must be unique and differ from the other marks. The Hon’ble Court gave an ascending order 

of the degree of protection afforded to the trademark,iv which is: 

1. Generic Terms 

2. Descriptive  

3. Suggestive  

4. Arbitrary or Fanciful. 

Generic terms and words that describe the product are not inherently distinctive. A proprietor, 

who chooses such terms for a mark, will not be capable of protection. Law will not be able to 

come and rescue them if the mark is used and exploited by others to their benefit. On the 

other hand, if the words used are suggestive or arbitrary and fanciful they have a higher 

probability of falling in the category of inherently distinctive.  

Protection under the Trade Marks Act, 1999 

A proprietor is allowed to file for registration of a trademark under the Trade Marks Act, 

1999. Once the proceedings under the act are finished and the trademark is registered the 

proprietor has a right to the trademark. Post the registration if anyone else attempts to use the 

mark for claiming benefits and exploiting the goodwill established by the mark of the 

proprietor, the proprietor can file a suit for trademark infringement and claim compensation 

for damage caused. 

Passing Off: 



Moreover, common law even allows for legal protection in the form of passing-off, if a mark 

is not registered. It is available if a deliberate attempt has been made by the competitor to 

pose the product or service similar to the proprietor’s and aimed to gain a benefit from it. The 

similarity of the product or service must be established.  

Conclusion 

In order for a trademark to be given the proper protection of law and have a wide sphere of 

utility maximum efforts should be made in order to make it an inherently distinctive mark. 

The usage of a generic or descriptive term will not usually result in a strong trademark 

leaving it vulnerable to exploitation. Laudatory terms too are seldom afforded the protection 

of law and must be avoided. The term coined to be trademark must be unique, distinctive and 

dissimilar from any of the existing trademarks in the class. It is in the best interest of the 

proprietor as it will afford them the complete protection of law.  
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