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Design Patent and the Fashion Industry
1
 

Introduction 
In today's world, aesthetics, appearance, looks, etc. of anything and everything matter quite a lot. 

People wish to buy things that are not just useful but also pleasing to the eye, and that is why the 

inventors and manufacturers must not only make things that aid the lives of the people but are also 

somewhat pretty in such a way that it makes it stand apart from others of its kind.  

And when it comes to the fashion industry looks and appearance of a product is what this entire 

industry thrives on. Coming up with something new for each fashion show is not easy for a fashion 

designer. It takes a lot of brainstorming to find that x-factor in their work. Now, all of this brings 

"Design Patenting" into the picture.  

Design patent protects the looks, appearance, and touch of a pre-existing or new intellectual 

property.  It ensures that the product's appearance is not copied by someone else and then sold in 

the market causing harm to the revenues of the creator. So, when a designer comes up with 

something new, then it is the design patent that protects it from all the plagiarizers out there so that 

the creator can enjoy the true ownership of this intellectual property, at least until the novelty wears 

off (which happens quite fast in the fashion industry). 

Current Legislations 
Most of the countries have been quite progressive in protecting the rights of the designers. In fact, 

in the European Union, the protection of fashion designs has always been a part of the legal and 

cultural "fabric".2 In 2002, the EU passed a law that provides designers with up to three years of 

unregistered design protection and up to 25 years of registered protection.
3 

In the U.S., the Innovative Design Protection and Piracy Prevention Act (IDPPPA)
4
 is one such Act 

that was prepared with the blessing and the inputs given by both; the New York‟s Council of 

Fashion Designers of America (CFDA) and the American Apparel & Footwear Association 

(AAFA), but the bill received mixed reviews from the legal scholars. Two law professors, Kal 

Raustiala (UCLA) and Christopher Sprigman (Univ. of Va.), have argued that freedom to copy 

benefits the fashion industry.
5
 According to them, the widespread making of copies of the goods 

makes the lifespan of the products very short which results in more innovation, whereas if there is 

strict legislation then it would adversely affect the creativity. For example, the classic Chanel suit, 

which was designed by Coco Chanel in the 1930s is still sold for US $ 5,000 a suit.
6
 Although law 

professor Susan Scafidi (Fordham) argued that "copyright law is capable of protecting specific 

expressions while allowing trends and styles to form,” noting that while well-known designers may 

be able to take advantage of trademark and trade dress law as a partial stopgap, such an option was 

                                                           
1
 The author is a 2

nd
 year law student pursuing B.B.A. L.L.B. (Hons.) from Centre for Legal Studies, Gitarattan 

International Business School affiliated to Guru Gobind Singh Indraprastha University (GGSIPU), Delhi.  
2
 Louis S. Ederer and Maxwell Preston, The Innovative Design Protection and Piracy Prevention Act: Fashion Industry 

Friend or Faux?, Arnold & Porter LLP (Aug. 2010) https://www.martindale.com/matter/asr-1142400.Design.pdf 
3
 https://www.patenttrademarkblog.com/fashion-clothing-design-patent/  

4
 S. 3728, 111th Cong. (2010), available at http://thomas.loc.gov/cgibin/query/z?c111:S.3728:  

5
 See Kal Raustiala & Chris Sprigman, The Piracy Paradox: Innovation and Intellectual Property in Fashion Design, 92 

VA. L. REV. 1687, 1717–1734 (2006). 
6
 IP and Business: Intellectual Property in the Fashion Industry, WIPO Magazine (May 2005) 

https://www.wipo.int/wipo_magazine/en/2005/03/article_0009.html  

https://www.martindale.com/matter/asr-1142400.Design.pdf
https://www.patenttrademarkblog.com/fashion-clothing-design-patent/
http://thomas.loc.gov/cgibin/query/z?c111:S.3728
https://www.wipo.int/wipo_magazine/en/2005/03/article_0009.html


 

5 
 

unavailable to young designers.
1
 More recently, law professors C. Scott Hemphill (Columbia) and 

Jeannie Suk (Harvard) have concurred with Scafidi and taken issue with Raustiala and Sprigman, 

arguing that while copying may play a role in fashion, it is not the driving force behind innovation.
2
 

When it comes to India, even though „Design Patent‟ is a U.S. concept and has no applicably, 

whatsoever in India, there are legislations that specific kinds of protection to clothes namely the 

Copyright Act, 1957, the Designs Act, 2000 and the Design Rules, 2008 (as amended). While the 

Copyright Act can get copyright over a unique pattern, the Design Act allows the patentee to 

protect the appearance of their entire product, though it still is not blanket protection. Other 

legislations such as the Trademark Act, 1999, that protects the unique name of a brand, and 

Geographical Indications of Goods (Registration and Protection) Act, 1999, that protects the 

specialisation which is kind of an identity of a place, also provide some respite to the fashion 

industry but none of the legislations is entirely sufficient to deal with this sector.3 

As we all are well aware fashion is a risky business as it keeps on changing by the minute, so, when 

it comes to patenting designs then is only judicious to use something that covers the IP for a 

reasonable amount of time in which the patentee can reap the benefits from that IP. In this scenario, 

too intellectual property shines as it protects the product for a good term of 10 years, extendible to 

fifteen years in pursuance with Sec. 11(2) of the Designs Act, 2000.  

The meaning of design for the territory of India defined under Sec. 2 (d) of the Designs Act 2000. 

There are two types of design registrations in India namely; Ordinary application and Reciprocity 

application. The process for registering designs in India is a rather simple one and generally takes 

12 months to complete. The following are the steps to register a design in India: 

1. Filing of application and finding out whether any similar registration already exists. To do 

so, a request needs to make with the Designs Office. If one is aware of the registration no. 

then an application along with INR 500needs to be filed, and if not, then an application with 

INR 1000 needs to be filed.4 

2. Numbering and Dating of Applications  

3. Examination of Applications 

4. If there are no objections, then the application is accepted.  

5. If there are any objections, then such objections are communicated. If there is non-

compliance of objections, then the design application is considered abandoned.  

6. If the objections are contested, then there is a hearing. If the objections are waived or 

removed, then the application is accepted.  

7. But if the objections are not waived or removed then, one can appeal in the High Court. In 

case of an appeal of allowance, the application is accepted.  

8. Once the application is accepted, a notification is issued in the Office Journal, which is 

published every Friday. 

                                                           
1
 Design Piracy Prohibition Act: Hearing on H.R. 5055 Before the Subcomm. on Courts, the Internet and Intellectual 

Prop. of the H. Comm. on the Judiciary, 109th Cong. (July 27, 2006) (statement of Susan Scafidi, Prof. Fordham Law 

School) [hereinafter Scafidi Testimony], available at http://www.stopfashionpiracy.com/index.php/about_the_bill/.  
2
 See C. Scott Hemphill & Jeannie Suk, The Law, Culture, and Economics of Fashion, 61 STAN. L. REV. 1147, 1161 

(2009). 
3
 Shubham Borkar, Fashion Law in India, Khurana & Khurana, Advocates and IP Attorneys (Dec. 14 2018 11:48 a.m.) 

https://www.khuranaandkhurana.com/2018/12/14/fashion-law-in-india/  
4
 Durga Bhatt, How to file a Design application in India?, Selvam & Selvam, An Intellectual Property Law Firm (Oct 8 

8 2014) https://selvams.com/blog/how-to-file-design-application-in-india/  

http://www.stopfashionpiracy.com/index.php/about_the_bill/
https://www.khuranaandkhurana.com/2018/12/14/fashion-law-in-india/
https://selvams.com/blog/how-to-file-design-application-in-india/
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9. Then the design is entered into the registrar and a Certificate of Registration is issued, which 

is valid for 10 years, extendable for another 5 years in pursuance with Sec. 11(2) of the 

Designs Act, 2000.1 

Analyzing cases 

The judgement was given in the case of Star Athletica LLC vs Varsity Brands, Inc.,
2
 given by the 

U.S. Supreme Court, has been of utmost importance for both the legal and fashion industry. The 

facts of the case were that Varsity Brands, Inc. et al. ("Varsity") designs and manufactures 

cheerleading uniforms and accessories. Varsity's designers first create "design concepts," which 

illustrate and arrange different patterns of chevrons, stripes, and other shapes (design features); the 

designers do not consider the uniform's functionality or production. If the design is selected, 

Varsity's production crew uses the design to create a cheerleading uniform through one of four 

techniques: "cutting and sewing panels of fabric and braid together; sublimation; embroidery; or 

screen painting." These uniforms are then advertised in catalogues and online, and customers 

choose a design concept and customize the uniforms they order. Varsity has copyrighted some of its 

design features as "two-dimensional artwork," including five design features that are at issue here. 

Star Athletica, LLC (“Star Athletica”) also sells athletic uniforms and accessories, including 

cheerleading uniforms. Varsity believes that several of Star Athletica‟s advertised cheerleading 

uniforms are similar to their copyrighted designs and brought suit against Star Athletica. Varsity 

alleges five claims of copyright infringement in violation of the Copyright Act, 17 U.S.C. § 101 et 

seq. Varsity also brought trademark claims and Tennessee state law claims, including “unfair 

competition, inducement of breach of contract, inducement of breach of fiduciary duty, and civil 

conspiracy.” In response, Star Athletica asserted a counterclaim alleging that Varsity had made 

fraudulent representations in their filings to the Copyright Office. Both parties cross-filed 

for summary judgment. As Varsity did not oppose Star Athletica‟s motion for summary judgment 

on the trademark claim, the court granted partial summary judgment in favour of Star Athletica. 

The court also granted partial summary judgment in favour of Star Athletica on Varsity‟s copyright 

claims, finding that the design features in question could not be separated from the utilitarian 

aspects of a cheerleading uniform, and thus were not protectable under copyright law. The court 

found that the design features on the uniforms indicated that the garment was a cheerleading 

uniform and performed a utilitarian function. Finally, the district court declined to exercise 

supplemental jurisdiction and dismissed the state law claims without prejudice. Varsity then 

appealed this decision to the Sixth Circuit. The Sixth Circuit concluded that Varsity‟s design 

features could be separated from the utility of the uniforms, so they were protected “as pictorial, 

graphic, or sculptural works.” The case was remanded to the district court for further proceedings. 

On May 2, 2016, the U.S. Supreme Court granted certiorari.
3
  

The judgement of the U.S. Supreme Court, in this case, was not unanimous. Justice Clarence 

Thomas delivered the majority opinion, which was joined by Chief Justice John Roberts and 

Justices Alito, Sotomayor, and Kagan which Justice Ginsburg wrote an opinion concurring in 

judgement – the cheerleading uniform designs were separable – without joining in the majority‟s 

reasoning.
4
 Justice Breyer, joined by Justice Kennedy, dissented. While agreeing with much of the 

                                                           
1
 Indian Patent Office, WIPO  https://www.wipo.int/export/sites/www/pct/guide/en/gdvol2/annexes/in.pdf  

2
 137 S. Ct. 1002 (2017). 

3
 Weiru Fang and Cassandra Desjourdy, Star Athletica, LLC v. Varsity Brands, Inc., et al., Legal Information Institute, 

Cornell Law School https://www.law.cornell.edu/supct/cert/15-866  
4
 Star Athletica, L.L.C. v. Varsity Brands, Inc, Harvard Law Review, (Nov. 4 2017) 

https://harvardlawreview.org/2017/11/star-athletica-l-l-cv-varsity-brands-inc/  

https://www.law.cornell.edu/uscode/text/17/101
https://www.law.cornell.edu/wex/trademark
https://www.law.cornell.edu/wex/counterclaim
https://www.law.cornell.edu/wex/summary_judgment
https://www.wipo.int/export/sites/www/pct/guide/en/gdvol2/annexes/in.pdf
https://www.law.cornell.edu/supct/cert/15-866
https://harvardlawreview.org/2017/11/star-athletica-l-l-cv-varsity-brands-inc/
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majority‟s reasoning, he disagreed with the framing and application of the majority's test and 

concluded the design was not separable from the uniform's useful article.
1
 The Court defined its 

task as "whether the lines, chevrons, and colourful shapes appearing on the surface of [Varsity 

Brands'] cheerleading uniforms are eligible for copyright restriction as separable features of the 

design of those cheerleading uniforms."
2
 The Court did not consider whether the designs in the case 

met copyright restriction's threshold of originality.
3
 Thomas rejected arguments from Varsity and 

the United States that separability analysis was unneeded,
4
 but also did away with all the lower 

court tests used previously. Instead, the opinion provided one canonical two-part test based on the 

statute and the Mazer v. Stein decision:
5
  

      ...an artistic feature of the design of a useful article is eligible for copyright protection if the 

feature (1) can be perceived as a two- or three-dimensional work of art separate from the useful 

article and (2) would qualify as a protectable pictorial, graphic, or sculptural work either on its own 

or in some other medium if imagined separately from the useful article.
6
 

After applying this test to the cheerleading uniforms, the Court ruled in Varsity's favour that the 

designs were separable from the useful article and could be copyrighted.
7
 The separability analysis 

started with the admittedly permissive first requirement, identifying the designs as separately 

identifiable "pictorial, graphical, or sculptural works." The design needed to be able to exist 

independently, and Thomas concluded that the design did when it appeared in other media, such as 

the two-dimensional drawings submitted to the Copyright Office. In Thomas's view, this conceptual 

separation would not necessarily recreate the useful dress because the design's elements like the 

chevrons could appear on items in different contexts,
8
 and they did not conjure uniform even when 

that context was other items of clothing.
9
 This analysis moved the consideration away from whether 

whether the item left after separation was useful, to solely whether or not the design itself was 

useful. A feature incapable of being separated was a utilitarian feature anyway, Thomas said.
10

 

In Puma vs. Forever 21, Inc.,
11

 the plaintiff, Puma sued the Los Angeles based fast fashion relater, 

Forever 21 in the U.S. District Court for Central District of California for profits and damages in 

March 2017. The German Athletic giant claimed that the notorious copycat replicated and sold, its 

"Fenty shoes" from the Rihanna Fenty X Puma Collection, designed by the famous pop star singer, 

Rihanna Fenty, infringing design patent, trade dress and copyright in an attempt to "trade upon the 

goodwill of Puma, Rihanna and the Fenty shoes".
12

 The case mainly revolved around three shoes 

                                                           
1
 Star Athletica, slip op. at 1 (Breyer, J., dissenting) 

2
 Star Athletica, slip op. at 4 

3
 Quinn, Gene; Brachmann, Steve, Copyrights at the Supreme Court: Star Athletica v. Varsity Brands, IPWatchdog 

(Mar. 22 2017) http://www.ipwatchdog.com/2017/03/22/copyrights-supreme-court-star-athletica-v-varsity-

brands/id=79767/  
4
 Star Athletica, slip op. at 4-6 

5
 Star Athletica, slip op. at 8-11 

6
 Star Athletica, slip op. at 11 

7
 Star Athletica, slip op. at 10 

8
 Star Athletica, slip op. at 7-8 

9
 Star Athletica, slip op. at 10 

10
 Star Athletica, slip op. at 10 

11
 No. CV17-2523 PSG Ex, 2017 U.S. Dist. LEXIS 211140 (C.D. Cal. June 29, 2017) 

12
 Hilary George-Parkin, Puma and Forever 21 Settle Contentious Fenty Footwear Lawsuit, Footwear News (Nov. 9 

2018 12:17 p.m.)  https://footwearnews.com/2018/business/news/puma-forever-21-fenty-lawsuit-settlement-

1202704966/   

http://www.ipwatchdog.com/2017/03/22/copyrights-supreme-court-star-athletica-v-varsity-brands/id=79767/
http://www.ipwatchdog.com/2017/03/22/copyrights-supreme-court-star-athletica-v-varsity-brands/id=79767/
https://footwearnews.com/2018/business/news/puma-forever-21-fenty-lawsuit-settlement-1202704966/
https://footwearnews.com/2018/business/news/puma-forever-21-fenty-lawsuit-settlement-1202704966/


 

8 
 

namely the Creepers (which the defendant was selling by the name of "Yoki Sneakers"), the Bow 

Slides and the Fur Slides.  

Puma won on the front of its claim of infringement of its design patent in the "Creepers" as it was 

of the view that the dissimilarities between the contending sneakers, as pointed out by Forever 21, 

were too less for any ordinary observer to differentiate between the designs. As for the trade dress 

claim, it was undercut by Forever 21 as it argued that elements claimed by Puma as the past of the 

trade dress not fit the "source-identifying distinctive qualities" as a lot of brands sell similar 

design.
1
 

Coming to the copyright claim, the defendant upped their game and argued in court that Puma 

could not claim copyright on the product as they had committed fraud as they misrepresented 

material facts on their copyright application to the U.S. Patent & Trademark Office and Copyright 

Office. Puma claimed that Rihanna had designed the Fenty shoes but in their application, Rihanna 

was not listed as an author or designer, so either Puma had committed fraud with the U.S. 

government or they were lying to the consumers advertising the Fenty shoes were designed by 

Rihanna herself. After two years in the battleground, Puma and Forever 21 finally settled through 

the terms and conditions of the settlement remain confidential.
2
 

In Nike, Inc. vs. Sketchers U.S.A.,
3
 in September 2019, Nike sued Sketchers for patent infringement 

infringement in the U.S. District Court for Central District of California alleging that the defendant 

has yet again replicated, manufactured offered to sale, sold, and/or imported into the U.S., 

"Sketcher-ized version" of Nike's shoes. Again. This is the fourth lawsuit Nike has filed against 

Sketchers in the last 5 years. Sketchers has been in trouble with Adidas too in the past.  

Nike accused Sketchers of having a "business strategy copying that includes its competitor's 

designs to gain market share instead of innovating its designs and technologies. 

Nike claims that in selling its Skech-Air Atlas, Skech-Air 92, Skech-Air Stratus, and the Skech-Air 

Blast models, among others, Skechers has “made, used, offered for sale, sold, and/or imported into 

the United States” shoes having designs that share “the same overall appearance of the claimed 

designs of [its] VaporMax patents” and its Air Max 270 patents, as well. The aforementioned 

Skechers sneakers “are substantially the same” as Nike‟s patent-protected sneakers, the footwear 

titan asserts, so much so that “an ordinary observer will perceive the overall appearance of the 

claimed designs of the VaporMax [and the Air Max 270] patents and the corresponding designs of 

the [Skechers] shoes” to be virtually the same. 

Nike is seeking relief in the form of a permanent injunction, an ordering requiring Skechers to pay 

Nike damages to compensate for its infringement, including the total profits made as a result of 

such infringement.4 

Now coming to the Indian scenario again, the case of Ritika Pvt. Ltd. vs Biba Apparels,
5
 is one of 

the most famous cases that pivots around the fashion industry and IP rights in India. The facts of 

the case are rather simple. Biba, the ethnic fashion giant, copied a design of the plaintiff, Ritika Pvt. 

Ltd., a small but famous boutique. The plaintiff filed a suit seeking an injunction against Biba 

                                                           
1
 R.K. Dewan & Co., Forever in IP News: F21 and Puma Settle Over Slides! (Nov. 29 2018) 

https://www.mondaq.com/india/patent/759498/forever-in-ip-news-f-21-and-puma-settle-over-slides  
2
 Forever 21, Puma Settle Lawsuit Over Copied Fenty Footwear, TFL (Nov. 8 2018) 

https://www.thefashionlaw.com/forever-21-puma-settle-lawsuit-over-copied-fenty-footwear/  
3
 Inc., 2:19-cv-08418 (C.D. Cal.) 

4
 Skechers’s Entire Model is Based on “Copying its Competitor’s Designs”, Per New Nike Lawsuit, TFL (Oct. 3 2019) 

https://www.thefashionlaw.com/skechers-entire-model-is-based-on-copying-its-competitors-designs-per-new-nike-

lawsuit/ 
5
 DelHC DE 0784 2016 

https://www.mondaq.com/india/patent/759498/forever-in-ip-news-f-21-and-puma-settle-over-slides
https://www.thefashionlaw.com/forever-21-puma-settle-lawsuit-over-copied-fenty-footwear/
https://www.thefashionlaw.com/skechers-entire-model-is-based-on-copying-its-competitors-designs-per-new-nike-lawsuit/
https://www.thefashionlaw.com/skechers-entire-model-is-based-on-copying-its-competitors-designs-per-new-nike-lawsuit/
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Apparels from reproducing, printing, publishing, selling, or offering etc. prints or garments which 

are a reproduction of the plaintiff‟s prints and garments. But the plaintiff‟s designs were not 

registered under the Designs Act, 2000. The defendant argued that the plaintiff‟s case fell squarely 

in Sec. 15(2) of the Copyright Act, 1957, i.e. the copyright in the plaintiff‟s design ceased to exist 

as it had been reproduced more than 50 times by industrial process. Thus, the suit was barred by 

Sec. 15(2) of the Copyright Act, 1957. Ritu Pvt. Ltd. by reproducing the said designs on its 

apparels, more than 50 times, was not only disentitled to design protection but also disentitled to 

enforce its copyright in the original drawing of the design. The court concluded that there was no 

copyright infringement, not by comparing the similarity between the plaintiff's prints/designs and 

the defendant's printed reproduction, but by holding that Biba Apparels was creating apparel by an 

industrial process and was not merely lifting and affixing a print taken from the copyrighted work 

of the plaintiff.
1
 

Piracy Paradox
2
 

Piracy is the biggest Catch-22 in the fashion industry. There are many opposing views provided by 

legal scholars and academicians. It is a fight between affordable fashion and high brand names. It 

means that the copying of the design of clothing helps it to reach the masses since not everybody 

can afford the high brands. The copying ultimately leads to such a widespread of a design so 

quickly that once someone has worn it they do not want to wear the same thing again since 

everybody else is wearing it, leading to demand a new design in the fashion industry. Even though 

this is not the most environmental thing, it keeps on happening.    

Conclusion 

It can be concluded that there are a lot of copycats out there who only wish to reap the benefits but 

do not work. Special legislation that is specific for the fashion industry on the world level is the 

only way through which we can reach that ideal situation where the hardworking designers can feel 

appreciated and protected because of good legislation. 

Recommendations  

- Legislation that not only protects the rights of the creators but also punishes the infringers, 

as the fashion sector is something that will bloom to something big in the coming years.  

- Spreading awareness – it will be prudent to say that if the consumers stop purchasing 

counterfeits and knock offs then it will harshly affect the business of the infringers. The 

consumers need to become “Brand Conscious”. 

- Fast-track IP office – it has been argued on various occasions that if the all the fashion-IPR 

infringement suits were filed with the IP offices then they would not be able to take on the 

workload. So, there needs to be some fast track system to register and process the 

complaints.  

- Court-mandated ADR first, and then if conflict still stands then the long legal battle – legal 

battles are expensive and time-consuming. So instead of wasting these resources, it is 

prudent that the parties try to discuss the matter first and then if they are unable to resolve 

the matter by concluding then they can surely go forward with the suit.  

                                                           
1
 Aparajita Lath, Ritu Kumar v. Biba: Designs free at 50?, SpicyIP (June 2 2016) https://spicyip.com/2016/06/ritu-

kumar-v-biba-designs-free-at-50.html  
2
 Kal Raustiala, Christopher Sprigman (2006) The piracy paradox: Innovation and intellectual property in fashion 

design. Virginia Law Review (RSS) 

https://spicyip.com/2016/06/ritu-kumar-v-biba-designs-free-at-50.html
https://spicyip.com/2016/06/ritu-kumar-v-biba-designs-free-at-50.html
https://acawiki.org/index.php?title=Special:BrowseData/Summary&Journal=Virginia_Law_Review
https://acawiki.org/Special:Ask/-5B-5BJournal::Virginia-20Law-20Review-5D-5D/format%3Drss/title%3DVirginia-20Law-20Review/description%3DAll-20summaries-20from-20Virginia-20Law-20Review/offset%3D0

