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A Study on Counterfeiting in light of the Intellectual Property Regime – An 

Indian Scenario  

Abstract 

Brands are an integral part of any product. They are many a times the basis on which 

products are bought by its users in the market. There are companies which strive to thrive on 

the reputation made by popular brands. They make cheap counterfeits of the original items 

and deceive customers by selling them at the same price as that of the original ones.  

This paper tries to explore the concept of counterfeiting in light of the Intellectual Property 

regime with specific reference to trade mark infringement. The paper seeks to establish the 

relationship between trademark infringement and counterfeiting goods. The paper also 

attempts to define counterfeiting which must be included in the Indian Trade Marks Act, 

1999.  

Keywords: Brands, counterfeiting, trademark 

 

Introduction  

The term Counterfeiting not been defined anywhere in the Indian Trade Marks Act, 1999
1
. 

This makes it important to understand the dictionary meaning of the term what we can call as 

the literal interpretation. According to the Oxford English Dictionary, counterfeiting is the 

crime of making those goods which are made to look exactly like the original ones in order to 

trick persons into believing that they are getting the original goods.
2
  

Trademark infringement usually happens when a trademark which has been registered is used 

without the consent of the proprietor in course of trade. For instance, a mark used by the 

infringer is very similar to that of the registered trademark and the same is used to trade in 

goods or service which are identical to the ones sold by the proprietor of the registered 

trademark.  

The study aims to understand the different legal provisions which deals with counterfeiting 

and trademark infringement. It further aims to establish and understand the relationship 

                                                           
1
 The Trade Marks Act, 1999, No. 47.  

2
 Counterfeiting, Oxford Learner’s Dictionary, 

https://www.oxfordlearnersdictionaries.com/definition/english/counterfeiting#:~:text=counterfeiting-

,noun,the%20real%20thing%20compare%20forgery. 



between them. It provides recommendations to the Government in order to curb the growing 

rate of counterfeiting.  

Research Problem  

Whether counterfeiting can be considered as infringement of trademark in the Indian legal 

system and is it surging in the present times?  

 

Counterfeiting – The Modus Operandi  

Most of the counterfeit products are produced in the vicinity of the premises of the original 

goods manufacturing units where the counterfeiters are workers, relatives or other persons 

associated with the original manufacturing units and know the technical know-how. The 

counterfeiting act, i.e. production and distribution, has two essential elements.
3
 Counterfeiters 

search for the required distribution networks after manufacturing the fake and counterfeit 

goods that will make it easier for them to enter the legal market and hit high-end retail stores. 

In general, distributors, in this case, are less reputable dealers that can be easily reached. In 

many cases, these distributors are unable to reach high-end brand shops because they have 

their own distribution channel and trusted dealers and often do not entertain outsiders to 

ensure that there is no supply of counterfeit goods in their shops. As a result, counterfeiters 

are left with no alternative but to sell these counterfeit products in street shops, flea markets 

and these days via online platforms that provide a very lucrative and convenient opportunity 

to sell counterfeit products without any risk of identification. On the online platform, these 

counterfeit products appear along the side of the original products and it is often difficult to 

distinguish between them.
4
 Thus, counterfeiters who have faced physical difficulties in 

penetrating legitimate markets are now able to do so practically in a convenient way.
5
 

Counterfeiting can be understood in two of its forms, i.e., Deception based forgery and non-

deception based forgery. Such a classification is based on the consumer's point of view.
6
 If 

                                                           
3
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4
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consumers are dfeceived by the source of the product and are led to believe that they are 

buying an original product of good quality and reputation in relation to the image of the 

brand, it is misleading forgery. In this case, consumers are fooled into buying cheap products 

at a high cost almost equal to the original brands. This is often seen both in retail shops and 

online shopping centres where food products, counterfeit bags, accessories, medicines and 

technology-related products are sold. Mostly, this form of counterfeit products is dangerous 

and there is a high risk to the health and interest of consumers if counterfeit food products 

and counterfeit medicines are produced. The other form of counterfeiting is not based on 

deception. In this case, consumers are fully aware of counterfeit and counterfeit goods and 

knowingly purchase such products, thereby increasing consumer demand for such activities 

on the market.
7
 What needs to be understood is the fact that this demand for non-deception-

based counterfeiting is mostly seen in developing countries? Many people in countries like 

India cannot afford high-end luxury brands, unlike rich and high-class people who usually 

make up a smaller part of India's population compared to lower-and middle-class families. In 

this case, if a substitute for a high luxury brand is available at a cheaper cost, which is readily 

available and looks almost like the original brand, consumers would be more than willing to 

buy it and enjoy a sense of pride because of their possession. Such counterfeiting is usually 

not harmful to health or affects consumer interests, as consumers are aware of their 

constituents. Counterfeiters usually target accessories, clothing, footwear and technology-

related parts with low or negligible chances of causing injury to health. 

Trademark Counterfeiting as an IP Crime  

Counterfeiting is considered as an intellectual property crime and it is one of the most surging 

ones. Many countries across the world are taking steps in order to curb this growing crime. 

This seems to be taking place in a number of developing countries. Strict laws have been 

made by the US and UK as they were unable to reduce the crime rate in this regard with just 

civil remedies. The countries amended the structure to include criminal remedies as well. 

This was done as many counterfeiters started understanding the civil remedies as cost of 

business.  

It becomes increasingly important to curb the growing rate of this crime as it not only affects 

the company which holds the mark but also affects the nation’s economy as the money 

earned out of it is not accounted for and taxes are not received by the Government for sale of 
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such goods. It was also observed in numerous instances that the money earned out of this 

crime was used for committing further offences like money laundering, terror funding, 

organised crime, etc.  

In India, there exists remedies both in the nature of civil and criminal for counterfeiting. 

Although it has not been explicitly defined in the Trade Marks Act, 1999, there has been 

remedy provided for falsifying and falsely applying trademark. The Indian Penal Code, 1860 

deems counterfeiting to be a criminal offence.  

Several attempts are being made by the business community along with the international 

organisations like WIPO (World Intellectual Property Organisation) and the INTERPOL 

(International Criminal Police Organisation) to plan out strategies in order to fight the 

increasing rate of counterfeiting. The Global Congress Steering Group aims at highlighting 

what problems arise out of counterfeiting. It further strives to develop strategies to deal with 

them in regional, national and global world. The Groups consists of the WIPO, INTERPOL, 

WCO, ICC (International Chamber of Commerce), ISMA (International Security 

Management Association) and INTA (International Trademark Association).  

India like many other developing countries has not come up with separate laws and 

regulations for dealing with the problem of counterfeits. There are however remedies 

available in statutes including the Trade Marks Act, 1999, the Designs Act, 2000
8
, the Patents 

Act, 1970
9
, the Customs Act, 1962

10
, the Copyrights Act, 1957

11
 and the Geographical 

Indications of Goods (Registration and Protection) Act, 1999
12

. The cross-border movement 

of counterfeit goods is dealt by the Customs Act in order to protect intellectual property 

rights of the proprietors.  

 

Important Sections 

Section 29 of the Indian Trade Marks Act, 1999
13

 provides for the filing of cases by the 

trademark holder where a registered mark is misused by an unauthorised person. It has been 

specified in Section 29(1) that in case a person who is not the trademark holder uses it in the 
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course of trade (a mark which is identical with, or deceptively similar to), the trade mark in 

relation to goods or services in respect of which the trade mark is registered amounts to 

trademark infringement. When counterfeit clothes are being sold, the same is clearly done in 

the course of trade. 

The main idea behind counterfeiting is to receive the benefit by use of the goodwill of the 

trademark owners’ brand and thus, the trademark is identical in most cases. It has further 

been clarified in Section 29(6) of the aforementioned act that if the trademark is used in the 

good or packaging at the time of sale, then the person is said to be selling counterfeit goods 

and has infringed the trademark as well.  

The question of deceptively similar as mentioned in Section 29 does not arise in cases of 

counterfeiting as the goods are blatant copies of the original ones. Thus, the plaintiff has 

nothing to prove once it is established that the counterfeit has used a similar mark. But in case 

the mark is not identical, then the plaintiff will be required to establish the similarity and how 

the good would create a confusion in the minds of the consumers. It is however important to 

note that Section 29 is applicable only in cases where the mark has been registered. The 

statute only provides for the holder of a registered trademark to file for infringement.  

In case a trade mark is not registered, one can avail of the common law remedy of passing 

off. Section 27(2) of the said Act states that only because a trade mark has not been 

registered, it will not act as a bar against a person who is pursuing an action for passing off. 

However, in the case of passing off, the plaintiff has to fulfil certain criteria for successfully 

bringing a suit of passing off. In Section 135 of the Trade Marks Act, 1999, the relief 

available to the trade mark holder upon infringement is referred to. It should also be noted 

that the section specifically states that these reliefs are also usable for acts of passing off. An 

injunction, damages or an account of earnings, and destruction of the products may be 

sought. 

Apart from civil remedies, criminal remedies can also be used. Section 104 of the Trade 

Marks Act, 1999
14

 prescribes the penalty for a person who is selling goods with false 

trademarks. The penalty for the same is imprisonment for a minimum of 6 months and a 

maximum of 3 years, along with a fine. In addition, the Indian Penal Code, 1860 can also be 

used to punish people for forgery. Unlike the Trade Marks Act, Section 28 of the IPC defines 

forgery. The counterfeiter may be booked for cheating under Section 415 of the IPC.  
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Explanation (b) of the Section clearly describes the situation in case of counterfeit of a 

trademarked good: 

A deliberately deceives Z into the assumption that the article was created by a certain 

celebrated manufacturer by placing a counterfeit mark on an item, and thus dishonestly 

induces Z to purchase and pay for the item. A cheats. In addition, Section 486 of the IPC 

punishes a person who sells goods using a counterfeit trade mark and subject him or her to 

imprisonment for up to a year or a fine or both. 

 

Landmark Judgments  

The Apex Court in the case of S.M. Ltd. of Dyechem. v. Cadbury (India) Ltd.,
15

 held that a 

plaintiff in an infringement proceeding must provide, not only that his trade mark is infringed 

by a person who is not a registered proprietor of the trade mark or a registered user of the 

trade mark, but that person, in the course of his trade, uses a trade mark which is identical or 

deceptively similar to the trade mark of the complainant in such a way as to allow use of the 

trade mark.  

In the case of counterfeiting, the issue of the deceptively identical existence of the products 

referred to in Section 29 does not arise, because those goods constitute blatant copies of the 

goods being marked. Thus, if it is discovered that the counterfeiter has used the same label, 

the complainant does not have to prove anything else as was held in the case of Cadbury 

India Ltd. and Ors. v. Neeraj Food Products.
16

 

In Nike Innovate C.V v. Ashok Kumar,
17

 it was alleged by Nike that the defendant was 

selling counterfeit goods using their trade mark. It was held by the court that the trademark 

holder can seek injunction, damages, the account of profits and the destruction of 

manufactured goods. The Saket District Court found that Nike's trademark was infringed by 

the defendant and awarded Nike a permanent injunction and damages that were not only 

compensatory in nature but also punitive. 

 

Smartphones - The principal cause of this issue? 
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The mobile market is offering handsets at prices lower than INR 8000. Due to this, a large 

number of people both from the rural and urban community have started using it largely. 

With the use of smartphones, counterfeiters are immediately able to understand the recent 

trends, latest products and designs. This helps them to produce exactly same copies with 

regards to the designs and features with much lower cost but obviously the quality gets 

compromised if not all, many a times.  

The facility of in-built camera allows these counterfeiters to take photographs of the products 

displayed in official stores and they use them to share it through WhatsApp in order to sell 

their counterfeited products. They create WhatsApp groups in which they share product 

information from time to time and sell in form of B2C. They also cater individually by way 

of WhatsApp based on the needs of the customers.  

 

Relationship between counterfeiting and trademark infringement 

In counterfeiting, the consumers are deceived with regards to the source of origin of the 

product by fraudulent imitation. In trademark counterfeiting, cheap or inferior quality fake 

goods are produced which are made to look as if they are original products. It is a form of 

trademark infringement in which the trademark of the proprietor is used without authorisation 

and the main motive of the counterfeiter is to deceive. Trademark infringement is a broader 

concept which will also include marks which are confusingly similar whereas in 

counterfeiting, there is an exact imitation. The central idea is to duplicate the products in such 

a way that the market deems it to be original and the counterfeiters thrive on the goodwill and 

brand image of the famous brands.  

The fundamental distinction between the two lies in the form of legal remedies available. In 

the case of counterfeits, a trademark proprietor may request an ex parte seizure warrant from 

the court. A trademark owner can seek an injunction in respect of a merely infringing label, 

which is granted only after notice to the defendant and a hearing. Counterfeiting is, according 

to Indian law, a cognizable crime prescribed under section 476 of the Indian Penal Code, 

while the remedies are civil in the event of an infringement. We can see from the above 

debate that the two principles of infringement and counterfeiting are closely linked to each 

other and both pose a significant threat to individuals and entities who are the IP proprietors. 

 



Conclusion and Suggestions 

The Indian Economy has undergone severe losses because of the counterfeiting of goods. The 

Government of India suffered approximately INR 392 billion worth of losses in the year 2014 

only due to counterfeits as per a report by the Authentic Solution Providers Association 

(ASPA).
18

  

A report was released by the FICCI Committee Against Smuggling and Counterfeiting 

Activities Destroying Economy wherein it identified seven sectors which were highly 

affected due to counterfeits. These included alcohol, auto components, computer hardware, 

packaged goods, personal goods, mobile phones, and tobacco.
19

 The report put forth that the 

direct loss in these 7 sectors alone was 3,504 Crores while the indirect tax loss was calculated 

to be approximately 22,686 Crores.  

It cannot be denied that there do exists sufficient laws in our country but what needs to be 

looked at is, whether it is being implemented in actual practice. The police tend to focus more 

on violent crimes as they are overburdened with cases and they have limited financial 

resources as well.
20

 The crime of counterfeiting is much lower in the priorities of cases dealt 

by the police. I recommend that the Government must set up a task force which particularly 

deal with such kinds of crime. Keeping in mind the amounts of losses suffered, the 

Government must strive to prevent the crime which will in turn help it to earn its revenue. 

The Government must consider the financial expenditure for setting up the task force as an 

investment to recover amounts which must reach the treasury.  

Some opine that as long as the counterfeiting does not cause any financial loss to the 

trademark proprietor or does not affect the health of public at large (i.e., the users of the 

counterfeits), such activity can be performed but in a controlled and well monitored manner. I 

opine that when there is a mens rea to deceive and an actus reus to create a counterfeit, a 

crime has already been committed. The law of the land must not let any mischief maker go 

off scot free. Sanctions must be imposed on the offender. Only then will citizens take due 

care and precaution to prevent commission of crimes.   
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The term counterfeiting must be not only be understood in the general sense or by giving a 

literal interpretation. The court while referring to this term must give a wider interpretation. 

Counterfeiting according to me can be defined as the act performed in furtherance of the 

intention to deceive by manipulating the minds of the consumers as to make them believe that 

the source of the good is one while it is actually another. Counterfeiting can be considered 

both as a crime and a civil wrong.  

 

 


