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Introduction 

In the world of consumerism, protection of one-of-a-kind characteristics of a product is only typical 

with brands owning humongous trademark portfolios. However, what is certainly new is the 

protection of marks that were once unfathomable to be protected. But that is evolution and with this 

evolution, the scope of trademark law has extended manifold. From the scent of Play-Doh clay, 

motion of Lamborghini‟s vertically opening scissor doors and Mattel‟s Barbie Pink (Pantone 219 

C) to Netflix‟s “Ta Dum” sound are all registered trademarks today. Consumer experience is more 

pivotal now than ever before and leaving a deep mental impact has found importance in the 

branding and marketing industry. With these, coupled with the technological boom, almost every 

valuable mark is up for grabs to be registered whether it be conventional or unconventional.  

These unconventional trademarks ranging from sound, taste, texture, motion and smell to trade 

dress are commonly referred to as Non-Traditional Trademarks (NTTMs, hereinafter) by WIPO. 

These marks have a special place in competitive markets where they offer an opportunity to 

communicate the source of origin of a product or service in imaginative and appealing ways to the 

customers. 

At present, the major kinds of NTTMs that may be successfully registered in different jurisdictions 

of the world include the following: 

 Sound/ audio marks; 

 Single colour marks; 

 Shape marks/ three-dimensional (3D) marks; 

 Touch/ texture marks; 

 Smell/ olfactory marks; 

 Taste/ Flavour marks; 

 Holograms; and 

 Moving images/ motion/ animated marks. 

 

 

NTTM Protection in India 

Non-traditional trademarks are still in their infantile position in India at present. Most NTTMs that 

have managed to get registered in India belong to the category of sound/audio marks. Some popular 

examples are Yahoo‟s yodel, ICICI‟s familiar „dhin chik dhin chik‟ sound, Nokia‟s guitar notes 

when the phone is switched on and the four-note bell sound of Britannia industries among many 

others. 
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While India does not have an explicit provision for NTTMs in the Trademark Act, 1999, like the 

Lanham Act in the U.S., it does recognise such marks by Section 2(1)(m) and Section 2(1)(zb) of 

the Trade Marks Act 1999
1
 as well as the Trademark Rules, 2017

2
. 

Section 2(1)(m) of the Trade Marks Act, 1999 defines a mark as: “'Mark' includes a device, brand, 

heading, label, ticket, name, signature, word, letter, shape of goods, packaging or combination of 

colours, numeral shape of goods, packaging or combination of colours or any combination thereof.”  

Section 2(1)(zb) of the Trade Marks Act 1999 provides for certain conditions that must be fulfilled 

for a mark to be registered as a trademark, which are “a mark capable of being represented 

graphically and which is capable of distinguishing the goods or services of one person from those 

of others and may include the shape of goods, their packaging and combination of colours.” 

Moreover, Section 9(3) of the Act specifies that a mark shall not be registered if it consists of 

following- 

(i) the shape of goods which results from the nature of goods themselves, or 

(ii) the shape of goods which is necessary to obtain a technical result, or 

(iii) the shape which gives a substantial value of goods.    

Rule 26(2) of the Trade Marks Rules, 2017, pertains to colour trademarks and prescribes the 

method for applying for one by submitting a reproduction of that combination of colours. The 

Indian law has recognised the registration of single colour marks as well in the Manual of 

Trademarks, Practice and Procedure, 2015
3
, wherein it shall be protected on strict evidence of 

acquired distinctiveness and protection granted strictly to the extent of that particular shade of 

colour. An example of grant of single colour trademark is that of the blue colour which one sees on 

the Parachute hair oil bottle.
4
 

Rule 26(3), on the other hand, talks about three-dimensional trademarks. The mark in these cases 

shall consist of a two dimensional graphic or photographic reproduction. These kinds of trademarks 

are being increasingly issued for layout of beauty salons, retail stores and restaurants among other 

architectural layouts. However, the trademark office in India, in examining the layout of the Vedic 

Restaurant, that was filed as a three-dimensional mark in 2019, asked the applicants to change the 

trademark type to device mark in the examination process. 

This is not just the case with the Vedic Restaurant but even the trademarks granted to the layouts of 

Mary Cohr‟s store, Godrej & Boyce‟s Material Library Zone or their Discussion Area Zone, have 

been granted as device marks instead of 3D marks. Other jurisdictions such as the United States or 

the European Union protect store layouts as 3D marks which makes the Indian trademark office‟s 

decision to treat layouts as device marks unusual, at the very least. 

                                                           
1
 The Trademark Act 1999, Section 2(1)(m), Section 2(1)(zb) and Section 9(3), Acts of Parliament, 1999 (India) 

2
 Trademark Rules 2017, Rule 26, 2017 (India) 

3
 The Manual of Trademarks, Practice and Procedure, 2015,  

4
 Marico Ltd. vs. Mr. Mukesh Kumar & Ors. 2018 (76) PTC 168 (Del)  
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Rule 26(4) deals with the shape of the goods or its packaging. These can be registered through the 

process of reproduction of at least five different views of the trademark and a description by word 

of the trademark.   

Rule 26(5) of the Trademark Rules 2017 states that sound trademarks can be registered by 

submitting a sound clip along with the musical notations (graphic representation), where the length 

of the sound clip should not more than 30 seconds. This is a fairly common NTTM as compared to 

the others in India. It is imperative for the applicant to prove that the colour or sound has acquired 

distinctiveness or secondary meaning by usage. 

India does not have any provisions for registration of taste or smell trademarks. The reason for this 

is the challenge that lies in graphical representation of these marks. While they might be described 

in a literary sense, such description can hardly capture the marks in their exactness. Samples cannot 

be relied upon since their composition and nature may change overtime. Registering the chemical 

formula for a smell is also not ideal as it is deemed to represent the substance rather than the smell 

of that substance. Another reason pertains to the “functional” feature that these characteristics may 

carry. 

 

NTTMs- The Good, the Bad & the Ugly 

There is plethora of literature and an abundance of discussions over the good and bad that entails 

registration of Non-Traditional Trademarks. On one side are those that believe ingenious branding 

and marketing techniques deserve to be rewarded with protection. The basic premise holds that 

certain distinct characteristics of a product or service, such as its packaging, smell or even the 

environment where it is sold and purchased, can leave a deep psychological impression over 

consumers. These cognitive response inducing triggers stay with the consumers long after they have 

come in contact with the product and fulfil the very purpose of trademarks- to indicate the source of 

origin of the product. Moreover, such trademarks require skill and effort to make a product stand 

apart in a competitive market. Not registering them might be said to amount to penalising 

creativity. 

A different strand purports that NTTMs can have major harmful effects on the competitive market. 

Firstly, granting them registration can lead to undesired monopoly of aesthetically functional 

features of a product
5
. Aesthetic functionality is when a trade dress or product design is so 

aesthetically pleasing and appealing that it should not be monopolised by one contender. Several 

courts have recognised the mental response that can be elicited by the said trade dress or product 

design. We then, according to this idea, have not just the threshold of utilitarian functionality to 

consider while registering an NTTM but also that of aesthetic functionality. For this reason, 

protection of highly aesthetic features of a product can be harmful for healthy market competition.  

                                                           
5
 Irene Calboli and Martin Senftleben , “The Protection of Non-Traditional Trademarks: Critical Perspectives”, Oxford 

University Press, (2018) 
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However, the doctrine of aesthetic functionality is marked by confusion and controversy. It charts a 

tumultuous history from the Pesos case
6
 to the 9

th
 circuit looking forward to reconsidering the case 

of International Order of Job’s Daughters v. Lindeburg & Co., 633 F.2d 912 (9th Cir. 1980)
7
. 

Without good authority and clear meaning, confusing precedents continue to find their place in 

recent judgments of various U.S. courts. According to the Trademark Manual of Examining 

Procedure October 2018 by the U.S. Patents & Trademark Office, “use of the term „aesthetic 

functionality‟ should be closely tied to a discussion of specific competitive advantages resulting 

from use of the proposed mark at issue, so that it is clear that the refusal is properly based on the 

functionality doctrine and not on an incorrect use of „aesthetic functionality‟ to mean 

ornamentation.”
8
 

It must be noted that over time the concept of aesthetic functionality has now come to be 

determined by whether the cognitive response that a particular mark generates by its aesthetic is a 

result of something the creator or owner of the trademark did or whether it predates the mark. If the 

former is true, then registration should not be barred by aesthetic functionality. However, if the 

latter is true then the wall of aesthetic functional shall be made to stand between the mark and its 

registration. 

Then comes the critique of establishment of monopoly in the competitive market that can result 

from NTTMs. When an extremely pleasing and unique NTTM enters the market, it can cause a 

peculiar magnetism towards that trademark which can eventually lead consumers to become 

unwilling to choose any other alternatives. People would not even consider alternatively contending 

brands which might give the trademark owning competitor free reign over the market. Therefore, 

this can create anticompetitive market scenarios, diminishing the fine line between having selling 

power and having a monopoly, which are not favoured by any economy.  

Moreover, as Prof. Irene Calboli states, granting protection to NTTMs not only legitimises but also 

promotes standardization, loss of creativity and stagnant product development. She calls this the 

“monolithic effect” on product design and development. This effect takes hold in two ways. When 

market leaders begin to extensively use these NTTMs, their competitors go for a similar aesthetic. 

This creates a standardising effect that might not even be consciously induced and we end up with a 

lack of variety in consumer choices. Moreover, trademarks and perpetual and trademark litigation is 

expensive. Therefore, with an increased investment in securing trademarks with not only lose on 

getting newer designs and aesthetic but might also notice a drop in investment in maintaining or 

increasing the product quality.
9
 

                                                           
6
 Two Pesos, Inc. v. Taco Cabana, Inc. - 505 U.S. 763, 112 S. Ct. 2753 (1992) 

7
 International Order of Job‟s Daughters v. Lindeburg & Co., 633 F.2d 912 (9th Cir. 1980) 

8
 https://tmep.uspto.gov/RDMS/TMEP/current#/current/TMEP-1200d1e1300.html  

9
 Irene Calboli, Hands Off “My” Colors, Patterns, and Shapes! How Non-Traditional Trademarks Promote 

Standardization and May Negatively Impact Creativity and Innovation, 287, Oxford University Press Scholarship 

Online (2018) Available at Available at: https://scholarship.law.tamu.edu/facscholar/1357  

https://tmep.uspto.gov/RDMS/TMEP/current#/current/TMEP-1200d1e1300.html
https://scholarship.law.tamu.edu/facscholar/1357
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Another challenge with NTTM registration originates from its indeterminacy problems. A 

mentioned before, certain NTTMs cannot be adequately represented in a graphical manner. For 

instance, olfactory marks are difficult to register by a worded description since it renders the mark 

wide and vague. Samples cannot be relied upon since their composition and nature may change 

overtime while writing down the chemical formula for a smell is problematic as it is deemed to 

represent the substance rather than the smell of that substance. Many jurisdictions including India 

absolutely require graphical representation in order to consider a trademark for registration. 

Inability to do so renders these trademarks unregistrable in many such jurisdictions.  

Lastly, there exists confusion across jurisdictions over the validity and registration of NTTMs due 

to a lack of uniformity or harmonization in any international guidelines for the same. Other than 

determining the terminology (unconventional/non-traditional), WIPO has not really issued any 

particular guidelines with respect to NTTMs. The Singapore Treaty on the Law of Trademarks, 

2006 building on the Trademark Law Treaty of 1994, did recognise (even if it did not impose) the 

registration of non-traditional trademarks. However, mere recognition does not seem to be enough 

in a world where technological progress, market competition and branding strategies are creating an 

NTTM frenzy. 

With the help of an example of the Benelux trademark owned by Christian Louboutin, this paper 

shall now try to highlight some of these aforementioned criticisms and challenges. The mark 

consists of „high-heeled shoes (other than orthopaedic shoes)” in class 25 – and described as “the 

mark consists of the colour red (Pantone 18-1663TP) applied to the sole of a shoe as shown (the 

contour of the shoe is not part of the trade mark but is intended to show the positioning of the 

mark)”. It also has obtained a trademark from the U.S. Patent and Trademark Office as well. With 

this example, we can see how confusion exists among different jurisdictions over the validity and 

registration of NTTMs as well as how it creates a standardising effect across markets. 

In United States, in the case of Christian Louboutin S.A. v. Yves Saint Laurent America Holding, 

Inc.
10

, The district court denied Louboutin‟s motion for preliminary injunction finding that there 

was no likelihood that it would succeed on its claims of trademark infringement under the Lanham 

Act because the Mark violated the aesthetic functionality doctrine. It even went so far as to say that 

single colour marks like these should not be registered as they may even lead to fashion wars like 

this. On appeal, the Second circuit court however rejected the decision that single colour marks 

could not be registered and also did not agree with the application of the aesthetic functionality 

doctrine. However, what was most interesting was its final decision. The court held that this mark 

(red soles) had acquired distinctive meaning only on shoes with contrasting uppers. Therefore, a 

shoe that had red soles as well as red uppers would not lie in the area of trademark infringement, 

which was presently the case with the Yves Saint Laurent shoes. 

                                                           
10

 Christian Louboutin S.A. v. Yves Saint Laurent America Holding, Inc., 696 F.3d 206 (2d Cir. 2012) 
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Moving to another jurisdiction in Brussels, in the case of Christian Louboutin v. Van Dalen 

Footwear BV
11

, the Brussels District Court declared that the red sole gave substantial value to the 

shoe. Moreover, the court declared the mark to be common and lacking in distinctiveness in view of 

the evidence, of copious numbers of red-soled shoes available in the market by different designers 

and retailers, that was shown in court. The court thus declared the trademark invalid. 

On appeal, however, the Brussels Court of Appeal overturned the previous decision and held the 

mark to be distinctive. Imposing a sales ban on Van Dalen, the Appellate Court took a wholly 

different position from that of the First Instance Court. 

In yet another jurisdiction, the single judge bench of the Delhi High Court in the case of Christian 

Louboutin S.A.S. vs Abubaker & Ors.
12

 dismissed the case holding Louboutin‟s red sole trademark 

as invalid. On appeal, the division bench asked the single judge bench to hear the matter on its 

merits and eventually an ex-parte injunction was granted against the defendants by the court. This 

was after the same court had granted single colour trademark to aforementioned blue Parachute oil 

bottle.  

From these examples we notice how there exists confusion, at least at the preliminary levels, when 

it comes to NTTMs and their enforcement. In fact, the Supreme Court of Switzerland denied the 

validity of this red sole trademark altogether in 2017 on grounds of lack of distinctiveness and 

serving merely ornamental purposes. 

Not just this, but with the help of the aforementioned examples we can also see for ourselves the 

standardising effect of NTTMs on product designing. From a high fashion competitor like Yves 

Saint Laurent to a fairly big shoe manufacturer like Van Dalen to a small-scale shoe manufacturer 

in Sarojini Nagar like Abubaker, the red soles are used extensively. Not yellow soles or green soles 

or purple soles…but the red ones. Even though such is the case, the author does not believe 

anything in particular can be done with regard to this particular challenge. It can perhaps be seen as 

collateral damage of proliferation of NTTMs. 

 

Conclusion 

From the aforesaid discussions, this paper now intentions to draw certain pertinent conclusions with 

regard to NTTMs and their development. 

Firstly, on an international level, it is imperative to note that the confusions and uncertainties that 

have been pointed out between different jurisdictions and different levels of judiciary within 

jurisdictions exist in the absence of any international guidelines with respect to NTTMs. In the 

author‟s opinion, it is not merely an option but a necessity to take note of the rapid development 

that is taking place in the field of non-traditional trademarks. Taking into consideration the advent 

                                                           
11

 Christian Louboutin v. Van Dalen Footwear BV (Brussels Court of Appeal, 18 November 2014, 2014/AR/843) 
12

 Christian Louboutin Sas vs Abubaker & Ors. RFA (OS)(COMM) 13/2018 & CM 29064/2018 
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of technology and the increasing market competitiveness, the modern world needs to devise more 

cogent and lucid rules that will surround this trademark evolution. Only the harmonisation of rules 

pertaining to NTTMs can help do away with the ambiguities that surround it. 

Secondly, on a domestic level with respect to India, it might be the right time to exempt certain 

kinds of marks from the requirement of graphical representation. For instance, the European Union 

has already done so with respect to olfactory trademarks. In this day and age when we have 

technologies such as electronic nose (e-nose) machines and scent domes
13

  that can electronically 

decipher and store smells with accurate precision, we can let the necessity of graphical 

representation slide by. E-noses, in fact are already in use for quality control in many food and 

beverage companies. The Scent Dome is an exemplary storage device where unlike the smell 

samples, scents neither change their composition nor nature over time. With the help of e-sensing 

technologies we can store data on national as well as international levels, potentially changing the 

way trademark registration and protection work forever. The author believes that the only way 

forward is getting in sync with modern technology and harmonising international laws and 

guidelines with respect to non-traditional trademarks because they are here to stay. 

  

 

                                                           
13

 Juhana Strandberg, “Scents as Trademarks Today”, pg 47, Tallin University of Technology (2018) 


