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INTRODUCTION 

Trademarks have dual functions. Firstly, they indicate the source of the product and secondly, 

trademarks have a marketing value and it helps create a bond between the consumer and the 

brand. The trademark infringement doctrine addresses the first function whereas trademark 

dilution addresses the second. Unlike a traditional trademark infringement claim, trademark 

dilution does not require proof of a "likelihood of confusion" of the source of the product or 

service.
1
 

Trademark law was traditionally concerned with situations where an unauthorized party sells 

goods that are directly competitive with, or at least related to those sold by the trademark owner. 

However, in many jurisdictions, the concept of dilution has developed recently to protect 

trademarks as a property right, securing the investment the trademark owner has made in 

establishing and promoting a strong mark.
2
 With the changing business trends and globalization, 

there has been a great influence on the expansion of trademark protection even beyond its 

traditional limits. This trend of expansion can be clearly seen in the concept of trademark 

dilution. Trademark can be distinguished from the other forms of Intellectual Property Rights in 

the sense that it does not encourage further creativity.
3
 

Initially the function of trademark was considered to be source identification and trademark 

protection aims to promote this function.
4
 Trademark law aimed at protecting the consumers 

from confusion and deception along with protecting the hard earned reputation of the trademark 

owner.
5

 Therefore earlier consumer confusion was an important element for constituting 

actionable claim.
6
 However, the doctrine of dilution of Trademark as given by Frank Schechter, 

led to a fundamental shift in the scope and extent of trademark protection and thus, was a turning 

point in the history of trademark law.  

Unlike the traditional infringement law, the prohibitions against the trademark dilution are not 

the product of common law development, and also are not influenced by the interest of 

                                                           
1
Keola R. Whittaker, Trademark Dilution in a Global Age, INT‟L ECON. L. J. 906(2006). 

2
Brajendu Bhaskar, Trademark Dilution Doctrine: The Scenario Post TDRA, 1 NUJS L. REV. 637 (2008). 

3
T.G. Agitha, Trademark Dilution: Indian Approach, J. IND. L. INST. 324 (2008). 

4
Mark A. Lemley, The Modern Lanham Act and the Death of Common Sense, 108 YALE L. J. 1687 (1999). 

5
Robert G. Bone, Hunting Goodwill: A History of the Concept of Goodwill in Trademark Law, 86 Bos. Uni. L. Rev. 

547 (2006). 
6
Robert G. Bone, A Skeptical View of Trdaemark Dilution Revision Act, 11 INTELL. PROP. L. BULL. 187 (2007). 
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protecting the consumers.
7
 The Doctrine of Trademark Dilution focuses on the ever increasing 

demand for more protection to the well-known trademark. Thus, the strict adherence to the 

traditional territorial concept of trademark becomes a major economic concern for those 

businesses who aim to establish themselves in the global arena.
8
 

DOCTRINE OF DILUTION OF TRADEMARK 

„Trademark Dilution Doctrine‟ is basically a trademark law concept that permits the owner of a 

famous mark to forbid others from using that mark in a way which would harm its uniqueness. A 

trademark is diluted when the use of similar or identical trademarks in other non competing 

markets means that the trademark in and of itself will lose its capacity to signify a single source. 

Trademark dilution occurs when a third party uses a mark or trade name in commerce that is 

sufficiently similar to a famous mark such that it harms consumer perception of the famous 

mark. “Blurring” and “Tarnishment” are the two types of harm that arise from dilution.
9
 

The doctrine of trademark dilution launched by Frank Schechter‟s marked a fundamental shift in 

the extent and scope of trademark protection. It was a turning point in the history of trademark 

law. Unlike traditional infringement law, the prohibitions against trademark dilution are not the 

product of common law development, and are not motivated by an interest in protecting 

consumers.
10

 The trademark dilution doctrine is an obvious reflection of the ever-increasing 

demand for extending more and more protection to famous trademark. 

“Blurring” happens when a famous mark‟s distinctiveness is harmed because it becomes or is 

likely to become associated with a similar mark or trade name. In other words, the third party‟s 

mark weakens the consumer‟s perception that the famous mark is connected to the plaintiff‟s 

goods or services.
11

 “Tarnishment” happens when the famous mark‟s reputation is harmed 

through association with a similar mark or trade name. This generally applies when a defendant‟s 

use of the mark is considered unsavoury, or is connected to inferior products or services. Owners 

of a retail chain, Victoria's Secret Lingerie, Inc. (Secret), sold women‟s lingerie in over 750 

                                                           
7
Mosley v. V. Secret Catalogue, Inc., 537 U.S. 418, 456 (2003). 

8
FREDERICK W. MOSTER, FAMOUS AND WELL-KNOWN TRADEMARKS  4 (1997). 

9
Doctrine of dilution of Trademark, https://blog.ipleaders.in/doctrine-dilution-trademark-india/, (Accessed at Nov. 2, 

2019, 01:20 PM). 
10

 T.G. Agitha, Trademark Dilution: Indian Approach, J. IND. L. INST. 324 (2008). 
11

Id. 
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stores. They owned the “VICTORIA‟S SECRET” trademark. A husband and wife, Victor 

and Cathy Moseley, owned a store named “Victor‟s Little Secret,” which also sells women‟s 

lingerie as well as novelty items. Court wanted pplaintiff to show the actual dilution and not 

the likelihood of dilution in this case. 

Dilution protection law aims to protect sufficiently strong and well known trademarks from 

losing their singular association in the public mind with a particular product. (i.e. when we speak 

of Coca Cola we remember only the soft drink.
12

 Similarly when we speak of Rolls Royce, Benz 

we associate it with the car alone but when somebody else uses a similar mark like Rolls Royce 

or Benz for a chocolate, then the mark will remind two products in the minds of the consumer). 

DOCTRINE OF DILUTION IN U.S. LAWS- 

Trademark dilution law has long been a subject of academic controversy and judicial resistance. 

Accordingly, it was rarely used in practice. Passage of the Federal Trademark Dilution Act has 

rekindled interest in the dilution doctrine and brought its doctrinal problems to the fore. 

Franchise clients are well served if they are advised of the risks associated with the adoption of 

marks that implicate dilution, of the need for a specialized appraisal if they come to be involved 

in a dilution dispute, and of their ability to halt uses of similar marks with the dilution doctrine. 

Enactment of the Federal Trademark Dilution Act in January 1996 dramatically changed the 

landscape of the dilution doctrine. It has made a cause of action for dilution available in all 

states, rather than the selected states in which it had previously been available, thus partially 

solving the thorny problem of extra-territorial application of state dilution laws. 

The doctrine of dilution is a concept peculiar to trademark law where if a trademark is well 

reputed and famous, the proprietor can forbid others from using the mark. The US trademark law 

allows such a proprietor to sue anyone who uses his famous mark whether by blurring or by 

                                                           
12

Supra note 1. 



7 | P a g e  
 

tarnishment as both of these instances would give rise to a cause of action against the person who 

is making any such use of the mark.
13

 

The Act incorporates both dilutions by blurring and dilution by tarnishment.
14

 On its face, the 

Federal Dilution Act appears to require actual dilution, instead of a "likelihood of dilution" as 

required under most state laws.
15

 However, "dilution" is defined by the Act as: "the lessening of 

the capacity of a famous mark to identify and distinguish goods or services, regardless of the 

presence or absence of, a.) competition between the owner of the famous mark and other parties, 

b.) likelihood of confusion, mistake, or deception."
16

  

The Act is silent on the issue of a statute of limitations. However, because the Act is expressly 

"subject to the principles of equity," the traditional equitable doctrines of laches, estoppel, and 

acquiescence should apply.
17

 For the doctrine of dilution to apply, it is pertinent that the mark in 

question be in actual use in the US and for it to be qualified as famous, it is essential that 

majority of the US “general consuming public” readily identify the mark in relation to its 

proprietor or the goods or services that the mark purports to represent.
18

 

In U.S. laws, the Federal Trademark Dilution Act of 1995 (Dilution Act), a trademark owner 

need not prove a likelihood of confusion in order to protect the mark. Instead, the focus is on 

whether the distinctive quality is diluted. This means that a trademark owner can bring a dilution 

action even if the third party‟s mark involves goods or services totally unrelated to the goods or 

services associated with the famous mark. 
19

 

Under the Dilution Act, only famous marks are protected against dilution. The factors to be 

considered in determining whether a mark at issue is famous are the duration and use of mark, 

the duration and extent of advertising for the mark, the geographic area in which the mark has 

been used, the degree of recognition of the mark, the method by which the product was 

                                                           
13

 Indian Trademark Law; Comparison with EU and US, https://blog.ipleaders.in/trademark-india-us-eu/, (Accessed 

at Nov. 2, 2019, 01:20 PM). 
14

 Clinique Labs., Inc. v. DEP Corp., 945 F. Supp. 547, S.D.N.Y. (1996). 
15

 Eric A. Prager, The Federal Trademark Dilution Act of 1995: Substantial Likelihood of Confusion, 1 FORDHAM 

INTELL. PROP., MEDIA & ENT. L. J. 121 (1996). 
16

 15 U.S.C.A. § 1125. 
17

TAYLOR & WOOD CO. V. QUAKER OATS CO., 978 F.2d 947 7th Cir. (1992). 
18

Id. 
19

Brajendu Bhaskar, Trademark Dilution Doctrine: The Scenario Post TDRA, 1 NUJS L. REV. 637 (2008). 
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distributed and marketed, the use of the mark by third parties, and whether the mark was 

federally registered. 

The Dilution Act explicitly lists three defences to dilution claims, naming them exclusions. 

Besides (1) all forms of news reporting and news commentary and (2) any non commercial use 

of a mark, the statute also excludes (3) any fair use from being actionable under the Dilution 

Act.
20

 It further specifies that fair use includes nominative or descriptive fair use, in particular if 

made in comparative advertising or when parodying, criticizing or commenting on the famous 

mark owner or its goods or services. 

The Act only protects "famous" marks. It directs courts to consider the following factors, among 

others, in determining whether a mark is famous:  

a) the degree of inherent or acquired distinctiveness of the mark;  

b) the duration and extent of use of the mark in connection with the goods or services with 

which the mark is used;  

c) he duration and extent of advertising and publicity of the mark;  

d) the geographical extent of the trading area for the goods or services with which the mark 

is used;  

e) the degree of recognition of the mark in the trading areas and channels of trade used by 

the mark's owner and the person against whom the injunction is sought;  

f) the nature and extent of use of the same or similar  marks by third parties; and 

g) whether the mark was registered under the Act of March 3, 1881, or the Act of February 

20, 1905, or on the principal register
21

 

DOCTRINE OF DILUTION IN INDIAN LAWS- 

The doctrine of dilution had been accepted judicially in the Indian trademark law system since a 

long time. Today, it is distinctly provided in the Section 29 of the Trade Marks Act, 1999, be the 

                                                           
20

Brian A. Jacobs, Trademark Dilution on the Constitutional Edge,104 COLUMB. L. REV.,  161, 178 (2004) 

 

 

 
21

 15 U.S.C.A. § 1125(c)(1)     
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goods similar or otherwise. For the application of Section 29(4)
22

, the trademark should be 

registered and should have a reputation in India. Thus, a different terminology reputed 

trademark is used here instead of well-known trademark which is defined in the Act.
23

 

In India, protection against dilution of trademark is available not only to the well known trade 

mark but also to the „marks with reputation‟. Section 29 (4) of the Trade Marks Act, 1999 

provides for the protection against the dilution of „trademarks with a reputation‟. The Supreme 

Court of India laid down the test of likelihood of confusion in relation to lesser known but 

identifiable marks i.e. marks with reputation
24

.  

However there was ambiguity regarding the meaning of the term „mark with a reputation‟ as 

against „well known mark‟. This concept is clarified recently by the Delhi High Court in which it 

has widened the scope of anti-dilution protection of trademarks in India.
25

 Justice Muralidhar has 

rendered this judgment allowing the marks which are not well known marks to also enjoy the 

anti-dilution protection.
26

 

Therefore, in India, globally well-known and famous trademarks have automatic protection from 

any diluted use by blurring or by tarnishment. Companies such as Apple, Dunhill, Ford, Honda, 

Hyundai, Cartier, Mercedes-Benz, and Caterpillar have successfully passed off dilution based 

actions against persons who have used diluted versions of identical marks or similar marks which 

could not be readily distinguished, whether for similar goods or dissimilar ones.
27

 

Before the new Act came into force, dilution was merely looked upon as a species of passing off 

dependent on finding of misrepresentation and the likelihood of consumer confusion. However, 

under the new Act, doctrine of dilution is impliedly recognized as an independent cause of action 

under Section 29(4).
28

 Though likelihood of confusion or deception is still an essential 

requirement to establish dilution owing to passing off action, there has been a drastic shift from it 

in the reign of the Act of 1999.  

                                                           
22

 The Trademark Act, 1999, No. 47, Acts of Parliament § 29(4) (India). 
23

 The Trademark Act, 1999, No. 47, Acts of Parliament (India). 
24

 T.V Venugopal v. Ushodaya Enterprises, Civ. App. No.6314-15, 2001 (hereinafter „Ushodaya‟). 
25

 Bloomberg Finance LP v. Prafull Saklecha, I.A. No. 17968, 2012. 
26

Id. 
27

 Ushodaya, supra note at 11. 
28

Mahapara Shaheen, Trademark Dilution: Indian Approach, J. IND. L. INST. 324 (2008). 
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After considerable developments, be it through judicial decisions or recognition under statutory 

provision, doctrine of dilution still is not qualified to be termed as an independent cause of action 

and even now, it owes a part of its life to passing off action.
29

 

 Patanjali Ayurved Limited is one entity that tried to use the "Coronil" trademark for an 

ayurvedic product that it claimed was a cure for Covid19. As it turned out, the trademark was 

owned in India already by another company for a completely different product, and Patanjali lost 

its claim, besides receiving a severe reprimand from the Madras High Court for its brazen 

attempt at using the mark.  

The Plaintiff claimed that this amounted to an infringement of its registered trademarks, and 

dilution of the distinctiveness of the trademarks, claiming rights under Section 29(4) of the Trade 

Marks Act, 1999. Court held that the use was without any due cause and took unfair advantage 

of the term „Coronil' (which was anyway a registered trademark of the Plaintiff. 

COMPARISON BETWEEN INDIAN AND U.S. LAWS 

The concept of Trademark dilution slowly crept into the consciousness of the legal profession, 

the legislature and Judiciary of many countries where it has been the subject of academic debate 

and commentary, statutory protection and judicial decisions. The concept of dilution remains one 

of the most misunderstood concepts in Trademark law. In fact, the term Trademark dilution is 

not found in the text of any International Trademark treaty, although there is general consensus 

among academicians that International Trademark law obliges states to provide protection 

against trademark dilution. 
30

 

Trademark dilution is a form of harm or injury which occurs where the advertising value of a 

Trademark is misappropriated and used in respect of the perpetrators non competing goods. By 

so doing, the perpetrator may create an impression with the purchasing public that his good are 

of the same origin of those of the trademark owner or are manufacture d under the sponsorship is 

authority of the trademark owner.
31

 A common example of this is comparative advertising when 

a trader states, for instance, that his goods are” a substitute for, similar to or the same as the 

                                                           
29

Id. 
30

Amra et. al., Trademark dilution: Infringing efforts to mint profits, INT‟L J OF L.  345 (2007). (hereinafter „Amra‟) 
31

 Standing Committee on Law of Trademark, https://www.wipo.int/edocs/mdocs/sct/en/sct_40/sct_40_5_prov.pdf, 

(Accessed at Nov. 1, 2019, 12:20 PM). 
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goods bearing the trademark owners trademark. In India, globally well-known and famous 

trademarks have automatic protection from any diluted use by blurring or by tarnishment.
32

 

Apart from blurring and tarnishment, dilution of genericide has also been identified by many 

authors in U.S. Generic use of Trademark is a form of misappropriation which causes dilution by 

blurring. In other words, it is particularly caused in wide circulating media like national 

newspapers, magazines, dictionaries, the internet, television and so on.
33

 Here the plaintiff must 

prove that (a.) his Trademark possess and advertising value in respect of his goods; (b)The 

misappropriation of the advertising value of his Trademark is likely to cause confusion by 

sponsorship between the plaintiff's good and the defendants non competing goods; (c)The 

plaintiff's right to good will has been infringed by the tarnishment or dilution of the advertising 

value of his trademark.
34

 

A good example is the case of Rolls Royce Motors Limited v. Gramm and grey GmbH and Co. 

KG, where the defendant traders used the Representation of the highly esteemed Rolls-Royce 

Trademark in the background of his advertisement for his new brand of whisky and in this way, 

capitalized on the reputation of the Rolls Royce Trademark by transferring to his whisky the 

positive Association of outstanding quality which the trademark enjoys in the mind of the 

consuming public.
35

 It is the submitted that in the Rolls-Royce case, above the whiskey Merchant 

parasitically rode on the reputation of the Rolls Royce Trademark in order to draw customers to 

his whisky, not because of merits of his whiskey, but by Sharing In The excellent reputation of 

the Rolls-Royce Trademark. In other words the whiskey merchant was covertly assuming the 

reputation of the Rolls-Royce Trademark in promoting his whisky.
36

 

The confusions in this area are many; it starts from the definition of "well-known" and "famous" 

marks. There is a large amount of confusion as to the meaning of well-known and famous.
37

 The 

courts in India fail to make any distinction between "well-known" and "famous" marks and they 

                                                           
32

Id. 
33

 Amra, supra note 17. 
34

Sanofi India Ltd. & Anr. v. Universal Neutraceuticals Pvt., I.A. No. 11376, 2014. 
35

 Amra, supra note 17. 
36

 Amra, supra note 17. 
37

 Elizabeth Houlihan, Bad Faith Trade Mark Filings – An International Perspective. COLUMB. J. OF L. 345, 356 

(2013). 
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apply the standards of fame applicable to well-known marks or even lesser standards to dilution 

cases. Under the US law dilution theory is applicable only in the case of famous marks.
38

 

CONCLUSION 

Doctrine of dilution, even though recognized by courts in reference to Section 29(4) as a remedy 

independent of infringement action, owes its development to and flourishes in the protective 

blanket of passing off. Trademark dilution, even though not a consumer-centric law, must be 

openly adopted in Indian trademark Law. It is quite evident that the trademark legislation in 

India to a considerable extent lacks the requisite mechanism of protecting trademarks, 

particularly in relation to dilution, unregistered trademarks and trans-border reputation. Concept 

of dilution of well-known trademarks needs to be embedded in a legal enactment to create 

awareness among the traders and consumers and to decrease the number of infringements and 

guarantee quality goods to the consumers. The new Trademark Act 1999 is a step forward in 

prevention of dilution but still the contemporary Indian scenario necessitates for a separate legal 

enactment for prevention of dilution and to meet the standards of protection in the international 

level. 

Trademark dilution law has long been a subject of academic controversy and judicial resistance. 

Accordingly, it was rarely used in practice. Passage of the Federal Trademark Dilution Act has 

rekindled interest in the dilution doctrine and brought its doctrinal problems to the fore. 

Franchise clients are well served if they are advised of the risks associated with the adoption of 

marks that implicate dilution, of the need for a specialized appraisal if they come to be involved 

in a dilution dispute, and of their ability to halt uses of similar marks with the dilution doctrine. 
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