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Editorial Note 
 

The Centre for Intellectual Property Rights Research and Advocacy, established 

with the avowed objectives of teaching, policy research, outreach & awareness, 

advocacy in the area of different categories of Intellectual Property Rights, has been 

effectively making its contribution by intense research for suggesting policy 

changes, undertaking impact assessment of new laws or changes in the existing 

laws, creating strong human capital by empowering enforcement personnel in 

addressing the IPR related issues, sensitizing the stakeholders on the economic and 

social significance of creation and protection of IPRs as well as publications of 

periodical Newsletters on developments in the field of IPRs.  

 

In continuation with the above, the Centre for Intellectual Property Rights research 

and Advocacy had invited research papers for publication in its Journal 

“Intellectual Property Law Review”, constituted the editorial Board, subjected the 

papers received for double blind peer review, processed for possible plagiarism 

check, suggested changes to the existing content based on Peer review reports, 

reviewed after such changes and incorporated as publishable papers in this Journal. 

 

The Journal, Intellectual Property Law Review has the following contents:  

 

The first paper, titled Fore-Engineering: An Innovative Method of Systematic 

Technology Foresight using Patent Information, Dr. Yashwant Dev Panwar and 

others examine the steps in fore-engineering and suggest how future products can 

be proposed by such examination and have examined telecommunication 

technologies retrieved from patent literature.  

 

The paper, Exploring AI and Machine Learning Vis-À-Vis Fair Dealing/Use: Is It 

Really Fair? by Himanshi Tiwari and Ranish Alia, having recognized the issues 

relating to fair use/fair dealing under copyright law explores the inadequacy of the 

tests in relation to works created by use of or by Artificial Intelligence.  

 

The next paper, ‘Section 30(1) of The Trademarks Act, 1999 And Comparative 

Advertisement’ by Mr. Aditya Bane, explores through a comparative study, how far 

true statements would serve as exceptions to the charge for disparagements in a 

comparative advertisement scenario.  

 

The paper, ‘Peeking Above the Paywall: A Communitarian Approach to Copyrights 

On Academic Publications’ by Deepika Nandagudi Srinivasa and Saumya Shreya, 

examines the necessity of shadow libraries in academia following a communitarian 
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approach, highlighting the researcher’s relationship with public bringing forth 

analysis from the empirical data collected.  

 

The paper ‘How Global Pharmaceutical Patent Protection Circumvents Public 

Health concern’ authored by Aranya Chatterjee & Sariqueuddin, have explored the 

relationship between Intellectual property, investment law and public health law 

pointing towards the inconsistencies, whether arbitral tribunals give priority to 

health considerations while resolving pharma patent related issues and how the 

different regimes operate to address the health issues. 

 

The following paper on ‘Intellectual Property Rights in the Defence Sector - 

Emerging Trends and Legal Issues’ authored by Dr. Bhupinder Kaur &  Jivantika 

Gulati’ examines R & D in defense sector in India, the extent of IPR protection 

obtained for those research outputs, the creation of Institution mechanism for 

converting the research outputs into protectable IPRs, and the policy formulated for 

effective protection.    

 
The Journal has a case comment on the order of the Plant Varieties and Farmer’s 

Rights Authority revoking the Frits Lays Potato Extant Variety registration by 

PepsiCo. The author has critically examined the order.  

 

This Journal is placed before you for your reading and sharing the same with the 

academic community as well as for your constructive feed back on the relevance of 

the articles, depth of analysis and scope for further improvement in the forthcoming 

editions.  

 

 

 

EDITORIAL BOARD 

Intellectual Property Law Review 

 

 

 



3 
Editorial 

 
CIPRA 

  

Fore-Engineering: An Innovative Method of Systematic Technology 

Foresight using Patent Information 
Yashawant Dev Panwar 1,Neeraj Saxena2 , Bishal Dey Sarkar3 

 

Abstract 

 

 The world around us tells us that known (or existing) solutions that could be either 

a product or a process can also find new applications. In other words, they can be 

solutions to new problems. In this study TRIZ methodology is being used to 

conceive future products with multi step analysis of technical information retrieved 

from patent documents. The concept of fore-engineering and the steps involved 

have been evolved and elaborated. The whole concept of fore-engineering is 

implemented taking problems and solutions relating to telecommunication 

technologies. Finally based on the method few future products are proposed.  

 

Keywords :  Fore-engineering, Foresight, TRIZ 

 

Introduction 

In the course of its evolution, foresight has been defined by different 

practitioners and scholars based on the knowledge and experience acquired. 

Foresight is the process involved in systematically attempting to look into the 

longer-term future of science, technology, the economy, the environment, and 

society with the aim of identifying the emerging generic technologies and the 

underpinning areas of strategic research likely to yield the greatest economic and 

social benefits. There are six important aspects to this definition. First, foresight is 

 
1 Technology Information, Forecasting and Assessment Council, New Delhi 

INDIA,yashawantdev@gmail.com 
2 Technology Information, Forecasting and Assessment Council, New Delhi  INDIA, 

nrjsaxena@gmail.com 
3 Amity School of Engineering and Technology Amity University Uttar Pradesh Noida, INDIA 

bishaldeysarkar6891@gmail.com 
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not a technique (or even a set of techniques) but a process that, if well designed, 

brings together key participants from different stakeholder groups (the scientific 

community, government, industry, NGOs and other public interest or consumer 

groups) to discuss what sort of world they would like to create in coming decades. 

Secondly, the attempts to look into the future must be systematic to come under the 

heading of ‘foresight’. Thirdly, those attempts must be concerned with the longer-

term - by which it is meat a typical horizon of ten or more years (and generally in 

the range between five and 30 years). Fourthly, successful foresight involves 

balancing science or technology ‘push’ with market ‘pull’ - in other words, 

identifying likely demands relating to the economy and society as well as potential 

scientific and technological opportunities. Fifthly, the focus is on the prompt 

identification of emerging generic technologies- in other words, technologies that 

are still at a pre-competitive stage in their development and where there is 

consequently a legitimate case for government funding. Lastly, attention must be 

given to the likely social benefits (or adverse consequences) of new technologies 

(including the impact on the environment) and not just their impact on industry and 

the economy4. 

Background 

Technology Foresight and Innovation Process: Technology Foresight (TF) and 

innovation have links with each other. Innovation is the introduction of new ideas, 

goods, services, and practices that are intended to be useful. Martin and Irvine 

(1989) have found several analogies between foresight and innovation processes, 

they are also strongly interconnected. Figure 1 shows that Innovation process 

includes four major steps technology foresight, theory research, application 

development and commercialization. 

 

First technology foresight is being used on a selected domain after that theory 

research is carried out to determine whether it can be applicable or not, if it is then 

 
4 Martin, Ben. Technology foresight in a rapidly globalizing economy. na, 2001. 
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it moves on to next step which is application development. Application 

development is the process in which programming, testing, creating interface is 

being carried out. After the completion of application development, 

commercialization is carried out. Commercialization is the process in which a 

production method or new product is introduced or made available in the market. 

 

TRIZ stands for “Theory of Inventive Problem Solving,” it was developed by 

G.S Altshuller and his colleagues during 1946 and 1985. It is a problem-solving 

approach which is supported by logic and knowledge, not intuition, and it also 

accelerates the efficiency of project teams to resolve these issues creatively. It also 

provides certainty, responsibility and repeatability owing to its structure and 

recursive approach. Basically, TRIZ is involves study of patents of different types 

of issues and solutions. It is a method, set of tools, a way of thinking and a 

philosophy. Figure 2 shows the hierarchical view of TRIZ 56. 

 

 
FIGURE 2: Shows the hierarchical view of TRIZ 

At its top level of hierarchy, TRIZ appears as a systematic study which initially 

concentrate on patents and then extends in the field of science, arts, social science, 

 
5 Jin-gang, Jiang, et al. "Application of TRIZ theory in problem based learning." Computer Science & 

Education (ICCSE), 2015 10th International Conference on. IEEE, 2015. 
6 Lim, Chaeguk, Inchae Park, and Byungun Yoon. "Technology development tools in biomimetics 

utilizing TRIZ: Biomimetic-TRIZ matrix." Management of Engineering and Technology (PICMET), 

2015 Portland International Conference on. IEEE, 2015 

Edition 1    Fore-Engineering: An Innovative Method of Systematic Technology Foresight using Patent 
Information 
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business, and politics. From this study 5 key philosophical elements are emerge, 

Ideality, Resources, Space/Time, Functionality and Contradiction7. At bottom level 

there are various types of tools and methods which are used by newcomer to gain 

ability and confidence. TRIZ consists with its 40 principles depending upon those 

principles it can solve any problem. 

Methodology 

The concept of fore-engineering takes one beyond the capabilities of TRIZ as an 

independent foresight technique, for visioning future products/ processes 

systematically8. Figure 3 gives an overview of the Fore-engineering concept, 

explained through quadrants crossing problems in X-axis and solutions in Y-axis, on 

horizontal axis where negative side of axis is for Known Problem (KP) and positive 

side is for Future Problem (FP)9.  

 

FIGURE 3: Concept of Fore-engineering 

 
7 Azlan, Amirah Dayana, Baharuddin Ariz, and Khairiyah Mohd Yusof. "Perceptions on TRIZ by 

Current TRIZ Experts in the Industry: A review in Malaysia." Teaching and Learning in Computing 

and Engineering (LaTiCE), 2014 International Conference on. IEEE, 2014. 
8 Sengupta, Sowmini, Jisun Kim, and Seong Dae Kim. "Applying TRIZ and bass model to forecast 

fitness tracking devices technology." Management of Engineering and Technology (PICMET), 2015 

Portland International Conference on. IEEE, 2015 
9 Dr Neeraj  Saxena, Yashwant Dev Panwar, TIFAC, New Delhi 
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 Solutions are taken vertically, and negative side of the axis is for Known Solution 

(KS) and positive side is for Future Solutions (FS).  Numbering of quadrant is done 

in anti-clockwise direction. Q3 is the set of data on known problems and known 

solutions.  The concept requires finding alternative applications (future problem) of 

existing technologies (known solution) and this can be seen represented as quadrant 

Q2. The quadrant Q4 represents new technology solutions (future solutions) to the 

existing problems (known problem) and TRIZ is typically used for finding new 

technology solutions. Finally, the Fore-engineered product/ process- corresponds 

with Q1, as a future solution of a future problem. 

Fore-engineering in any technology domain would essentially be realized through a 

four stepped process as described below: 

 

1st Step: - Involves collection of patent information and mapping it in the format of 

family of problem and solutions. 

2nd Step: - To identify future problems depending upon solutions of the problem in 

Q1 and fill Q2.  

3rd Step: - This is followed by use of TRIZ on data in Q3 to isolate future solutions 

for known problems and fill Q4. 

4th Step: - The final step, information obtained in second and third steps is 

synthesised after due examination for rational combinations- together 

with additional intuitive inputs- to fore-engineer a product and/or 

process and/or a consortia of processes- of the future. 

 

Dataset And Experimental Setup 

Dataset Creation Using Patent Information :A dataset is created starting with of 

10 problems related to telecommunication domain as discussed in previous 

section. After selecting the problems, a patent search is carried out to find the 

solutions for respective problems. For each problem, 10 solutions are taken into 

the dataset, thus 10 problems being considered, the dataset contains 100 patents.  

Edition 1    Fore-Engineering: An Innovative Method of Systematic Technology Foresight using Patent 

Information 



8 
Editorial 

 
CIPRA 

 

 
FIGURE 4 Structure of the dataset 

This corresponds Quadrant Q3 consist of known problem (KP) and known 

solution (KS) giving the known as State of Art. Concept that is described is 

applied on the dataset. Fig 4 describes how problems and solutions are related to 

each other and  

In quadrant Q3 dataset consists of 6 columns viz. SL No., Patent No., Country 

Code, Title, Claim 1 and Abstract. Table 1 consists of first 10 patents from dataset. 

The dataset generated comprising of known problem (KP) and known solution (KS) 

is represented as:               

             
 [𝐾𝑃1]                        [𝐾𝑆11, 𝐾𝑆12, … … … … 𝐾𝑆110] 
                        
 [𝐾𝑃2]                        [𝐾𝑆21, 𝐾𝑆22, … … … … 𝐾𝑆210] 
     :                                 :         :                         : 
 [𝐾𝑃10]                        [𝐾𝑆101, 𝐾𝑆102, … … … … 𝐾𝑆𝑌1010]  

Identifying future problems (FP) for known solutions (KS): quadrant Q2 consists 

of future problems (FP) and known solutions (KS). Here future problems (FP) of 

the known solutions (KS) are determined. Figure 6 show the screenshot, after 

future problems (FP) are determined. Dataset consists of one additional column 

which is problems identified for this study, based on domain knowledge, 

intuitions. Future Problems are denoted with FPz, where Z varies from 1 to 10 

IPLR I 2022                                          INTELLECTUAL PROPERTY LAW REVIEW 
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represented as: 

 
         [𝐾𝑃1, 𝐾𝑆11]              [𝐹𝑃1]            
        [𝐾𝑃2, 𝐾𝑆22]              [𝐹𝑃2]    

        :        :                       :                                     [𝐾𝑃10, 𝐾𝑆10,10]             

[𝐹𝑃10]        
 

 
FIGURE 6: Screenshot after problems are determined 

 

Finding future solutions (FS) to known problem (KP): In quadrant Q4, TRIZ 

methodology is being used to find future solutions (FS) for known problems 

(KP), and this is one of the important parts of fore-engineering process. TRIZ is a 

problem-solving approach which is supported by logic and knowledge, not 

intuition, and it also accelerates the efficiency of project teams to resolve these 

issues creatively. It also provides certainty, responsibility and repeatability thanks 

to its structure and recursive approach. By reading and understanding the patents, 

TRIZ principles are anticipated, and possible principles are listed down for each 

patent. 

With the help of possible TRIZ principles that may be applied, one can determine 

the future solutions (FS) and Alternative applications and at the end of the Fore-

Engineering process a future technology or a future product can be determined. 

Known problems (KP) are denoted with KPx and future solutions (FS) are denoted 

with FSw, where x and w are variables. Dataset consists of 8 columns VIZ. SL 

Edition 1    Fore-Engineering: An Innovative Method of Systematic Technology Foresight using Patent 

Information 
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No, Patent No., Country Code, Tittle, Claim 1, Abstract, TRIZ, Possible TRIZ 

and future solution (FS). 

 

 
   

Fore-Engineered Product/ Process: Quadrant Q1, emerges from the output of Q2 

and Q4 which represents future problems (FP) and future solution (FS) 

respectively. It shows the output of Q2 and Q4 quadrant are put together in Q1 

quadrant so that a Future product or a Future technology can be determined. 

Table 2 consists of 6 fields namely title, patent no., abstract’s summary, 

anticipated TRIZ, possible TRIZ, future problem (FP) and future solution (FS). 

‘TRIZ’ deals with the TRIZ principle that is being mentioned in chosen patent 

whereas ‘Possible TRIZ’ gives the alternative solution to the corresponding 

patent with the help of TRIZ concept only.’ Problem,’ gives a short insight on the 

problems that can be encountered meanwhile and lastly, problem of the existing 

solution along with the alternative. Similarly, each known solution (KS) has its 

own table.  

 

Result And Analysis 

 

There are 10 problems and 10 solutions, depending upon the similarities and 

feasibleness two products are mapped. 

 Figure 8 shows the mapping, 
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FIGURE 8: Mapping the New Products 

 

It is not necessary that the product obtained should include all the future solutions 

(FS) and future problems (FP). As suggested in Figure 8 products emerge out of 

different future solutions (FS) and future problems (FP). Outputs of future solutions 

(FP) and future problems (FP) may be common for a product. For example, FS2 is 

used for Future Product1 and for Future Product 2 as depicted in the figure. 

  

The basis on which the Future Product 1 is designed are patent no. 914403210, 

923129811, 912398612, 931879913 and 8620254514. For designing such product 

 
10 Won, Youn Su, Byung Hwa Park, and Seong Beom Hong. "Controlling the radiation pattern of a 

mobile terminal according to a posture of the mobile terminal." U.S. Patent No. 9,144,032. 22 Sep. 

2015.Won, Youn Su, Byung Hwa Park, and Seong Beom Hong. "Controlling the radiation pattern of a 

mobile terminal according to a posture of the mobile terminal." U.S. Patent No. 9,144,032. 22 Sep. 

2015 
11 Joon-Ho Byun et. al “Antenna device of mobile communication terminal” US 9.231,298 B2” 5 Jan  

2016. 
12 Jeffrey Shamblin, Sebastian Rowson, Laurent Desclos “Antenna system for interference 

suppression” Patent number 9123986 1 Sep 2015 
13 Seppo Olavi Rousu, Marko Autti; “Wireless communication apparatus and method for controlling 

antenna radiation patterns based on fading conditions” Patent number 9318799, 19 Apr 2016. 

Edition 1    Fore-Engineering: An Innovative Method of Systematic Technology Foresight using Patent 

Information 
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certain characteristics are implied on it such as the substrates required for design 

the antenna are chosen on with regards to the environment, Artificial Neural 

Network is used for the purpose of data storage and continuous prediction of 

auxiliary data. To increase the gain of the antenna the arrays are divided into sub-

arrays and for its effective operation multiple switches are used. The designed 

product encounters some of the future problems such as noise and interference, less 

gain and problems related to auxiliary data.  

 
The basis on which the Future Product 2 is designed are patent no 2013015765415 

and 810684916. The future product contains certain characteristics such as the 

substrates required for design the product are chosen on with regards to the 

environment, composite materials can be used for to make the object thin and 

flexible and it can be used in accessories like  sunglasses, earbud, hats etc. The 

designed product prevents human body from radiation. 

 
In order to actually design this future products lab experimentation would be 

required to test the workability, during the experiment details of proposed substrate, 

composite material etc. along with possible method of use could be studies in 

referred products. Proposed methodology gives systematic approach to conceive 

future products and suggest possible technological interventions required to create 

future products, however more clarity of product’s needs thorough reading of cited 

patents and subsequent experimentation in line with proposed methodology.  

 

 

 

 

 
14 Chung, Chang Gwon, et al. "Mobile device having at least two antennas and operation control 

method thereof." U.S. Patent No. 8,620,245. 31 Dec. 2013. 
15 Gaine, Dorothy. "Cell phone container with radiation shielding." U.S. Patent No. 20,130,157,654. 

20 Jun. 2013. 
16 Reavis, Kathryn, Ralph Suddath, and Don Vance. "Planar Antenna Array and Article of 

Manufacture Using Same." U.S. Patent Application No. 13/657,565 
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Exploring AI and Machine Learning Vis-À-Vis Fair Dealing/Use: Is It 

Really Fair? 
Himanshi Tiwari17 and Ranish Alia18 

Abstract 

The doctrine of fair use or fair dealing has been an essential exception in the realm 

of copyright law. The doctrine prevents an author from taking unjustifiable 

advantage of the users of a work. However, this doctrine has been misused by many 

users. Common law and civil law have different approaches to identify whether the 

use of a work is ‘fair.’ Civil law countries, like the US, use a four-factor test to 

determine fair use, among which the ‘transformative use’ of a work overshadows 

all other factors. In contrast, in common law countries like the UK, the doctrine of 

fair dealing relies on the ‘substantial part’ doctrine to determine fair dealing.  

The substantial part doctrine, which has its roots in Locke’s labor theory, restricts 

acts of copying to the “work as a whole or any substantial part of it”, whereas the 

test of transformative fair use takes into consideration whether a new expression or 

meaning has been added to the original work, and whether such use has added any 

value to the original work. This paper seeks to identify the questions which arise in 

the field of identification of fair use or fair dealing. This paper examines the fair 

use and fair dealing regimes in the US and UK, along with India’s position 

regarding the same. Further, this paper critically examines both these tests and 

how they fail to solve the problems associated with original works created by AI. 

Additionally, the authors attempt to identify a new mechanism to deal with this 

issue and postulate the possibility of exploring a whole new test for the same.  

Keywords: Fair Use, Fair Dealing, Transformative Fair Use, Substantial Part 

Doctrine.  

“While I shall think myself bound to secure every man in the enjoyment of his  

 
17 LLM (Specialization in Intellectual Property Rights Law), Hidayatullah National Law University, 

Raipur. E-mail: himanshi.21538@hnlu.ac.in 
18 LLM (Specialization in Intellectual Property and Business Law), National Law Institute University, 

Bhopal. E-mail: ranishalia.pg@nliu.ac.in 

*The authors would like to thank Ms. Garima Panwar, Assistant Professor (Law), Hidayatullah 

National Law University, Raipur for her constant encouragement, guidance, and review during the 

process of completion of this paper.  
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copyright, one must not put manacles on science.” 

─ Lord Ellenborough19 

 

Laying The Ground For “Fair Use” And “Fair Dealing” 
 

The doctrines of “fair use” and “fair dealing” have been important assets in 

copyright law. The theory of fair dealing is articulated in a restrictive manner, 

through an enumerated set of exceptions, which leaves minimal space for judicial 

interpretation in most common law countries. Fair use, on the other hand, is more 

of an open-ended legal doctrine. The origin of these doctrines can be traced back to 

Locke’s labour theory, as it provides that “a person deserves the fruits of his 

labour”.20 This implies that a work is owned by the individual who has created the 

work, which is the result of his own labour and hence, has the right to exclude 

others from using his intellectual product. Locke’s theory, thus, does not leave 

room for such doctrines of fair use or fair dealing.  

 

However, this theory is not as stringent as its prima facie seems to be. In Locke’s 

second treatise,21 he highlights the relationship between the state of nature and civil 

society. He states that in the state of nature, although an individual has an exclusive 

right to his/her property, civil society, in the best interest of society, can consider 

some parts of an individual’s property to be used by others even without his/her 

consent.22 Although these doctrines limit the scope of copyright law, these 

limitations are majorly for the public interest, thereby affirming the Lockean 

theory.23   

 

 
19 Cary v. Kearsley, 170 Eng. Rep. 679 (1803). 
20 John Locke, Second Treatise of Government (Crawford B Macpherson ed., Hackett Publishing 

1980). 
21 John Locke, Second Treatise of Government (Peter Laslett ed., Cambridge University Press 1988). 
22 Id. at 89. 
23 Steven J. Horowitz, Rethinking Lockean Copyright and Fair Use, 10 (1) DEAKIN L. REV. 209 

(2005). 
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However, both these doctrines have their respective shortcomings, especially with 

the advance of AI, which has led to the development of non-expressive fair use. 

These doctrines no longer serve their historical purpose. For this very reason, 

reliance on these doctrines is not completely devoid of complexities in excusing the 

use of certain works. It is, therefore, the need of the hour to take a new approach to 

deal with such issues.  

 

This article has been divided into seven parts. Part I discusses the intersectionality 

of copyright law and artificial intelligence (‘AI’). Part II explores the insufficiency 

of existing fair use norms vis-à-vis AI. Part III highlights the obstacles in the use of 

fair dealing as an exception vis-à-vis AI. In furtherance of the same, Part IV hinges 

on the unrivalled nature of the transformativeness criterion vis-à-vis AI. Part V 

enumerates the challenges in the existing doctrines’ regime vis-à-vis AI and 

Machine Learning (‘ML’). In Part VI, the authors make an attempt to locate a mid-

way point and also provide detailed analysis of how Canada has adopted a liberal 

interpretation to accommodate AI developments within the ambit of fair use. Part 

VII highlights the concept of ‘permissive fair use’ and explains how such a system 

will be beneficial in the era of artificial intelligence. Lastly, Part VIII concludes the 

discussion, wherein the authors provide their standpoint regarding the possibility of 

exploring a new doctrine.  

 

1.The Intersectionality  of Copyright Law and Artificial Intelligence 

 

In today’s technology-driven world, more and more private copyright technologies 

are mushrooming, which opens up a gamut of opportunities not just for customers, 

but also for copyright owners. Consequently, with technology being directly linked 

with the economy, huge revenues are generated for innovators who bring forth such 

technologies to the market. These developments call for devising a theory or 

mechanism that can cover the loopholes which currently subsist in the copyright 
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law, keeping technological evolution in mind.24 

 

Copyright law is aimed at ensuring that new authors, innovators, and creators get 

appropriate opportunities to build upon the pre-existing pool of copyright protected 

works. This can be achieved by ensuring that the law is flexible enough to provide 

exceptions. These exceptions are meant to achieve a balance between providing 

incentives and rewards for individual production, as well as protecting intellectual 

creativity.  

 

With the advancement in technology vis-a vis copyright law, technology may give 

rise to the usage of copyrighted works such that they challenge the current laws and 

render them inadequate to deal with the copyright infringement of such works since 

a very high threshold must be met to establish infringement in such cases. Such 

works generally are the ones which provide scope for new technologies, such as AI 

and ML to develop. This is despite society’s concerns about the effect that these 

technologies will have on human expression and creativity, notwithstanding the fact 

that these technologies act as a conduit between the creator and the creative work 

produced using that technology.  

 

Artificial Intelligence and Machine Learning 

 

Traditionally, AI refers to “an artificial creation of human-like intelligence that can 

learn, reason, plan, perceive, or process natural language”.25 AI is further defined as 

“a system capable of rationally solving complex problems or taking appropriate 

actions to achieve its goals in whatever real-world circumstances it encounters.”26 

 
24 Fred von Lohmann, Fair Use as Innovation Policy, 23 Berk. Tech. L. J. 7 (2008). 
25 Internet Society, Artificial Intelligence and Machine Learning: Policy Paper (April 2017), 

https://www.internetsociety.org/resources/doc/2017/artificial-intelligence-and-machine-learning-

policy-paper/. 
26 National Science and Technology Council Committee on Technology, Preparing for the Future of 

Artificial Intelligence, US EXECUTIVE OFFICE OF THE PRESIDENT (Oct. 2016), 
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When a software aims to imitate certain intelligent behaviour within a specific 

domain, like language translation, image recognition etc., it is called  ‘Narrow 

AI’.27 Furthermore, AI is also identified as ‘General AI’28 and ‘Super Intelligent 

AI’,29 which are hypothetical and can perform tasks that are not restricted to merely 

one specific domain. 

 

Recent developments in AI are the result of better-quality Machine Learning, which 

can be defined as “the technology that allows systems to learn directly from 

examples, data, and experience”.30 Generally, the algorithms are programmed to 

perform a certain task, but this approach allows algorithms to learn from pre-

existing data instead of providing step-by-step instructions to perform a task. The 

basic process of ML “is to give training data to a learning algorithm.”31 These 

learning algorithms then generate a new set of rules deduced from the provided 

data. Image recognition systems, voice recognition systems, etc., are ML-driven 

systems that are present in our daily lives.32   

 

An example of this is ‘The Next Rembrandt’, a new artwork which was created by 

an AI which analyzed various works of the renowned Dutch artist Rembrandt van 

Rijn.33 Around the same time, an AI-generated short novel reached the second 

round of the national literary prize in Japan.34 Whilst creating such works, these AIs 

 
https://obamawhitehouse.archives.gov/sites/default/files/whitehouse_files/microsites/ostp/NSTC/prep

aring_for_the_future_of_ai.pdf. 
27 Id. at 7. 
28 Id. 
29 Id. at 8. 
30 Royal Society, Machine Learning: The Power and Promise of Computers that Learn by Example 

(April 2017), https://royalsociety.org/~/media/policy/projects/machine-learning/publications/machine-

learning-report.pdf. 
31 Internet Society Policy Paper, supra note 7 at 4.  
32 Royal Society, supra note 12, at 5. 
33 Mark Brown, ‘New Rembrandt’ to be unveiled in Amsterdam, THE GUARDIAN (April 5, 2016, 10:45 

PM), https://www.theguardian.com/artanddesign/2016/apr/05/new-rembrandt-to-be-unveiled-in-

amsterdam. 
34 Chloe Olewitz, A Japanese A.I. program just wrote a short novel, and it almost won a literary prize, 

DIGITALTRENDS (Jan. 10, 2022, 10:33 PM), https://www.digitaltrends.com/cool-tech/japanese-ai-

writes-novel-passes-first-round-nationanl-literary-prize/. 
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might have made unauthorized copies of copyrighted works in its memory storage 

as a derivative product. However, such usage has been accepted as non-infringing, 

as they do not claim to be an “expressive work” and do not fall under the traditional 

subject matter of the copyright.35  

 

1. Insufficiency of the existing ‘fair use’ Norm vis-à-vis AI 

 

Praises have been sung for the fair use doctrine in US copyright law by courts and 

legal scholars alike. The fair use doctrine, propounded sometime after copyright 

was given statutory recognition in the Statute of Anne of 170936 and conceived by 

Justice Story in 1841,37 recognized that not all kinds of use of protected or 

copyrighted works would be infringing. Justice Story’s stance was one of the most 

non-restrictive approaches to the doctrine of fair use and established firm precedent 

by holding that not all literal copying constitutes infringement.38 It is after this 

recognition that the courts recognized that authors’ rights would not be infringed in 

certain cases of unauthorized reproduction of copyrighted works.39  

 

With the codification of this doctrine in the Digital Millennium Copyright Act 

(‘DMCA’), the fair use doctrine was first adopted in the US through its 

incorporation in the Copyright Act of 1976, which provided that “the fair use of a 

copyrighted work……is not an infringement of copyright”.40  

 

The Four Statutory Factors 

 

Under this doctrine, judges conduct a case-to-case legal inquiry to ascertain 

whether or not the use of a copyrighted work is fair. This is done by applying a 

 
35 James Grimmelmann, Copyright for Literate Robots, 101 IOWA L. REV. 657, 665 (2015). 
36 Act for the Encouragement of Learning, I709, 8 Anne, ch. I9. 
37 Folsom v. Marsh, 9 F. Cas. 342, 348 (CC DMass 1841). 
38 L. Ray Patterson, Understanding Fair Use, 55 LAW AND CONTEMP. 249 (1992). 
39 William Patry, THE FAIR USE PRIVILEGE IN COPYRIGHT LAW 6-I7 (I985). 
40 17 Copyright Act, U.S. Code § 107.   
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“four-factor balancing” test, which evaluates:41 

a. the purpose of the use, 

b. the nature of the copyrighted work, 

c. the amount and substantiality of the portion used in relation to the 

copyrighted work as a whole, 

d. the effect of the use on the potential market or value of the copyrighted 

work.42 

 

However, this doctrine produces different results depending on the facts and 

circumstances of each case. Additionally, despite its consistent use by the courts, 

this doctrine has neither been explained nor has its contours been defined. As noted 

by Judge Pierre N. Leval, “curiously, judges generally have neither complained of 

the absence of guidance, nor made substantial efforts to fill the void.”43  

 

Emergence of Transformative Fair Use 

 

The most essential factor today is if use is ‘transformative.’ In 1990, Judge Pierre 

Leval articulated the authoritative notion of “transformativeness”. 

 

“The use must be productive and must employ the quoted matter in a 

different manner or for a different purpose from the original. If, on the 

other hand, the secondary use adds value to the original, this is the 

very type of activity that the fair use doctrine intends to protect for the 

enrichment of society.”44 

 

Four years later, Judge Leval’s transformativeness test was adopted by the US 

 
41 Id.; Campbell v. Acuff-Rose Inc., 510 US 569 (1994), 578. 

42 Id. at 579. 
43 Pierre N. Leval, Toward a Fair Use Standard, 103 HARV. L. REV. 1105, 1106 (1990). 
44 Id. at 1111. 
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Supreme Court. The standard of transformativeness has, however, gone through a 

long journey of originality and creativity. The US Supreme Court speaking through 

Justice Holmes in 1903 in Bleistein v. Donaldson Lithographic Company, a 

particularly important judgment, laid down a ‘minimalist approach’ to originality in 

copyright law.45 According to the majority opinion, any work created by a human 

author is presumptively granted copyright protection. It did not require a high 

standard of proof of “original intellectual conceptions.”46 Subsequently, however, 

in Feist Publications Inc. v. Rural Telegraph Services Company, a landmark 

judgment on originality delivered by the US Supreme Court, it was observed that 

the “mechanical or routine composition of a work is insufficiently original to 

qualify for protection.”47  

 

Obstacles in the use of ‘Fair Dealing’ as an exception vis-à-vis AI 

 

‘Fair dealing,’ similar to ‘fair use’, is a doctrine used in some jurisdictions, like the 

UK. It is distinct from the latter in the sense that the former is more restrictive in 

allowing for the reproduction of copyrighted works. The UK Copyright Act, 191148 

is the first statute to have laid down this test in black-letter law, followed by the 

British courts’ articulation of jurisprudence on the same. Currently, it has a limited 

number of exceptions and has been defined under the Copyright, Design and 

Patents Act, 1988 (‘CDPA’) to only include “private study, criticism, review, and 

news reporting.”49  

 

‘Fair dealing’ has often remained a moot point for many scholars, as in their 

opinion it offers no perception and contains too many obstacles that may weaken its 

 
45 Bleistein v. Donaldson Lithographing Co., 188 U.S. 239, 250 (1903). 
46 Burrow-Giles Lithographic Co. v. Sarony, 111 U.S. 53, 58 (1884). 
47 Feist Publications, Inc. v. Rural Telephone Service Co., 499 U.S. 340, 362 (1991). 
48 Copyright Act, 1911, Geo.6 5(1911) c.46.  
49 Copyright, Designs and Patent Act, 1988, § 29, 30. 

IPLR I 2022                                          INTELLECTUAL PROPERTY LAW REVIEW 

 

REVIEW 



21 
Editorial 

 
CIPRA 

operation.50 To the contrary, other scholars are of the viewpoint that it is up to the 

courts to adopt a liberal interpretative approach51 while applying this doctrine, since 

the doctrine is capable of being liberally construed.52   

 

Substantial Part Doctrine: A Determining Factor 

 

For any copyright infringement action, copying is considered to be the foremost 

requirement.53 However, no legal action is suggested in instances where copying is 

duly acknowledged, unless there is substantial similarity between the two works.54 

This is referred to as the ‘substantial part’ doctrine. The questions which arise in 

this regard concern the amount of similarity which can be termed as ‘substantial’ 

and how it can be determined.  

 

An adjudication of what amounts to ‘substantial’ under ‘substantial similarity’ 

varies based on the circumstance. ‘Substantial similarity’ lies somewhere between 

the extremes of zero similarity and literal similarity. Judge Learned Hand has said 

that “wherever it is drawn it will seem arbitrary”.55 A basic but rather dubious 

understanding which is still followed around the globe and has been perpetuated by 

courts and various legislations, is that the infringer must copy the particular 

expression of an idea and not merely the idea for the work to be qualify as 

substantially similar. The House of Lords has in various cases provided that 

substantial similarity can be measured either quantitatively or qualitatively. 

However, the qualitative approach has found greater favour.56 

 

 
50 C Craig, Fair Dealing, and the Purposes of Copyright Protection (August 2000) (LLM Thesis, on 

file with Queen’s University Kingston). 
51 L BENTLY AND B SHERMAN, INTELLECTUAL PROPERTY LAW 193 (2nd ed. 2004).   
52 Id.; Newspaper Licensing Agency v. Marks & Spencer Plc (1999) EMRL 369; Pro Sieben Media 

AG v. Carlton Television Ltd (1998) FSR 43 (CA).   
53 Conan Properties Inc. v. Mattel Inc. 712 F. Supp. 353, 362 (S.D.N.Y. 1989). 
54 Newton v. Diamond, 388 F. 3d 1189, 1193 (9th Cir. 2004).  
55 Nichols v. Universal Pictures Co., 45 F. 2d 119, 122 (2d Cir. 1930). 
56 Ladbroke (Football) Ltd. v. William Hill (Football) Ltd., (1964) 1 WLR. 273; Warwick Film 

Productions Limited v. Eisinger, (1967) 3 All ER 367. 
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However, in Designers Guild Limited v. Russell Williams (Textiles) Ltd.,57 Lord 

Hoffmann was of the view that ‘substantial part’ may imply a quantitative test, or at 

the very least, the ability to identify some discrete part that can be considered 

substantial on quantitative or qualitative grounds. Nonetheless, it is clear to the 

authorities that neither is the correct test.58 Since the law has failed to define the 

extent to which original copyrighted materials may be used to create new work, it 

has continued to generate a great deal of controversy over the years.  

 

Unrivalled Nature of ‘Transformativeness’ Criterion vis-à-vis AI 

 

In cases of copyright infringement, the basic question which arises is whether AI-

manipulated works will come under the ambit of fair use. The courts in the US try 

to find the ‘transformativeness’ in the new work to determine whether AI-generated 

work fall under the ambit of fair use. Transformative use conveys “something new 

and different from the original work or expands its utility.”59 However, this does 

not necessarily mean that any change made to the original work will make the use 

‘transformative’.  

 

In Campbell v. Acuff-Rose Music, Inc.,60 the US Supreme Court highlighted that “A 

taking from another author’s work for the purpose of making points that have no 

bearing on the original may well be fair use, but the taker would need to show a 

justification.”61 The courts, with respect to AI-generated work in Kelly v. Arriba 

Soft Corporation,62 Perfect 10 Inc. v. Amazon.com Inc.,63 A.V. ex rel. Vanderhye v. 

iParadigms LLC,64 and Authors Guild, Inc. v. HathiTrust,65 have found that the 

 
57 Designers Guild Limited v. Russell Williams (Textiles) Ltd., (2000) UKHL 58.  
58 Id.  
59 Authors Guild v. Google, 804 F.3d 202, 214 (2d Cir. 2015). 
60 Acuff-Rose Inc., 510 US at 575.  
61 Id.  
62 Kelly v. Arriba Soft Corporation, 336 F.3d 811, 819 (9th Cir. 2003). 
63 Perfect 10 Incorporation v. Amazon.com Incorporation, 508 F. 3d 1146, 1165 (9th Cir. 2007). 
64 A.V. ex rel. Vanderhye v.  iParadigms LLC, 562 F.3d 630, 639-40 (4th Cir. 2009). 
65 Authors Guild, Inc. v. HathiTrust, 755 F.3d 87, 95 (2d Cir. 2014). 
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creation of complete digital copies of copyrighted work forms a part of 

transformative use when the copies “served a different function from the 

original.”66 This principle was further reiterated by the US Supreme Court in the 

case of Authors Guild v. Google.67 The Supreme Court further highlighted how fair 

use comes into play in cases where copyrighted works are used for machine 

learning, thereby producing the new work.68  

 

The jurisprudence of such interplay has not developed yet and is still in its nascent 

stages. The authors believe that the fair use doctrine has evolved and matured 

through judicial reasoning in the past century and is still catching up with 

technological developments. However, on the other hand, UK fair dealing 

provisions are mere statutory exceptions, and the ‘substantial part’ doctrine has still 

not evolved in a manner that can answer questions on current AI and ML regimes 

around the globe. This doctrine still requires tremendous effort from the judiciary 

as well as legislature to make it relevant in the coming future. Otherwise, this 

doctrine will prove irrelevant in an era characterized by a vast amount of 

technology. Presently, the nature of transformative fair use is, by and large, 

unrivaled as opposed to the ‘substantial part’ doctrine, which has failed to keep 

pace with the ‘modern copyright regime’. 

 

Despite the supremacy of “transformativeness fair use,” the current legal 

framework can acquit AI even for the infringement of copyrighted works. The 

authors believe that there is still a need for the actual execution of this criterion in 

the right direction. Further, in cases of AI, there exists a thin line of difference 

between fair use and infringement. There is no general policy regarding the 

applicability of these legal frameworks to AI. A case-to-case approach is followed, 

which, while problematic, also aids in technological advancement. 

 
66 Id. at 97. 
67 HathiTrust, 755 F.3d at 217.  
68 Id. 
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Challenges in the existing Doctrines’ regime vis-à-vis Artificial Intelligence 

and Machine Learning 

 

Every copyrighted work serves as a creative building block. The resulting work can 

then be used as a springboard for even more creativity and new creative works.69 

Professor Vaver, in this regard, states that “user rights are not just loopholes. Both 

owner rights and user rights should therefore be given the fair and balanced reading 

that befits remedial legislation.”70 Subsequently, in CCH Canadian Ltd. v. Law 

Society of Upper Canada (‘CCH’),71 Chief Justice Beverly McLachlin of the 

Supreme Court wrote, “fair dealing exception, like other exceptions in the 

Copyright Act, is a user’s right”.72 

 

Justifying ML requires an analysis of transformational nature of use of the 

protected work, without delving into the nature or character of the subsequent 

work. ML poses two serious challenges within the fair use regime. First, it may be 

possible that advanced ML is “non-expressive,” thus failing the 

‘transformativeness’ test. Second, ML poses a threat to the market, thus falling foul 

of the fourth factor. 

 

a. Expressive Machine Learning and Fair Use Doctrine 

 

Various types of ML use “copyrighted input data” for purposes which can be 

considered as fair use, and hence qualify as non- infringing. An example of this is 

 
69 Pierre N. Leval, Toward a Fair Use Standard, 103 HARV. L. REV. 1105 (1990), 1109. 
70 David Vaver, COPYRIGHT LAW (Toronto: Irwin Law, 2000). 
71 CCH Canadian Ltd. v. Law Society of Upper Canada, (2004) 1 SCR 339.  
72 Id.  
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facial recognition technology.73 Such ML programs come under the ambit of non-

expressive fair use.74 “non-expressive” fair use has been explained as follows:  

 

“As computers have become more efficient at reproducing, storing, 

and analyzing vast amounts of copyrighted works, copyright law has 

distinguished this activity from human consumption and excused much 

of it as transformative fair use.”75  

 

Other applications of ML are non-expressive in nature, but actually infringe the 

original copyrighted work, thereby demonstrating the incapability of the current fair 

use doctrine to address the challenges posed by ML. This part specifies the 

outcomes of this doctrine in its current form and its effect on today’s 

technologically advanced society. 

 

I. Expressive Machine Learning as Infringement 

 

It is a matter of pressing concern that in case ML is not permitted under copyright 

law, it would lead to claims of infringement in various ways. For example, an 

author can claim infringement merely for the reason that the defendant reproduced 

the author’s work as input data without authorization. It would only lead to 

increased litigation and more economical restraints. 

 

The implications for complete rejection of fair use in cases of ML will be more 

adverse than contemplated. A single ruling against such use can cause hindrance to 

 
73 Benjamin L. W. Sobel, Artificial Intelligence’s Fair Use Crisis, 41 COLUM. J .L. & ARTS 45 (2017) 

at 67. 
74 Id. at 68. 
75 Grimmelmann, supra note 17, at 661. 
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the development of ML. One of ML’s essential uses is to simplify data, which 

otherwise would not be possible for humans to do.76   

 

The emergence of new technology is reliant on copyright laws, and it would be an 

embarrassment if the benefits of ML are stranded by copyright laws. Research 

efforts will also prove futile if expressive ML is considered an infringement. 

Empirical data shows that countries with broader exceptions to copyright protection 

perform better in academic research than countries with more restrictions.77  If ML 

technology is only trained using open access data, it would cause biases in ML, 

which can be destructive.78 Hence, it is not advisable to assert expressive ML as 

infringement under the fair use doctrine. 

  

Expressive Machine Learning as Non- Infringement 

 

The evolution of AI along with broad fair use exceptions will only digress the 

growth of humankind. The robotic readings can lead to the rise of super intelligent 

machines, which could easily outmaneuver and surpass its human managers.79 As is 

known, AI can be a source of furthering the economic divide, unless significant 

policy changes are made. The Obama administration’s report on Artificial 

Intelligence, Automation, and the Economy predicts that “income will shift capital 

away from labour as automata starts replacing human labourers.”80 Further, it 

proposes expanding the social safety net to assist people whose livelihoods will be 

interrupted or relinquished by AI.81  

 
76 Cara McGoogan, 19-Year-Old’s “Robot Lawyer” Overturns 160,000 Parking Tickets, THE 

TELEGRAPH (Nov. 29, 2021, 7:30 PM), https://perma.cc/9GLR-G37U; Hugh Son, JPMorgan Software 

Does in Seconds What Took Lawyers 360,000 Hours, THE INDEPENDENT (Nov. 29, 2021, 7:32 PM), 

https://perma.cc/8JX7-NY32.  
77 Sobel, supra note 55, at 81. 
78 Id. 
79 Grimmelmann, supra note 17, at 676-678.  
80 Executive Office of the President, Artificial Intelligence, Automation, And The Economy (Dec. 

2016),https://obamawhitehouse.archives.gov/sites/whitehouse.gov/files/documents/Artificial-

Intelligence-Automation-Economy.pdf. 
81 Id. at 36-37.  
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Furthermore, another significant question that arises in this scenario is the 

unreasonable distinction made between a digital scholar and an average reader, as 

the former may freely utilize protected works without compensating authors, 

whereas the latter is bound to pay for the use of copyrighted works.82 Finally, an 

eventual concern is that expressive fair use can accelerate the existential risk to 

humanity.83 

 

Fair Use, Machine Learning, and the Effect on the Market 

 

While determining fair use, the effect of use on the potential market is also looked 

at. Expressive ML not only “delineates the potential market” but also “poses a 

threat of market substitution.” Expressive ML takes the place of authors 

themselves, rather than simply replacing individual works. In the case of American 

Geophysical Union v. Texaco Incorporation,84 the Second Circuit held that “the 

photocopying of articles in a scientific journal by Texaco’s research scientists, to 

facilitate researchers’ access to the articles, was not a fair use.”85 In determining so, 

the Court found that Texaco had “adversely affected such market.”86 

 

Expressive ML is fueled by information provided through various IP licensing 

agreements. Usually, these are in the form of terms of service signed on various 

online platforms, where a user agrees to the terms and conditions and knowingly or 

unknowingly, takes part in providing information to Expressive ML. This is then 

used for commercial purposes by these platforms and inevitably falls under the 

ambit of fair use. Hence, if fair use continues to protect the companies that conduct 

such Expressive ML, it will sidestep the market and harm the individuals who own 

the rights over such works.  

 
82 Grimmelmann, supra note 17, at 675. 
83 Sobel, supra note 55, at 82.  
84 American Geophysical Union v. Texaco, 60 F.3d 913 (2d Cir. 1995). 
85 Id. at 929-30. 
86 Id. at 931. 
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Machine learning not only endangers the market but is also capable of replacing 

marginalized authors from the field in which they work. At present, there already 

exist various applications which can replace human authors completely, like IBM 

Watson Beats which uses AI to compose and adapt music.87  Hence, Expressive ML 

disrupts the balance of the fair use, as it can act as a proxy for the works for which 

it is trained, as well as the authors of those works.  

locating a mid-way point 
 

The previous parts have discussed how ML poses challenges to the existing fair use 

regime. This part provides for a middle path for interpreting the fair use doctrine 

inclusively to cope with technological advancements of the day. The case of 

Canada has been used as an example of a shift that has been adopted in copyright 

regimes with the advent of technology. For the determination of a middle path, it is 

pertinent to consider two factors:  

 

“Productive” or “Consumptive” Use Dichotomy in Machine Learning 

 

It has been observed that a distinction may be drawn between productive and 

consumptive uses of works in certain cases, as was done in Sony Corp. of America 

v. Universal City Studios by Justice Blackmun.88 According to him, productive uses 

“result in some added benefit to the public beyond that produced by the first 

author’s work.”89 A reference was also made to such productive uses by Justice 

Pierre Leval in 1990 when he highlighted that “the use must be productive and 

 
87 IBM Research Editorial Staff, Making “Cognitive Music” with IBM Watson, IBM RESEARCH BLOG 

(Jan. 10, 2022, 10:42 PM), https://www.ibm.com/blogs/research/2016/10/making-cognitive-music-

ibm-watson/. 
88 Sony Corporation of America v. Universal City Studios, 464 U.S. 417, 478–79 (Blackmun, J., 

dissenting). (1984). 
89 Id. 
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must employ the quoted matter in a different manner or for a different purpose from 

the original.”90  

In simple words, productive uses of copyrighted works are those which use 

somebody else’s work to create a new creative work of their own. On the other 

hand, a consumptive use, as the name suggests, simply allows consumers to 

consume the same content that was created by someone else. For instance, people 

recording TV shows at home for later viewing is a consumptive use of a 

copyrighted work. A consumptive use may alternatively be termed as a non-

productive use.  

 

Fisher rightly notes that Justice Blackmun’s dissent, in which he distinguishes 

between such productive and consumptive uses, is just as impactful as Justice 

Stevens’ majority opinion,91 since productivity, an important criterion today, is a 

key component of transformativeness. As a result, the destiny of Expressive ML’s 

fair use argument may be determined by whether a court views it as productive or 

consumptive. 

 

Copyright more than accrual of work: ‘Accumalationist and Pragmatist Aesthetics’ 

 

It has often been contended that copyright is not merely an accrual of works, but as 

Barton Beebe describes, a measure of ‘Pragmatic aesthetic progress’, which focuses 

on the present-day quality of ephemeral aesthetic experience, rather than the 

stockpiling of fixed, archival works.92 Further, Jessica Litman describes the 

progress of science as being more than merely “a giant warehouse filled with works 

of authorship.”93 

Permitted Fair Use: Reaching a Mid-way 

After considering the importance of these two factors, the authors believe that 

‘permitted fair use’ is a practical approach and can help attain the goal of copyright 

 
90 Pierre N. Leval, Toward a Fair Use Standard, 103 HARV. L. REV. 1111 (1990). 
91 William W. Fisher, Reconstructing the Fair Use Doctrine, 101 HARV. L. REV. 1672 (1988). 
92 Barton Beebe, Bleistein, the Problem of Aesthetic Progress, and the Making of American Copyright 

Law, 117 COLUM. LAW REV. 319, 329 (2017).  
93 Jessica Litman, Lawful Personal Use, 85 TEX. LAW REV. 1871, 1880 (2007).  
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law. It is the prerogative of the copyright regime to promote the progress of 

science. Permissive fair use for ML will not only encourage growth in the scientific 

field but will also promote a certain kind of artistic progress. It must not be ignored 

that copyright law will indeed progress with the growth of AI, as it will allow 

greater and better access to creative works, which is a serious limitation with 

human establishments. However, it must also be acknowledged that the stimulus 

provided to AI by copyright law will at the same time impede chances of 

incentivization to humans for the works they create.  

 

However, to counter this opinion, resort may again be had to the incentive theory, 

based on which courts have often defined copyright as a facilitator of creativity for 

public consumption.94 In the end, if the ultimate aim is to facilitate the access of 

work to the public, the question of who created the work should not matter. To 

substantiate this idea, the following section will examine Canadian jurisprudence to 

determine its readiness towards permitting data mining as a part of ML as a legal 

use of protected works. 

Shift in Canadian jurisprudence from a narrow fair dealing exception to a liberal 

interpretation in times of AI 

 

The Canadian courts’ approach must be taken as a noteworthy illustration of a 

jurisdiction that has adopted a transformative and liberal interpretation of the same 

copyright provision in the wake of recent technological developments. Earlier, 

these courts interpreted Section 29 of their copyright law narrowly, and in most 

instances dismissed requests to expand its scope and applicability on the ground 

that it was not within the legislature’s design.95  

 
94 Fox Film Corporation v. Doyal, 286 U.S. 123, 127–28 (1932).  
95 Giuseppina D’ Agostino, Healing Fair Dealing - A Comparative Copyright Analysis of Canada’s 

Fair Dealing to U.K. Fair Dealing and US Fair Use, 53 MC. GILL L.J. 309 (2008). 
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It was only in 1995 that the Ontario Court of Justice took a liberal approach while 

interpreting the same provision, and held that “the evaluation of fair dealing is a 

purposive rather than a mechanical test.”96 CCH further expanded the standard of 

fair dealing in a manner similar to that of the fair use doctrine of the United States97 

and placed a burden on the courts to balance the rights of the authors of the work 

against the public interest.98  

 

Therefore, we note that the trend in other jurisdictions has been to encourage the 

promotion of AI-generated works. Such trend has also been observed in other 

jurisdictions such as the UK, Japan and various countries in the EU which promote 

a permissible culture of use for creative AI. 

 

Fair Dealing or Circuitous Fair Use in India: Permissive Approach 

 

The Indian Copyright law currently has no specific exceptions with respect to AI-

manipulated works. Section 52(1) of the Copyright Act, 195799 provides for fair 

dealing provisions under the section and gives the statutory rights to acts which are 

permitted. This approach is quite similar to that of UK’s fair dealing exception. 

However, under the Indian Copyright Act, a variety of exemptions are similar to the 

DMCA of the USA. The two things that set it apart from the DMCA are its limited 

number of exceptions and the lack of rules for determining the scope of fairness of 

use. Despite the Copyright Act’s restrictive nature, Indian courts have applied it in 

a more permissive manner.  

 

In a sense, it would not be wrong to say that India has two different approaches in 

cases of permitted acts: First, it provides for a statutory exception by following the 

 
96 Allen v. Toronto Star Newspapers Ltd., (1995) 26 O.R. (3d) 308, 129 D.L.R. 171 (4th) (Ct. J. (Gen. 

Div.)). 
97 Id. at 53 (Linden, J.). 
98 Parveen Esmail, CCH Canadian Ltd. v. Law Society of Upper Canada: Case Comment on a 

Landmark Copyright Case, 10 APPEAL 13, (2005). 
99 Copyright Act, 1957, § 52 (1). 
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UK’s fair dealing provisions; and secondly, courts have adopted a liberal approach 

to dealing with copyright infringement cases, so as to incorporate existing 

jurisprudence in the Indian copyright regime.  

Transformative Use in India: Protecting creative transformation 

 

In Chancellors v. Narendra Publishing House,100 the Delhi High Court expanded 

the contours of the fair dealing exception for the first time by making reference to 

several US and Canadian cases. The court also cited Judge Pierre Leval of the 

United States Court of Appeals to state that “transformative works lie at the heart of 

the fair use doctrine’s guarantee of breathing space within the confines of 

copyright.”  

 

Subsequently, in Syndicate of the Press of the University of Cambridge v. B.D. 

Bhandari,101 the Delhi High Court resorted to a more consolidated approach 

following the rationale of the US Court of Appeals in Perfect 10 v. Amazon.com102 

and that of the Canadian Supreme Court in CCH,103 to permit verbatim copying of 

the appellant’s literary work. The court held that usage of protected works for a 

different purpose altogether trumps the question of the amount copied and the 

presence of commercial intent. Therefore, it is safe to conclude that the analysis of 

the Supreme Court of Canada in CCH has been the trigger that has inspired 

deviation from strict statutory analysis of fair dealing in India. Thus, the trend in 

different jurisdictions seems to indicate that reproduction of protected works to 

enable an AI to analyze and imbibe information from them is permissible.  

 

 

 
100 Chancellors, Masters, and Scholars of Oxford University v. Narendra Publishing House, (2008) 

106 D.R.J. 482. 
101 Syndicate of the Press of the University of Cambridge v. B.D. Bhandari, (2011) 185 D.L.T. 346 

(DB). 
102 Amazon.com Incorporation, 508 F. 3d.  
103 Law Society of Upper Canada, (2004) 1 SCR 339. 
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Conclusion - Will Doctrinal Innovations Help? 

 

If an unfavorable, obnoxious approach is taken by the courts and legislature on fair 

use vis-à-vis cutting-edge ML, it would be detrimental to the developmental 

approach that needs to be adopted by society. This would, in turn, force technology 

innovators to look for other jurisdictions that would recognize their technology with 

fewer copyright restrictions.  

 

However, a ruling of fair use for Expressive ML is not a particularly enticing 

option. Taken together, the existing interpretation of the fair use doctrine makes it 

impossible to fairly resolve some issues utilizing Expressive ML. A broad fair use 

argument for ML would help advance technology. However, at the same time, it 

would deny “contributors to the store of knowledge a just reward for their 

labours.”104  

 

What lies ahead? 

 

Prima facie, since the current crisis in the interpretation of the doctrines of fair use 

and fair dealing is the result of a lack of clarity on the contours of these doctrines, 

devising a new doctrine may not be feasible and productive as it may again have 

undefined contours, leading to various interpretations and conflicts in 

jurisprudence. It might, therefore, turn out to be counter-productive and will fail to 

address the issue at hand.  

 

On the other hand, however, judges can apply their creativity and come up with 

innovative ways to enforce a compromise between the two contending parties. It is 

a fact that no development in science or technology or law can take place ex nihilo. 

 
104 Harper & Row Publishers v. Nation Enterprises, 471 U.S. 539, 546 (1985). 
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This means that even the most innovative and original authors are also inspired and 

impacted by the work of others. This influence may be difficult to define but has 

indeed been addressed and accommodated by expanding law. There has been an 

allocation of proceeds from the use of works to copyright holders with competing 

interests over the work, in proportion to their contributions to the work.  

 

In this paper, the authors attempted to devise a whole new doctrine so as to 

substitute the existing regime. However, after a detailed assessment of the 

advancements in technology and law, the most viable conclusion the authors can 

arrive at is a ‘modest compromise.’ The authors believe that there are still chances 

of advancement of AI. Since AI has not reached its zenith, we are yet to know the 

limitations of AI. In this context, the existing copyright regime is refined enough to 

deal with the current AI situation. However, there might be a need for an 

exceptional approach to deal with the same. The authors are convinced that the 

approach taken by the Canadian courts and the Indian courts is well placed to deal 

with the issue. Thus, rather than propounding a whole new scheme and creating 

complexities in the existing system, it is better to simplify existing approaches to 

reach a proper conclusion. 

 

The rise of AI is a reality we cannot escape, and without knowing what the pinnacle 

of continually developing AI technology is, in the interim, the judiciary can choose 

to compensate contending parties in individual cases by ensuring that they respect 

the rights of Expressive ML technology creators. It is well settled that the entire 

purpose of copyright law is to protect any overlap between the rights of two people 

and to reward them for their creation. The recommended arrangement may not look 

like a courageous leap, but it is indeed a productive trade-off for the meanwhile.  
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Section 30(1) of The Trademarks Act, 1999 And Comparative 

Advertisement 
Aditya Banerjee105 

Abstract 

The Registered trademarks enjoy certain statutory rights conferred upon them by 

virtue of Registration under section 23 of the Trade Marks Act, 1999. However, 

Section 30 places certain limits on the effect of Registered Trade Marks. It is to be 

noted that sections 28, 29 and 30 have to be read in conjunction with each other 

due to their co-relation. Section 30(1) allows for usage of a trademark for the 

purpose of identification provided it is being used with honest industrial practices 

without taking any unfair advantage. With an exception stated in Section 29(8) of 

the said Act, Comparative Advertisement clearly falls within the scope of Section 

30(1). 

The primary issue analysed by this paper is ‘Whether Truth is a Defence to 

Disparagement: in a comparative study between India and UK’. The paper looks at 

the issue from the backdrop of Constitutional perspective of Commercial Speech 

and the established jurisprudence governing Comparative Advertisement (Judicial 

position and statutory provisions in India). 

The position of English and Indian law differs upon acceptance of Truth as a 

justification of Disparagement of rival product in Comparative Advertisement – the 

Legal position in UK is concrete regarding the acceptance of the same whereas in 

India, the same has been acknowledged as obiter dicta in several judicial 

pronouncements. But the Courts have failed to decide upon it due to lack of any 

such Statutory Authority. The paper analyses such difference and the reasons 

 
105 5TH YEAR, BA LLB (HONS.) Jindal Global Law School Contact Details: 18jgls-

aditya.b@jgu.edu.in, 7261050881 
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behind the need for evolution of Indian Jurisprudence towards permitting Truthful 

Disparagement in Comparative Advertisement. 

Introduction 

Trade Mark serves a very important function in modern times, especially when 

trade cannot be carried in absence of a mark. The motive of Trade Mark laws is to 

protect the property in the mark and the goodwill of the business, the importance of 

which cannot be undermined in the wake of increasing cases of infringement and 

passing off in recent times.  

 

Registered Trade Marks do enjoy certain Rights by virtue of their registration. Such 

Rights are conferred under Sec. 28, 29 of The Trade Marks Act, 1999 (herein, “The 

Act”), but the rights are subject to certain Limitations as per s. 30 of the Act. Clause 

1 of Section 30 allows for the usage of a Trade mark for identification of 

goods/services given that such use is in accordance with ‘Honest Practices’ and are 

not such as to take ‘unfair advantage’. Clearly, Comparative Advertisement is an 

aspect falling under section 30(1). 

 

Comparative Advertisement refers to advertising of goods in comparison to a rival 

good and projecting one’s good to be better. Certain such advertisements are 

prohibited under section 29(8) of the Act. The legal position in India is that one is 

permitted to puff one’s own goods whilst not disparaging the rival good as 

disparagement of rival goods is actionable. There have been several judicial 

pronouncements pertaining to comparative advertisement. However, the position 

regarding Truthful Disparagement continues to remain a grey area in the Indian 

Legal system, which has been delved into in this paper. This paper delves into the 

aspect of truthful disparagement and expounds upon the scope and permissibility of 

truthful disparagement in the backdrop of comparative analysis with the English 

jurisprudence pertaining to truthful disparagement.  
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Comparative Advertising 

The concept of comparative advertising has proved to successfully attract consumer 

attention. Consumers find comparative advertising more informative and 

interesting, which is an important premise behind the rise and popularity of 

comparative advertisements.106 As per a study conducted by the University of 

Texas, it has been found that a comparative advertisement may have a relatively 

strong influence upon purchase intentions of consumers than a non-comparative 

advertisement.107 The Mac guy - PC guy Ads between 2006 to 2009; The Hindu - 

Times of India War of words; Audi - BMW Advertisement War; Pepsi - Cola 

advertisements are amongst the fieriest and most popular comparative 

advertisement wars. However, on the flipside, a brand may face adverse consumer 

responses and legal consequences for over-indulgence in comparative puffery or 

disparagement.  

 

Two important concepts of Comparative Advertising are: 

o Puffery – It refers to an exaggerated description of a good, untrue 

statements beyond the actual specifications of the good being advertised. 

The law in India allows for puffery in comparative advertisement and is 

inspired by the ‘puffery rule’ enforced in USA. In copying this rule, the 

difference between the standards of consumers in the two countries was not 

taken into consideration and in effect the French system of objectivity 

(objectively comparing relevant, decisive, verifiable, and representative 

features of goods) would have better suited India, keeping in mind large 

 
106 Mehmet Ismail Yagci, The effects of comparative advertising format on consumer responses: the 

moderating effects of brand image and attribute relevance (2000), LSU Historical Dissertations and 

Theses.    
107 Linda L. Golden, Consumer Reactions to Comparative Advertising, 3 Advances in Consumer 

Research 63, 66 (1976), https://www.acrwebsite.org/volumes/5825/volumes/v03/NA-03.   

Edition 1                      Section 30(1) of The Trademarks Act, 1999 And Comparative Advertisement 



38 
Editorial 

 
CIPRA 

number of consumer base in India accounting for agrarian/rural/uneducated 

sector.108  

o Product Disparagement – It refers to speaking negatively of something, to 

lower the repute of the product being spoken about. It is analogous to the 

torts of Malicious Falsehood, Slander, Libel. However, truthful 

disparagement has not been concretely recognized by the Indian statutes 

and Courts. In Pepsi Co. Inc. v Hindustan Coca Cola Ltd. and Anr., the 

following factors were laid down as being relevant for adjudicating issues 

of disparagement: The Intent of Commercial, Manner of the Commercial, 

Storyline of the commercial and the message sought to be conveyed by the 

commercial.109    

Statutory Provisions 

 

Sections 29(8) and 30(1) of the Trade Marks Act, 1999 contain provisions 

regarding Comparative Advertising. Further, the provision related to Comparative 

Advertising finds mention in Chapter IV of ASCI Self-Regulation Code. Rule 4.1 

makes comparative advertisement permissible, subject to certain provisos laid 

down as sub clauses to rule 4.1.110 

 

Section 29(8)111 provides 3 points wherein Comparative Advertisement would 

amount to Trade mark infringement. However, Section 30(1) carves out an 

exception to the rule, stating that the preceding section will not apply if the mark is 

used for identifying the proprietor’s goods. If such identification is in accordance 

with Honest practice, then it would not amount to unfair advantage.112 It is 

important to note that section 29(8) contains the conditions, which extend only in 

 
108 Rajat Mittal & Aishwarya Singh, Comparative Advertising: An eye for an eye making the 

consumers blind, 13 NLIU Bhopal IPR Journal 23 (2008). 
109 Pepsi Co. Inc. v Hindustan Coca Cola Ltd. and Anr., 2003 (27) PTC 305 (Del).  
110 The Code for Self-Regulation of Advertising content in India, 2006, Rule 4.1 (India).  
111 The Trade Marks Act, 1999, S. 29(8), No. 47, Acts of Parliament, 1999 (India). 
112 The Trade Marks Act, 1999, S. 30(1), No. 47, Acts of Parliament, 1999 (India). 
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case of infringement of Registered trademarks. 

 

Comparative Advertising falling under the ambit of Section 30(1) is a useful 

example to demonstrate that the proviso does not provide a defence to infringement 

generally and only applies in relation to such use of a trade mark as is permissible 

by the section.113 The kind of comparative advertisement permissible by the 

Trademarks Act, 1999 was clarified in Hindustan Unilever Ltd. v Reckitt Benckiser 

(India) Ltd., wherein it was held that “in a Comparative Advertisement, a trader is 

allowed to make comparison by highlighting the qualities of his goods and without 

commenting on the qualities of the rival goods.”114  

 

Section 30 comes into play only when the Defendant uses the plaintiff’s Trade 

mark as indicative of the plaintiff’s goods and not in case of passing off or 

disparagement of the rival goods. Further, it was held that “Generic disparagement 

of a rival product without specifically identifying or pin pointing the rival product 

is equally objectionable. No one can disparage a class or genre of a product within 

which a complaining plaintiff falls and raise a defence that the plaintiff has not 

been specifically identified.”115   

 

Section 30 of the Trade Marks Act, 1999 

 

Section 30116 of the Trade Marks Act, 1999 mentions certain exceptions, wherein 

the actions mentioned under this section would not amount to infringement of the 

Registered Trademark, as provided for by the preceding section. As per section 29 

of the Act, the following elements would constitute Infringement: the complaining 

trade mark being registered, the trade mark being used without permission by a 

non-registered proprietor, being used in the course of trade, the marks being 

 
113 VK AHUJA, IPR IN INDIA 327 (2nd ed. 2015).  
114 Hindustan Unilever Ltd. v Reckitt Benckiser (India) Ltd, 2014 SCC OnLine Cal 6094. 
115 Dabur India Limited v Colgate Palmolive India Ltd, 2004 (29) PTC 401. 
116 The Trade Marks Act, 1999, S. 30, No. 47, Acts of Parliament, 1999 (India).  
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identical or deceptively similar.117 

Section 30(1) of The Trade Marks Act, 1999 

 

The wordings and composition of Section 30(1) clearly make evident the increased 

ambit of the statute as compared to the erstwhile 1958 Act. The law is proposed to 

be amplified by explicitly stating that there will be no infringement, if the use of a 

mark is in accordance with honest practices in industrial/commercial matters and is 

not intended to take unfair advantage of or be detrimental to the distinctive 

character or repute of a trade mark.118 The addition of words ‘Honest practices’ in 

section 30(1) has expanded the scope of the Limitations conferred by the said 

section as opposed to the 1958 Act. It is noteworthy that the phrase ‘honest 

practices’ has not been defined anywhere in the Act.  

 

Honest Practices 

The term ‘Honest Practices’ in Section 30(1)119 has not been defined in the statute, 

which leaves open wide scope for its interpretation. The Courts have attempted to 

interpret it and construed objective mechanisms regarding its adjudication. “The 

test of honest use is an objective test which depends on whether the use is 

considered honest by members of a reasonable audience.”120 The test carved out in 

Radico Khaitan Ltd. v Carlsberg India Pvt Ltd121 is a two-fold test to objectively 

examine Honest Practices in the industrial or commercial matters: 

i.) Reasonable man having knowledge in the trade 

ii.) Practice prevalent in the respective industry  

 

 

 
117 The Trade Marks Act, 1999, S. 29, No. 47, Acts of Parliament, 1999 (India). 
118 Kc Kailasam & Ramu Vedaraman, Law of Trade Marks & Geographical Indications 512 

(2nd Ed. 2005). 
119 Supra note 7.  
120 Horlicks Ltd. & Anr. v Heinz India Private Limited, (2019) 256 DLT 468. 
121 Radico Khaitan Ltd. v Carlsberg India Pvt Ltd, 2011 SCC OnLine Del 5497. 
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Constitutional Perspective 

Whether an Advertisement falls under the scope of Article 19(1)(a) 

For the purposes of examining the applicability of Article 19(1)(a) of the 

Constitution of India, the following case would be analyzed: 

Tata Press Limited v Mahanagar Telephone Nigam Ltd.122 

The issue arising in the present case was whether Tata Pages is a telephone 

directory or is it a buyer’s guide/ trade directory. This issue paved way towards a 

larger Constitutional question as to “whether a simple ‘commercial advertisement’ 

comes within the sweep of ‘freedom of speech and expression’ guaranteed under 

Article 19(1)(a)123 of the Constitution of India.” 

 

It was contended by the respondents that a purely commercial advertisement is 

meant for furtherance of trade and the same would be outside the ambit of the 

aforementioned Article, - Reliance was placed upon Hamdard Dawakhana Lal 

Kuan, Delhi and Another v Union of India, wherein it was held that “An 

advertisement is a form of speech, but its true character is reflected by the object 

for the promotion of which it is employed. It assumes the attributes and elements of 

the activity under Article 19(1)(a), which it seeks to aid by bringing it to public 

notice. When it takes the form of a commercial advertisement which has an element 

of trade or commerce, it no longer falls within freedom of speech as the object is 

not propagation of ideas social, political or economic or furtherance of literature or 

human thought.”124  

 

In holding that advertisements do not fall under Article 19(1)(a), the court had 

primarily relied upon the United States Supreme Court case of Valentine v 

 
122 Tata Press Limited v Mahanagar Telephone Nigam Ltd., 1995 (5) SCC 139. 
123 The Constitution of India, 1950, Art. 19(1)(a), Acts of Parliament, 1950.  
124 Hamdard Dawakhana Lal Kuan, Delhi and Another v Union of India, SCR 1960 (2) 671.  
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Chrestensen125, which did not extend the protection of First Amendment Rights to 

Commercial Advertisements/Speech and stated that business of advertisements and 

commercial matters did not enjoy the protection of the First Amendment. But it was 

pointed out that the United States Courts have gradually moved away from the 

judgment of Valentina v Chrestenen (1942) and sheltered protection even to ‘purely 

commercial advertising’ under the ‘First Amendment’. The Valentina case had 

been overruled in 1976, in Virginia State Pharmacy Board case.126 

 

The difference between the Constitution of India and the First Amendment of the 

United States is that unlike the First Amendment, the Constitution of India itself 

lays down in Article 19(2) the restrictions which can be imposed on the right under 

Article 19(1)(a). A deceptive, unfair, misleading and untruthful ‘commercial 

speech’ would fall under the scope of Article 19(2) and such part would be subject 

to state regulation.  

 

Indian Express Newspapers (Bombay) Private Limited & Ors v Union of India & 

Ors127 was also discussed, wherein Hamdard Dawakhana case finds its application. 

The prime issue in the Hamdard Dawakhana case was about the right to advertise 

‘prohibited drugs’, to prevent self-medication and self-treatment. The view of the 

judges in the Indian Express case was that all commercial advertisements cannot be 

denied the protection of Right to Freedom of speech and expression under Article 

19(1)(a) of the Constitution of India merely because of the reason that they are 

issued by businessmen. 

 

The court further held that – the advertisements are not merely a source of profit to 

the producers but is a source of dissemination of free flow of information in free 

market economy, fulfilling the greater goal of public awareness. In light of the 

 
125 Valentine v Chrestensen, 316 US 52.   
126 Virginia State Pharmacy Board v Virginia Citizens Consumer Council, 425 US 748.   
127 Indian Express Newspapers (Bombay) Private Limited & Ors v Union of India & Ors, 1985(2) 

SCR 287.  

IPLR I 2022                                          INTELLECTUAL PROPERTY LAW REVIEW 

 

REVIEW 



43 
Editorial 

 
CIPRA 

references to above-mentioned case laws, the settled law was found to be that 

commercial speech finds protection under Article 19(1)(a). Therefore, the Supreme 

Court in the instant case held that – Commercial speech as being a part of the right 

to freedom of speech and expression is guaranteed under Article 19(1)(a) of the 

Constitution of India. 

 

However, in Reckitt & Colman of India v Kiwi TTK Limited, it was held that certain 

advertisements which are prohibited by way of legal authorities would not be 

considered as protected, since Article 19(2) allows for reasonable restrictions to be 

imposed upon the Right conferred by Article 19(1)(a). False, misleading, unfair or 

deceptive advertising is not protected under commercial speech, and such would be 

subject to regulation and prohibition under Article 19(2) of the Constitution.128 

 

Judicial Position 

The judicial position pertaining to comparative advertising is well settled in India. 

It has been incessantly mentioned in various judgments that puffing of one’s good 

is permissible but disparaging the rival good is not.129 Tradesmen can say his goods 

are best or better but by comparison the tradesmen cannot slander, defame the 

goods of the competitor or call it bad or inferior. The factors enumerated by courts 

for adjudicating upon issues of whether a certain act in an advertisement amounts to 

disparagement are:130  

i.) Intent of Commercial 

ii.) Manner of the Commercial 

iii.) Storyline of the commercial and the message sought to be conveyed by the 

commercial. 

 
128 Dabur India Ltd. v Colortek Meghalaya Pvt. Ltd and Godrej Sara-Lee, (2010) 44 PTC 254. 
129 Reckitt & Coleman of India Ltd v Kiwi TTK Ltd, (1996) 114 PLR 45, Dabur India Limited v 

Colgate Palmolive India Ltd., AIR 2005 Delhi 102. 
130 Supra note 4.  
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In Annamalayar Agencies v VVS & Sons Pvt. Ltd. & Others131, it was held that the 

following three elements would have to be established to prove Comparative 

Disparagement: 

i.) A false or misleading statement of fact made out about the product 

ii.) The statement is deceiving or has potential to deceive  

iii.) The deception is likely to influence consumer’s purchasing decisions.  

The five-point guidelines laid down in the Ramachandran132 case are as follows: 

i.) A tradesman is entitled to declare his goods to be best in the words, even 

though the declaration is untrue. 

ii.) He can also say that my goods are better than his competitors', even though 

such statement is untrue. 

iii.) For the purpose of saying that his goods are the best in the world, or his 

goods are better than his competitors' he can even compare the advantages 

of his goods over the goods of others. 

iv.) He, however, cannot while saying his goods are better than his 

competitors', say that his competitors' goods are bad. If he says so, he really 

slanders the goods of his competitors. In other words, he defames his 

competitors and their goods, which is not permissible. 

v.) If there is no defamation to the goods or to the manufacturer of such goods 

no action lies, but if there is such defamation an action lies and if an action 

lies for recovery of damages for defamation. 

These guidelines have been incessantly followed and reiterated in subsequent 

judgments. Upon perusal of the five-point guideline, there appears to be a certain 

clash i.e., a blur in differentiation between the afore-mentioned points 2, 3 and 4. 

As per the guidelines, a tradesman can praise his own goods upon a comparison 

with rival goods but cannot directly criticize or disparage the rival good. Although 

the legal position distinguishes between puffing one’s goods and disparaging the 

 
131 Annamalayar Agencies v VVS & Sons Pvt. Ltd. & Others, 2008 (38) PTC 37 (Mad). 
132 Reckitt & Colman v M.S. Ramachandran and Another (Calcutta H.C- Suit No. 31/96).  
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rival good, but in actuality there is a certain level of intertwin between the two 

aspects.  

 

This slightly fine line of difference between the afore-referred points leads a critical 

point – Wouldn’t merely praising one’s goods on a comparative basis implicitly put 

down the rival good? It does affect the rival good, which suffers from the vice of 

indirect disparagement. It amounts to implicit denigration of the rival product, if 

not explicit. Although, puffery by itself does not have a direct impact, but it 

indirectly affects i.e., downgrades the rival goods. The spirit of distinguishing the 

two aspects through the guidelines is to prevent the downgrading of the rival good. 

However, it appears that this objective of preventing the down-gradation of the 

rival good has not been substantially achieved. Also, the courts have not taken the 

opportunity to address this issue and the approach of courts to apply these 

principles has been subjective.  

 Another aspect that comes up is the admissibility of reports etc. in serving as back 

up towards justifying a truthful disparagement. Regarding this, the courts in the 

case of Dabur v Colgate Palmolive133 disregarded the presentation of such 

justifications by parties. Also, the courts have been leniently tilted towards granting 

injunction orders i.e., the bar of proof set is not very high. This issue further leads 

us to the question – Whether truth is a defence in cases of disparaging a rival good 

in comparative advertisement?  

 

Whether Truth is a Defence to disparagement: India v UK 

There exists a fine line of difference between Defamation and Disparagement. 

Defamation pertains to an untrue, published statement that causes harm to a 

person’s repute whereas Disparagement pertains to a person’s possessed 

property/business goods suffering disrepute. The elements of Commercial 

Disparagement are A published false statement, intent/reasonable belief that it is 

 
133 Supra note 10.  
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capable of causing loss, financial loss caused, Defendant having knowledge of the 

statement being false/untrue.134 The kinds of Malicious Falsehood include Slander 

and Libel. Slander includes oral statements whereas Libel includes written or 

published statements. In cases of defamation, truth is an absolute defence. But in 

cases pertaining to Commercial/Product Disparagement in Comparative 

Advertisement, the law differs territorially, and it continues to remain a grey area. 

 

The position existing in United Kingdom: 
The Trade Marks Act 1994 is the primary statute governing the law of Trade Marks 

in UK and Section 10 provides for Infringement of Trade Marks. Section 

10(4)(e)135 mentions that usage of the Trade Mark sign in comparative advertising 

would amount to trademark infringement if it were contrary to the Business 

Protection from Misleading Marketing Regulations 2008. The statutes governing 

Comparative Advertisement in UK are DIRECTIVE 2006/114/EC Of the European 

Parliament and of The Council of 12 December, 2006136 concerning misleading and 

comparative advertising and The Business Protection from Misleading Marketing 

Regulations, 2008. Among other rules and regulations, the law laid down pertaining 

to Denigration in both the statutes reads as ‘it does not discredit or denigrate the 

trademarks, trade names, other distinguishing marks, products, activities, or 

circumstances of a competitor’137. Further, there is no mention of permission 

regarding truthful denigration.  

 

The Courts have taken into consideration Truth as a justifiable factor in cases of 

Comparative Advertisements wherein the defendants had been alleged to have 

denigrated the plaintiffs’ products by means of a truth. The case laws have 

incessantly taken a stand holding truth to be a defence to product disparagement. In 

 
134 Smallbusiness.findlaw.com. 
135 The Trade Marks Act, 1994, S. 10(4)(e), Acts of Parliament, 1994 (UK).  
136 Directive 2006/114/EC of the European Parliament and of the Council, 2006 (UK).   
137 The Business Protection from Misleading Marketing Regulations, 2008, S. 4(f), No. 1276, Acts of 

Parliament, 2008.  
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Timothy White v Gustav Mellin138, the House of Lords mentioned that the following 

must be proved for a claim of Slander of goods: 

 

i.) Statement is Disparaging to the Plaintiff’s Goods 

ii.) It is false 

iii.) It has caused special damage to the plaintiff. 

In Bonnard v Perryman, it was held that “Until it is clear that an alleged libel is 

untrue, it is not clear that any right at all has been infringed; and the importance of 

leaving free speech unfettered is a strong reason in cases of libel for dealing most 

cautiously and warily with the granting of interim injunctions.”139 The judgment 

clarified the position regarding expression of right of free speech in truthful 

disparagement as not amounting to Libel. 

 

In Boehringer Ingelheim Ltd v Vetplus Ltd140, injunction was refused on the 

grounds of the Comparison/Statement not being untruthful. Upon scientific 

investigation of the plaintiff’s product by the defendant, the defendant found that 

the Claim of the plaintiffs regarding their products to be untrue. The test report was 

sought to be published in Comparative Advertising. Since the plaintiffs could not 

obtain injunctions on ground of malicious falsehood and libel as the proposed 

statement (test report) was not untrue, therefore the plaintiffs moved to the court for 

interim injunction on the ground of trademark infringement in Comparative 

Advertising. After the appeal was dismissed, the court held that unlike defamation, 

a simple rule for invoking prior restraint and adducing detailed justification of 

evidence in trade mark infringement and in the case of comparative advertising was 

inappropriate.  

 

The evolution of UK jurisprudence in matters regarding disparagement in 

 
138 Timothy White v Gustav Mellin, 1895 AC 154. 
139 Bonnard v Perryman, [1891] 4 WLUK 35. 
140 Boehringer Ingelheim Ltd v Vetplus Ltd, [2007] 6 WLUK 431. 
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Comparative Advertisement has followed the rules set in cases of Slander, Libel. 

The question – ‘Whether the defendant has a justification’ is considered while 

adjudicating disputes concerning injunction of comparative advertisements.      

 

The position existing in India:   

Nothing in the Statute (The Trade Marks Act, 1999) provides for any scope of 

truthful disparagement of a rival good in Comparative Advertisement. But, upon 

perusal of the scope of interpretation of Chapter IV of ‘The Code for Self-

Regulation of Advertising Content in India’ by ASCI141, there appears room for 

Truth as a defence in cases of Disparagement. The provisos contain scope for 

‘factual’ comparison, wherein factual backing may be used to justify truthful 

denigration. The word ‘unfairly denigrate’ also limits the scope as only extending 

up to such denigration which is unfair, not extending to fair denigration, which 

includes within its ambit scope of truth as a defence.  

Although, the courts have incessantly reiterated the basic law regarding 

Comparative Advertisement to be that - A tradesman is allowed to make puffery 

(may also be untrue up to a certain extent) pertaining to his goods, but in doing so 

is not allowed to disparage the rival goods. But the law regarding situations of 

truthful denigration of rival good in Comparative Advertising is not well-settled. As 

per the five principles laid down in the Ramachandran142 case, an absolute 

restriction is placed upon disparagement. Such position continues to remain a grey 

area in Indian jurisprudence. 

 

In Reckitt Benckiser (India) Limited v Naga Limited and Ors., the Judge opined “If 

a competitor makes the consumer aware of a mistaken impression, the Plaintiff 

cannot be heard to complain of such action. I find it difficult, nay impossible, to 

hold a party liable for libel when all that has been stated by the competitor is the 

truth. Truth is always a complete defence against any assault or challenge 

 
141 The Code for Self-Regulation of Advertising content in India, 2006, Chapter IV (India). 
142 Supra note 27.  
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regardless of whether any damage is sustained as a result of it.”143 The judge also, 

in a negative connotation, mentioned about absence of any such Government 

Authority.  

 

In Dabur India Limited v Colgate Palmolive India Limited144, the Court was 

presented with two issues: one being adjudication of truth as a defence for 

disparagement having regard to the reports presented by either side supporting their 

contentions. However, the Court primarily dealt with the Second issue therein 

pertaining to Generic Disparagement. Regarding the first issue, the Court discussed 

the position of English cases pertaining to Slander, Libel, Malicious Falsehood, but 

the Judgment was silent upon truth being a defence in Indian jurisdiction. Also, the 

Court disregarded the reports sought to be relied upon by the parties to prove the 

truthfulness of their respective claims. 

 

Upon Analysis, the lukewarm approach of the Indian Courts towards accepting 

Truth as a Defence to disparagement is evident. Although, not explicitly, but Indian 

Courts have signaled the justification of truth as a defence in Truthful 

disparagement. In such cases, courts have even discussed English cases at length 

and acknowledged the English position of law. Indian Courts have set up a high bar 

for justifying proof of truth. It can be safely deduced that the Indian Courts have 

not been able to adjudge upon the same issue due to absence of any Statutory 

Authority permitting the same.  

 

Analysis 

From a statutory standpoint, section 30(1) restricts dishonest practices and practices 

taking unfair advantage vis-à-vis comparative advertising.145 Clearly, comparative 

disparagement of the rival good would fall within the purview of taking unfair 

 
143 Reckitt Benckiser (India) Limited v Naga Limited and Ors., 2003 3 AD (Del) 641.  
144 Supra note 10. 
145 Supra note 7.  

Edition 1                  Section 30(1) of The Trademarks Act, 1999 And Comparative Advertisement 



50 
Editorial 

 
CIPRA 

advantage. However, truthful disadvantage would not qualify as being unfair. 

Rather it would mean - taking a fair advantage as there is no essence of falsity or 

unfairness associated with presenting facts which are true. Therefore, although, 

disparagement is not permissible under section 30(1), but truthful disparagement 

appears to be permissible as it meets the threshold required thereunder.   

 

At this juncture, it would not be out of context to make reference to unfair trade 

practice as defined under the Consumer Protection Act, 2019. Section 2(47) of the 

Consumer Protection Act defines unfair trade practice to mean “a trade practice, 

which, for the purpose of promoting the sale use or supply of any goods or for the 

provision of any service, adopts any unfair method or unfair or deceptive 

practice”146 and as per clause (i)(j) therein it includes, “making any statement, 

whether orally or in writing or by visible representation including by means of 

electronic record, which gives false or misleading facts disparaging the goods, 

services or trade of another person”147. It would also cover statements made in 

advertisements. Disparaging comparative advertisements would possibly come 

within the sweep of unfair trade practice as enumerated under section 2(47)(i)(j). 

However, truthful statements made during such course would be exempt from 

being classified as unfair trade practice since the provision explicitly prescribes the 

requirement of false or misleading.  

                                 

The Courts have incessantly opined and indicated truthful disparagement to be 

permitted while also expressed concern regarding absence of any statutory 

provision in support of such position. In Pepsi Co., Inc. v Hindustan Coca Cola 

Ltd, it was held that “While truthful disparagement is permissible, untruthful 

disparagement is not permissible,”148 which found mention in subsequent 

 
146 The Consumer Protection Act, 2019, S. 2(47), No. 35, Acts of Parliament, 2019.   
147 The Consumer Protection Act, 2019, S. 2(47)(i)(j), No. 35, Acts of Parliament, 2019.   
148 Supra note 4. 
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judgments of Hindustan Unilever Ltd. v Cavincare Private Limited149, Marico 

Limited v Adani Wilmar Ltd150 etc. 

 

From a constitutional law standpoint, it is essential to place reference upon the 

decision of the Apex court in the case of Tata Press151, wherein upon a 

consideration of the jurisprudential developments of India and nations abroad vis-à-

vis granting constitutional rights and consequential protection to commercial 

speech, the court held that the rights guaranteed under Article 19(1)(a) would be 

available in instances concerning commercial speeches. In LIC of India v Prof. 

Manu Bhai D. Shah & Cinemart Foundation, the Supreme Court had held freedom 

of speech as contained under Article 19(1)(a) to be a basic human right.152 The said 

decisions still hold good and continue to be referred and relied upon by the 

Supreme Court and High Courts.  

 

In light therein, Advertisements (esp. comparative advertisements) which constitute 

a part of commercial speech would qualify as being eligible for the rights conferred 

under Article 19(1)(a). However, the rights conferred under Article 19(1)(a) are 

subject to reasonable restrictions under Article 19(2). Article 19(2) provides for 

imposition of reasonable restriction on right to freedom of speech and expression 

inter alia on grounds of defamation. Also, it is important to note that there is 

nothing in Article 19(2) to potentially restrict truthful statements. In Reckitt & 

Colman of India v Kiwi TTK Limited, it was held that certain prohibited 

advertisements would fall as being reasonable restriction and outside of the purview 

of Article 19(1)(a). However, Truthful commercial speech does not meet the 

threshold of reasonable restriction under Article 19(2). Therefore, such speech 

would remain constitutionally protected under Article 19(1)(a) of the Constitution.   

 
149 Hindustan Unilever Ltd v Cavincare Private Limited, 2010 SCC OnLine Del 2652. 
150 Marico Limited v Adani Wilmar Ltd, 2013 SCC OnLine Del 1513. 
151 Supra note 17.  
152 Life Insurance Corporation of India v Prof. Manu Bhai D. Shah & Cinemart Foundation, AIR 1993 

SC 171.  
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Conclusion: 

In my considered opinion, the Indian position pertaining to the issue in hand should 

evolve into a concrete position, in line with the jurisprudential position in United 

Kingdom i.e., Truth shall be permitted to be a valid defence to disparagement of 

rival product in comparative advertisements. Although Indian Courts have 

acknowledged truth as a defence to disparagement, but not in entirety. Clearly, such 

defence would qualify to take shelter under “Right to Freedom of speech and 

expression” under Article 19(1)(a) of the Constitution of India, and also Article 

19(2) would not pose hindrance towards the same.  

 

Disparagement, being a type of Slander/Libel and principally similar to defamation, 

enough scope for truthful justification to disparagement shall subsist. In Ram 

Jethmalani v Subramaniam Swamy, the court took note of the fact that – In US, 

authoritative interpretations of the First Amendment rights have incessantly refused 

recognition to an exception for any test of truth. Expounding upon the defences 

available to an action for defamation, the court mentioned three such defences as 

being: Truth, fair comment and privilege and went on to add that “Truth, or 

justification, is a complete defense.”153 Subsequently, the said position has been 

followed in the case of Bata India Ltd. v AM Turaz154. Furthermore, in Procter & 

Gamble v Hindustan Unilever, the Delhi High Court had held disparagement of 

rival product in comparative advertisement to be a facet of the law of defamation155.    

It is also pertinent to mention that factual information in an advertisement is 

perceived to be more informative than evaluative information, it enhances the 

credibility of comparative advertising and is more effective in enhancing purchase 

intention of consumers.156 The afore-said argument of truth being a defense to 

 
153   Ram Jethmalani v Subramaniam Swamy, 126 (2006) DLT 535.    
154  Bata India Ltd. v AM Turaz, 2012 SCC OnLine Del 5387.  
155   Procter & Gamble Home Products Private Limited v Hindustan Unilever Ltd., 2017  SCC OnLine 

Del 7072.  
156   Supra note 1.  
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disparagement is also coherent and practically, socially beneficial insofar as it 

spreads awareness amongst the consumers and public towards making informed 

choices, thereby serving the larger public interest. On a concluding note, the Indian 

law vis-à-vis truthful disparagement shall evolve into a conclusive position in line 

with the settled law in United Kingdom i.e., Truth shall be accepted as a valid 

defense, justification to disparagement in comparative advertisements.     
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Peeking Above the Paywall: A Communitarian Approach to Copyrights 

on Academic Publications 
- Deepika Nandagudi Srinivasa* and Saumya Shreya** 

 

ABSTRACT 

When a plant photosynthesizes, it loses a number of energy molecules to produce 

food. This loss is considered a necessary evil, wherein the loss of energy is justified 

to gain something better. Similarly, this paper aims to show how shadow libraries 

are a necessary evil in academia. Further, in light of Elsevier Ltd. and Ors. v. 

Alexandra Elbakyan and Ors. case pending before the Delhi High Court, the 

current copyrights regime will be challenged. As a result, an argument favouring a 

communitarian approach will be taken forward. Moreover, the reasons to deviate 

from applying Locke’s theory of property to intellectual ‘property’ will be 

elucidated. Finally, in addition to focusing on the relationship between academic 

work and the public, the paper will draw the reader’s attention to the researchers’ 

relationship with the public.  

 

To strengthen the central argument, theories propounded by Carys J. Craig, and 

Alasdair MacIntyre will be examined. The argument is further supported by 

empirical data collected from fifty Indian law school students. The findings reveal 

that most students, especially those who did not have access to remote libraries 

amidst the COVID-19 pandemic, were heavily dependent on shadow library 

websites like Sci-Hub and LibGen. Hence, choosing this path becomes necessary to 

keep up with a very competitive, globalized pool of academia. Future research 

ought to not view copyrights law in a vacuum but rather devise a holistic approach 

to address public policy concerns. 

 

Keywords: copyrights, communitarianism, commercial piracy. 
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Introduction 

Critically acclaimed films portray, inter alia, the amalgamation of social, 

economic, and political concerns. A prominent example is ‘Shor in the City’, an 

Indian movie that portrayed the life of a ‘book pirate’ making a business out of 

selling bulk copies of popular books. One such book was Paulo Coelho’s widely 

popular novel ‘The Alchemist’. Pursuant to this, Coelho was informed that piracy 

circles across India widely sold his novel. Much to everyone’s surprise, the author 

mentioned that he was honoured that these ‘book pirates sold his novel.’157 All in 

all, Shor in the City represents the thriving book culture in India that has helped 

people whom the capitalistic society has left behind. However, from an academic 

perspective, it can be argued that the implications of commercial piracy are vastly 

different.  

 

Undoubtedly, the presence of quality books, articles, and journals is crucial for 

students and researchers to participate in globalized fields of knowledge. However, 

education at an undergraduate and postgraduate level, especially in India, comes 

with complexities vis-à-vis research. These complexities arise due to the “legal, 

illegal, and contested” methods of procuring academic publications that are 

indispensable for specialized courses.158 Further, the legal battle between major 

publishers and two shadow libraries, Sci-Hub and Library Genesis (hereinafter, 

“LibGen”), has added complexities. This case will be discussed in the next chapter.  

 

With this backdrop, it is imperative to highlight the current intellectual property 

rights (hereinafter, “IPR”) regime, particularly copyrights. Copyrights have largely 

been based on an individualistic approach to rights that led to an author-work 

 
157 Steph Bazzle, Author Paulo Coelho Caught a Kid Selling Pirated Copies of His Book—

He’s Not Even Mad, THE INQUISITIVE NEWS (May 27, 2021, 10:11 AM), 

http://www.inquisitr.com/1924634/author-paulo-coelho-caught-a-kid-selling-pirated-copies-

of-his-book-hes-not-even-mad/. 
158 Lawrence Liang, India: The Knowledge Thief, in SHADOW LIBRARIES: ACCESS TO 

KNOWLEDGE IN GLOBAL HIGHER EDUCATION 184 (Joe Karaganis ed., The MIT Press 2018). 
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relationship as the basis of the regime as we know it today.159 According to the 

Copyright Act of India, 1957 (hereinafter, “Copyright Act”), copyrights can be 

granted to curb the misappropriation of creative formulation and the structure of 

thought and the labour put into the same.160 Hence, the focus tends to be on the 

authors and their ‘fruits of labour’ in the form of copyrights.  

 

One may argue that a primary facet of work is the relationship between the work 

and its author. However, the present copyrights regime is exceedingly biased 

towards the author. The author-work relationship has also been fleshed out to be the 

only relationship shaping the regime. This bias also manifests in our domestic 

copyright regimes. The key reason behind the conventional understanding of IPR 

can be traced back to applying John Locke’s theory of property to intellectual 

creations. Locke’s philosophy gives ample reason for theorists to base IPR 

justifications on those of real property. However, rather ironically, Locke has not 

even delved into intangible property. 

 

Consequently, Locke’s understanding has been extensively argued to be a 

misconception. The authors bring forth one such argument - that a tripartite 

relationship is pivotal in understanding IPR. The relationship includes the link 

between the author and the work and the added link of the public, forming a 

triangular structure.  

 

Hence, the proposed tripartite relationship will be used to establish how a work is 

essentially ‘created’ by a strong base on the author’s relationship with the public or 

the immediate community. Therefore, this paper will propose that copyrights be 

understood from a communitarian perspective.  

 

 
159 What are Intellectual Property Rights?,WORLD TRADE ORGANISATION (Mar. 15th, 2021, 

10:09 AM)  https://www.wto.org/english/tratop_e/trips_e/intel1_e.htm.  
160 Sulamangalam R Jayalaxmi v. Meta Musical Chennai, 2000 PTC 681. 
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The Sci-Hub and LibGen Case: An Overview of Public Policy Concerns 

 

The recent suit of a shadow ban on two online repositories, namely, Sci-Hub and 

LibGen, have caused waves of legal fire in India. The plaintiffs involved in the 

present case are major publishing houses in academic and scientific publications 

that have their tentacles spread across the globe. Plaintiff no. 1, Elsevier, is a 

Netherlands based publishing house specialising in scientific, technical, and 

medical content. Wiley India Pvt. Ltd. and Wiley Periodicals Pvt. Ltd. are the next 

plaintiffs, which together embody an America based multinational publishing 

company. Plaintiff no. 4 is the American Chemical Society. These companies 

publish numerous articles and journals, e.g., Elsevier publishes over 2,500 journals. 

In December 2020, they instituted a suit against the defendants citing copyright 

infringement and piracy before the Delhi High Court.161 

 

The defendants are two online shadow libraries, Sci-Hub and LibGen, which 

provide free access to academic resources that are otherwise paywalled. These 

paywalls are imposed by publishing houses that charge hefty prices to provide 

access to databases. The first defendant is the owner of Sci-Hub, Alexandra 

Elbakyan. Sci-Hub’s stated aim is to “provide mass and public access to tens of 

millions of research papers” to remove “barriers in the way of science” and 

contains a library of over 85 million papers.162 The second defendant, LibGen, is a 

group of websites that redirects its users to web pages to locate relevant academic 

resources, having access to more than 2.8 million textbooks and 84 million articles 

published in academic journals.163 Its owner(s) are unknown.  

 

On January 6th, 2021, intervention applications filed by Delhi Science Forum and 

 
161 Elsevier Ltd. and Ors. v. Alexandra Elbakyan and Ors., 2020 SCC OnLine Del 1677. 
162 Sci-Hub and LibGen Up against Academic Publishers: A Death Knell for Access to Research? – 

Part I, SPICYIP(May 15, 2021, 10:09 AM)  https://spicyip.com/2020/12/sci-hub-and-LibGen-up-

against-academic-publishers-a-death-knell-for-access-to-research-part-i.html 
163 Id. 

Edition 1                Peking Above the Paywall: A Communitarian Approach to Copyrights on Academic  

Publications 



58 
Editorial 

 
CIPRA 

Society for Knowledge Commons, Ramaswamy Medico Friend Circle, and others 

were allowed. The plaintiffs were asked to respond to these applications. Since 

then, the case has been listed before several single judge benches but could not be 

picked up due to the dearth of time. 

 

2.2 Legal Issues Involved 

As highlighted in the previous section, Sci-Hub and LibGen have acted as a 

solution to tackle profit-seeking institutions in academics. The plaintiffs, however, 

claim that they own exclusive rights to articles or papers they publish in their 

journals as per conferred by sub-section (a), clause: (i), (ii), and (iii) of Section 14 

of the Copyright Act, 1957.164 Further, the plaintiffs claimed that the defendants 

had infringed their exclusive copyright by publishing their work without 

permission. Section 51 lays down situations where a certain act will result in 

copyright infringement.165 It includes, inter alia, copyright infringement with an 

intent of profit. Furthermore, the plaintiffs have also sought liability against the 

defendants for making infringing copies.166 

 

On December 24th, 2020, the first hearing of this case took place. The defendants 

were accused of infringing the plaintiffs' copyright since 2011. Relying on the 

Delhi High Court’s judgement in UTV Software Communication Ltd. v. 

1337XTO,167 the plaintiffs, in this case, had sought injunctions. In this judgment, 

the Court discussed the consequences of digital privacy and blocking websites. It 

laid down the instances where a website should be blocked completely, as against 

banning only specific URLs that infringe copyright claims. As a result, the Court  

 

 
164 The Copyright Act, 1957, §14(a)(i), (ii), (iii), No. 14, Gazette of India, Extra pt. II sec. 3, 1957, 

(India). 
165 Id. at §51(a), 51(b)(i), (ii), (iii). 
166 The Copyright Act, 1957,§65. 
167 UTV Software Communication Ltd. &Ors. v. 1337x.To &Ors, CS(COMM) 724/2017. 
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ruled that only ‘rogue’ websites should be blocked.168 

 

The plaintiffs have demanded a dynamic injunction order to ensure no mirror 

substitutes of the shadow library websites are created in the present case. A 

dynamic injunction would block the duplicate links of these websites as soon as the 

plaintiffs notify the Court’s Deputy Registrar. The plaintiffs also wanted an interim 

injunction to be issued against the defendants. Lastly, Elbakyan stated that no new 

publications would be uploaded on Sci-Hub in which the plaintiffs had copyright. 

The Court, as a result, decided not to grant an interim relief to the plaintiffs.  

 

A question that comes to mind is whether the shadow libraries would be protected 

under the “fair use” principle. Applying the communitarian approach to copyrights, 

the Act, under Section 52, has incorporated the principle of fair use.169 This 

provision is an exception to copyright infringement and upholds the freedom of 

expression as critiques, research, reviews, and reports come under the purview of 

Section 52.170 Moreover, this legal provision can be used as a defense to claim that 

a certain act did not amount to a copyright violation. Thus, this exception in Indian 

copyright law is considered to safeguard user rights.  

 

User rights are treated as legal fiction by the courts and are ordinarily balanced 

against the copyrights bestowed on to publishing houses and proprietors. It is also 

worth mentioning that Professor Vaver has emphasised “user rights are not just 

 
168 Case Summary: UTV Software Communication Ltd. &Ors. vs. 1337x.To &Ors, LAWLEX.ORG(Mar. 

25th, 2021, 11:39 PM) 

https://lawlex.org/lex-bulletin/case-summary-utv-software-communication-ltd-ors-vs-1337x 

toors/20355#:~:text=Name%20of%20case%20%3A%20Utv%20Software%20Communication%20Lt

d.&text=The%20Plaintiffs%20produced%20samples%20of,copyrighted%20works%20without%20an

y%20authorisation. 
169 The Copyright Act, §52(1) (India). 
170 Nikhil Purohit, Amendments to the Copyright Act: Hidden Consultations and the Missing Public 

Angle of Copyright Law – Part II, SPICYIP (September 27, 2021, 10:11 AM), 

https://spicyip.com/2020/11/amendments-to-the-copyright-act-hidden-consultations-and-the-missing-

public-angle-of-copyright-law-part-

ii.html#:~:text=The%20Copyright%20Act%20lays%20down,created%20without%20fears%20of%20

repercussions. 
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loopholes. Both owner rights and user rights should therefore be given the fair and 

balanced reading that befits remedial legislation”.171 Lastly, another significant 

user right highlighted in Section 52 involves disregarding copyright infringements 

in cases where a teacher or a student reproduces any work in the course of 

instruction.172 

 

With the perusal above of relevant legal provisions, it may be argued that Sci-Hub 

and LibGen providing access to academic material for private use and research 

amounts to fair dealing. This is especially because they play an integral role in 

helping students and researchers. However, another contentious aspect of the case 

is that it would be very difficult to establish that the usage of these websites would 

be solely limited to private use. In instances where it would not come under the 

ambit of private use, such acts would not come under the protection of the “fair 

use” principle. Nevertheless, given the critical public policy concerns in the present 

case, courts must maintain the delicate balance between users’ rights and copyright 

owners’ rights. The authors will present these public policy concerns through 

empirical data findings provided below.  

 

2.3 The Law School Survey 

A survey, namely, ‘The Law School Survey: Access to Remote Libraries and 

Research Facilities during the COVID-19 pandemic’, was conducted from May 

2021 to July 2021. In this study, the authors strive to ascertain how law students 

across fifty institutions in India face difficulty in accessing databases. The data 

analysed was collected through Google Forms. Before starting with this survey, the 

participants were made aware that any information to be obtained in connection 

with this study that could be identified with them would remain confidential.  

 

It is imperative to note that the pandemic adds a vital dimension to this study, as 

 
171 David Vaver, COPYRIGHT LAW 171 (Toronto: Irwin Law, 2000). 
172 The Copyright Act, §52(1)(i) (India). 
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law students’ research and academics have now shifted to remote learning. Hence, 

without having access to the physical library, a digital library no longer becomes an 

added amenity. Rather, it becomes a necessity.  

In light of the above, the survey aided in determining: 

1. The accessibility of digital libraries off-campus during the pandemic. 

2. The inequalities caused due to no/limited remote library access during the 

pandemic.  

3. Whether the students were satisfied with the digital libraries provided by 

their universities. 

4. The impact of banning Sci-Hub and LibGen on the academic performance 

of law students in India. 

 

There were fifty participants enrolled in fifty different law schools across the 

country who were enrolled in the five-year integrated course, the three-year LLB 

course, and students pursuing their master’s degrees.  

 

 

 

The findings were significant, even though a small sample size was analysed. An 

attempt was made to engage law students from diverse backgrounds to participate 

in this survey. Hence, the students from the following category of institutions were 
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involved in this survey: 

1. National Law Universities (hereinafter, “NLU”): 17 students;  

2. Central Universities: 2 students; 

3. Private institutions: 13 students; 

4. Affiliated private institution: 12 students; 

5. State institutions: 6 students. 

 

The participants were asked several questions to understand the gravity of the 

situation. First, the participants were asked if their universities had given them 

remote access to a Digital Library during the pandemic. The majority of whom 

answered affirmatively. As revealed in Chart 1, 76% of the participants had remote 

access, and 24% did not. This suggests that a handful of participants did not have 

the option to access databases off-campus to even begin with.  

 

 

 

To highlight the inequalities within those who did have access to a remote library, 

the participants were then asked to mention the databases they had access to. 

Leading databases relevant to legal studies and social sciences were enumerated in 

the Google Form to empirically test this assertion. As can be seen in Chart I below, 
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SCC Online JSTOR

 

Economic 

and Political 

Weekly 

Lexis Advance 

India Research 

the blue bar denotes ‘Yes, I had access.’ while the red bar denotes ‘No, I did not 

have access.’ 

Chart I 

 

 

 

 

 

 

 

Illustratively, consider DELNET Online and ProQuest. Out of 50 participants, the 

majority did not have access to these databases. However, it is to be noted that 

DELNET Online has almost four crore bibliographic records.173 Similarly, 

ProQuest gives its users access to 1.5 billion resources, including inter alia, peer-

reviewed journal articles, working papers, e-books, newspapers, and 

dissertations.174 

 

 
173 DELNET: A Profile (Jan. 5th, 2022, 11:39 PM) https://delnet.in/pdf/DELNET-brochure.pdf. 
174 Showcase Your Content: With Researchers in 26,000 Libraries around the World, PROQUEST (Jan. 

5th, 2022, 11:39 PM) https://about.proquest.com/globalassets/proquest/files/pdf-

files/brochures/brochure-publishersandpartners.pdf. 

Westlaw DELNET 

Online 
AIR Online 

Oxford Legal 

Research 

Library 

Cambridg

e E-Book 
Online 

Harvard 

Business Review 
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Another important insight that was empirically tested was the participants’ 

interaction with their remote library access. The authors asked the participants the 

following questions: 

a) I was able to consistently access resources from my remote library 

throughout the pandemic.  

b) The resources available in my remote library were useful for my 

research/academics. 

c) My remote library is user-friendly. 

d) I am satisfied with the remote library facilities my institution provided to 

me during the pandemic. 

 

As depicted in Chart II, most of the participants found their remote access helpful. 

Moreover, most of the students were not satisfied with the remote access provided 

by their university.  

 

Chart II 

 

 

 

 

 

 

 

 

 

 

The public policy concern directly interlinked with the legal battle in the Delhi 

High Court is vis-a-vis alternate options available to students to freely access 

journals and other databases. This is considering Sci-Hub and LibGen are regarded 
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as important tools to democratize access to academic and scientific literature.175 

Therefore, it is vital to ascertain whether the potential ban on shadow libraries can 

adversely affect Indian researchers.  

 

In light of the above, the participants were asked if they used Sci-Hub and LibGen 

for their research in the final part of the survey.  

 

 

Chart III                                                                   Chart IV 

 

 

 

 

 

 

As can be seen in Chart III and Chart IV above, we find that 78% of the 

participants use Sci-Hub and 56% of the participants use LibGen for their research. 

In many ways than one, it can be inferred that the lack of legal means to access 

databases has led to students and researchers opting for student-friendly routes. If 

the present case ends in favour of the plaintiffs, students and scholars may face 

serious consequences. The academic and research community will have a lack of 

access to databases which in turn may hinder the country’s growth and 

development.  

 

 

 

 

 

 
175 Meaghan Tobin, Sci-Hub, the site for pirated academic papers, is on trial in India, REST OF WORLD 

(Jan. 5th, 2022, 11:39 PM) https://restofworld.org/2022/sci-hub-trial-india/.  
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Chart V 

 

 

Lastly, this survey asked participants if revoking Sci-Hub and LibGen would 

hamper their academics. Chart V shows that 78% of the participants agreed. If the 

core of our nation’s future is explicitly putting forward a point, it becomes 

significant for policymakers to address that. It is also noteworthy to mention that 

since this survey was done online, the experiences of students who do not own 

electronic equipment or have internet access at home were excluded. Instead, we 

surveyed the relatively privileged set of participants who had access to the internet 

and electronic devices. Out of this segment of law students, our primary target was 

to check how additional dimensions of privilege close the doors to knowledge if 

Sci-Hub and LibGen are blocked. 

 

All in all, out of fifty participants - the majority from National Law Universities 

and prominent private universities - did have remote access. However, the 

implications for the minority, who were mainly from State institutions and 

Affiliated private institutions, cannot be ignored. Interestingly, another relevant 

observation is that there existed inequalities even amongst the NLUs. For instance, 

a participant from the National Law School of India University, Bangalore 

(hereinafter, “NLSIU”) stated, “many e-journals and e-books are provided by 

NLSIU…the best part is that NLSIU has tie-ups with other libraries or universities; 
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if they haven’t subscribed to a specific database, they will collaborate with these 

universities and will make it available”. Hence, this participant’s experience with 

NLSIU’s remote library has been largely positive. Likewise, a participant from 

Rajiv Gandhi National Law University mentioned that the remote access provided 

by their university was very convenient and user-friendly. 

 

On the other hand, a participant from National Law University and Judicial 

Academy, Assam, mentioned that the remote access provided by their institution is 

“a superficial feature than one that students could actually use. Immense work 

needs to be done to make the remote access library user-friendly”. Similarly, a 

participant from National Law University, Delhi, reveals that the university’s 

online portal does not provide easy access to all the digital resources. 

 

Hence, the findings of this survey revealed that while most participants had access 

to remote libraries, it was not satisfactory. This, among many factors, led the 

participants to access Sci-Hub and LibGen to cross the barrier created due to 

asymmetrical access to knowledge. Owing to this, banning these websites 

altogether or putting a dynamic injunction would cause more harm than good. 

Hence, this potential chilling effect on underprivileged students across India should 

not be disregarded. 

 

Critiquing Locke’s Theory of Property 

 

Locke has indeed remained a powerful totem in the use of ideological legitimacy to 

ground intellectual property as ‘property.’176 The reason is quite apparent. Locke’s 

idea that a work is the product or the “fruit of one’s labour” seems quite appealing 

to one’s sense of justice, as it falls back upon our preconceived notions of 

 
176 PETER DRAHOS, A PHILOSOPHY OF INTELLECTUAL PROPERTY (Aldershot: Dartmouth Publishing 

Company 1996). 
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entitlement to property.177 Therefore, it is pertinent to look into the reasons behind 

Locke’s idea of property, which speaks of real and tangible property. He wrote the 

Two Treatises of Government in an era where the State was involved in 

colonisation and the compulsory acquisition of title over land.178 This made Locke 

ponder what entails ownership and what makes one truly own land or property. He 

concluded that when a person adds value to something he owns, it becomes his 

property or the “fruit of one’s labour.”179 

 

The rationale behind such an ideology was that it was inherently unfair for the State 

to be called the owner by mere acquisition of title. Hence, he asserted that “people 

are entitled to hold, as property, whatever they produce by their initiative, 

intelligence, and industry.”180 Hence, this gave the primary understanding of 

converting the common property into private property. However, Locke did not 

argue for an unbridled right over property. What libertarian Robert Nozick termed 

the Lockean proviso,181 gives insight into the restrictions of the abovementioned 

right over property. According to the proviso, while property appropriation 

involves the diminution of another’s rights to the property, “it is acceptable as long 

as it does not make anyone worse off than they would have been without any 

private property.”182 

 

This includes two aspects: (a.) enough and as good, and (b.) no spoilage.183 It 

follows from the principles that property acquisition is permitted only if there is 

 
177 Carys J. Craig, Locke, Labour, and Limiting the Author’s Right: A Warning Against a Lockean 

Approach to Copyright Law, 28 QUEEN’S L. J. 1 (2002). 
178 William Blackstone, Commentaries on the Laws of England (1sted, 1979), 104–5; 18 Emmerich de 

Vattel, The Law of Nations (1982); Kenneth Roberts-Wray, Commonwealth and Colonial Law 

(1966). 
179 JOHN LOCKE, SECOND TREATISE OF CIVIL GOVERNMENT (1689); LOCKE, TWO TREATISES OF 

GOVERNMENT, (P. Laslett, ed. 3rd ed. Cambridge University Press 1968). 
180 Id. 
181 ROBERT NOZICK, ANARCHY, STATE, AND UTOPIA 175, (Oxford, Blackwell ed., 1974).  
182 Id. 
183 Crawford Brough Macpherson, Locke on Capitalist Appropriation, WPQ 4.4 (1951): 550-566; 

Craig supra (n 21).  
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enough and as good property in the common pool for others to enjoy; one is free to 

acquire property as long as he does not spoil it from such acquisition. 

 

3.1 CRAIG’S ARGUMENT AGAINST LOCKE 

In a compelling critique of the current academic understanding of IPR, Carys J. 

Craig has refuted the assumption that the author’s relationship with the work is of 

prime importance. She elucidates that deontological explanations for copyright law 

framed in the Lockean natural rights rhetoric are primarily based on “moral 

entitlement.”184 This, according to Craig, leads to a distorted rather than a nuanced, 

well-rounded understanding of copyright. Further, she emphasises that the theory of 

property, as propounded by Locke, is not viable for basing copyrights.185 While this 

may appear quite absurd to any theorist or academician in IPR, the arguments are 

quite convincing. 

 

Firstly, she argues that apart from being flawed as a theory in itself, the Lockean 

theory especially cannot apply to copyright. This is because, as given by the 

provisos themselves, there are not enough and as good ideas in the common pool. 

Secondly, unlike popular conception, ideas can, in fact, spoil over time. This is 

because one idea ‘A’ can give rise to ideas ‘B’ and ‘C,’ which may be useful to 

society at a given point in time. However, due to the exclusive monopoly over ‘A’ 

by its author, the other two ideas can never come into the public domain at a time 

society would value them.  

 

Hence, she emphasises that ideas are capable of spoilage by arguing that the IPR 

regime is based not on a two-fold relationship between the author and the work but 

a tripartite one: the work, the author, and the public. With this in mind, the authors 

will move on to highlight copyright and monist utilitarianism. 

 

 
184 Craig, supra (n 21). 
185 Craig, supra (n 21). 
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3.2 Copyright and Monist Utilitarianism 

A utilitarian would want to determine the extent of the costs that are imposed on 

those who are burdened for ‘social good.’ The extent is required for, without which 

we cannot assess whether the social benefits would outweigh them.186 In the 

context of copyrights, what would be the extent of hardships caused to be prevented 

from the reproduction or usage of a copyrighted work? Usually, of course, the issue 

is a matter of profits. The perfect illustration for this claim is the Napster case,187 

where the internet software revolutionized the process of sharing music files. 

 

However, the biggest take away from the case is attributed to the fact that Napster 

eventually shut down - not because of individual musicians objecting about their 

songs being downloaded - but because of the profit-making music companies which 

were gravely threatened.188 What is interesting to note is that Sci-Hub and LibGen 

just might become the 21st century’s Napster. 

 

The copyright regime, hence, is undoubtedly grounded by utilitarianism and in, 

specifically, the monist utilitarian approach.189 This is primarily because a blatant 

pattern of hedonism is observed, with the regime being biased towards the author 

and disregarding the community. Hence, instead of using the Lockean justification, 

both Craig has urged that the work’s relationship with the public needs to be 

stressed even further. In the next chapter, the argument that this tripartite 

relationship is pivotal in the understanding of IPR will be taken forward. 

 

Iv. Communitarianism: Establishing the Author-Public Relationship 

 

In this part of the paper, we will acquaint the reader with communitarianism, a 

 
186 Jeremy Waldron, From Authors to Copiers: Individual Rights and Social Values in Intellectual 

Property, 68 CHI. KENT. L. REV. 841 (1992). 

http://scholarship.kentlaw.iit.edu/cklawreview/vol68/iss2/11. 
187A&M Records v. Napster, Inc. 239 F.3d 1004 (9th Cir. 2001). 
188 Sudhanva Deshpandev, Authorship and Copyright in Theatre, 44 ECON POLIT WKLY19, 21 (2009). 
189 Elinor Mason, Value Pluralism, STANFORD ENCYCLOPEDIA OF PHILOSOPHY (Apr. 21 2021), 

https://plato.stanford.edu/entries/value-pluralism/#PluRatCho. 
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branch of jurisprudence that ought to be in special focus in this day and age. We 

will especially fall back on the arguments made by theorist Alasdair MacIntyre in 

his seminal work, After Virtue. In the words of communitarian Michael Sandel, we 

normally consider ourselves as “members of this family or community or nation or 

people, as bearers of this history, as sons or daxughters of that revolution, as 

citizens of this republic”.190 Hence, our social attachments are, in fact, usually not 

involuntarily acquired during the course of our upbringing. Moreover, Sandel’s 

quote also hints at rational choice playing no major role whatsoever vis-à-vis social 

attachments. 

 

Refuting Sandel’s Approach 

 

Sandel hints at how an individual’s outlook and choices are determined not 

completely autonomously as an individualist liberal thinker would put it, but as a 

result of his upbringing and social values, or in other words, his immediate 

community and not as an ‘unencumbered self’.191 Hence, if this can be applied to 

Craig’s tripartite relationship of IPR, one can argue that if Rembrandt painted 

greatness, it was his social position that coaxed him; Anne Frank wrote of the worst 

side of humanity in her famous diary, it was strongly influenced by her community; 

one can even suggest that Locke’s Two Treatises was a result of the way his 

community at the time contributed to his thought. Interestingly, the authors can also 

vouch for the fact that they were able to write this paper only by referring to 

academic work, which proved to be indispensable for their findings. 

  

Hence, it will not be a completely baseless argument to make for Sandel’s 

communitarian idea to be applied to intellectual works. According to celebrated 

 
190

 MICHAEL SANDEL, LIBERALISM AND THE LIMITS OF JUSTICE 179 (Cambridge University Press 1981). 
191 Michael Sandel, ‘The Procedural Republic and the Unencumbered Self’ (Shalomo Avineri and 

Avner de Shalit eds. Communitarianism and  Individualism); Sandel, supra note 51; 

Communitarianism, STANFORD ENCYCLOPEDIA OF PHILOSOPHY (May 11th, 2021, 8:45 PM), 

https://plato.stanford.edu/entries/communitarianism/index.html#note-10 
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communitarian Alasdair MacIntyre, cooperative behaviour is involved in “practice” 

that motivates the individual to attain “internal standards of excellence”. This is as 

opposed to “external standards” that include prestige or rewards. As a result, 

MacIntyre considers “practice” to be moral.192 Taking a leaf from MacIntyre’s 

theory, we argue that the intellectual creation of humans, rather than being viewed 

as ‘property’, ought to be viewed as a practice in MacIntyre’s understanding of the 

term. 

 

Alasdair MacIntyre’s Conception of Internal and External Goods 

 

For clarity, we shall refer to MacIntyre’s conception of goods.193 He explains that 

every practice involves two sets of goods arising out of it: external and internal. He 

takes the example of chess to elucidate this concept. If one plays chess, there can be 

two kinds of gains. The first, which is the external goods accrued, is the financial 

gain, success, and fame that are derived from the sport. These gains accrue to the 

player himself. In addition to external goods, the player also gains internal goods, 

but these are goods that are accrued not only to him but also to the whole 

community, which in this example in specific, is the chess-playing community. 

These ‘internal goods’ include proficiency, new skills, techniques, and excellence 

for excellence’s sake.  

 

MacIntyre also goes on to differentiate between the two types of goods. According 

to him, external goods winds-up as someone’s property. The more an individual has 

this category of goods, everyone else has lesser.194 Internal goods are competed for 

as well, “but it is characteristic of them that their achievement is good for the whole 

community who participate in the practice”.195 A fiercely competitive game of 

 
192 Alasdair MacIntyre, The Idea of an Educated Public 17, 187 (Graham Haydon ed., Education and 

Values: The Richard Peters Lectures. London: University of London Institute of Education). 
193ALASDAIR MACINTYRE, AFTER VIRTUE 190 (Third ed. University of Notre Dame Press 2007). 
194 Id. 
195 Id., 190-191. 
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chess would be of advantage to both of the participants. Simultaneously, the 

community as a whole can learn from the match and hone their skill set further.  

 

Copyrights vis-à-vis academic work can be argued to fit in this context. One not 

only gains from it through citations and recognition in academia but also, in terms 

of increasing the pool of ideas, the author can create new ideas for the development 

and increase in the excellence of the subject. It can also be contended that research 

makes the core of a nation’s development. If students and academicians cannot 

research properly due to a lack of access to library databases, the nation’s 

development will not reach its full potential.  

 

This can be linked back to the Sci-Hub and LibGen legal matter. While the case is 

still pending before the Delhi High Court, it has undoubtedly stirred up debatable 

aspects related to copyright law and open access. However, copyright law must not 

viewed in a vacuum. Rather, the imperative public policy element of the ban on 

shadow libraries must be weighed in. All in all, a balance between access and 

incentive must be present.196 

 

Conclusion 

 

Applying MacIntyre’s communitarian rationale to IPR, we have three main 

observations. First, the current regime of copyrights is deceptively similar to 

MacIntyre’s external goods conception. As discussed in the previous chapters, the 

copyright regime vis-à-vis academic publications has largely been based on 

monistic utilitarian principles by favouring profit-making entities. In addition to 

this, most institutions that are involved in dealing with copyright are focused on 

financial gain and power structures.  

 

MacIntyre has expressly stated that the more one acquires external goods as their 

 
196 W. Landes and R. Posner, An Economic Analysis of Copyright Law, J. LEG. STUD., 18(2) (1989). 
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own property, the less there is for anyone else.197 This is in addition to Craig and 

Drahos’ critique of the Lockean justification, which does not go the communitarian 

route. Hence, having understood the work being intrinsically linked to the author-

public relationship, it is impossible to reconcile the property justification to IPR.  

 

Second, the communitarian approach suggests another kind of gain that not only 

contributes to the common pool but also causes the author to gain. This is through 

MacIntyre’s conception of internal goods. Hence, as MacIntyre’s moral argument 

goes, internal goods will enable the upliftment of the community as a whole by 

contributing to the common pool. Moreover, this is in line with the fact that the 

community itself has influenced the work’s conception. A few authors have already 

argued that the communitarian approach is in line with open-source software, 

whose rationale is the increase in the common pool without monopoly.198  

 

Hence, it is not completely unheard of or too ahead of our time to start thinking 

about intellectual creations requiring a communitarian outlook. The only aspect that 

may stop one from considering viewing copyrights on academic work as a whole, 

like open-source software or the open access movement, would be the Lockean 

justification and individual rights. However, this paper has argued that this rhetoric 

is highly questionable in itself. Thus, we need to move beyond property 

justifications to IPR, especially vis-à-vis academic work.  

 

On similar lines, the ‘open access movement’ began in Budapest.199 The 

movement’s core values were cemented in the requirement to create a common 

pool of affordable scholastic publications globally. Later, organizations such as the 

Wikimedia Foundation and the Creative Commons also joined the movement and 

 
197 MacIntyre, supra note 36. 
198 Georg von Krogh, Sebastian Spaeth, Stefan Haefliger, Martin Wallin, Open Source Software: 

What We Know (And Do Not Know) About Motives To Contribute, (DIME Working Papers on 

Intellectual Property Rights, 2008). 
199 Read the Declaration, BUDAPEST OPEN ACCESS INITIATIVE (February 27th, 2022, 8:45 PM), 

https://www.budapestopenaccessinitiative.org/read/ 
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made commendable contributions with the introduction of voluntary licensing 

schemes.200 These organizations have significantly aided in navigating through the 

policy gridlocks vis-à-vis accessing paywalled research.  

 

Lastly, the Sci-Hub case brought several to rethink the current copyrights regime on 

academic publications. In light of this, the ‘Law School Survey’ was an effort to 

cement our arguments of how students need Sci-Hub and LibGen. This is for the 

sad reality in India remains that only a few universities are able to afford 

subscriptions to major databases. Accessing knowledge should not be a luxury. 

However, in these dire times caused due to paywalls and the pandemic, it is safe to 

say that the knowledge gap has indeed been exacerbated. Thus, until there are 

affordable means to render academic resources to the underprivileged segment of 

society, courts ought to reconsider banning shadow libraries.  

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 
200 Evelin Heidel, Argentina: A Student-Made Ecosystem in an Era of State Retreat, in Shadow 

libraries: Access to Knowledge in Global Higher Education 184 (Joe Karaganis ed., The MIT Press 

2018). 
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How Global Pharmaceutical Patent Protection Circumvents Public 

Health concern 
Aranya Chatterjee201 and  Sharique Uddin 202 

 

Abstract 

 

This paper aims to shed light upon the inconsistencies between the intellectual 

property law, international investment law, and public health law regimes 

concerning pharmaceutical patents. The paper attempts to bring attention to a 

specific domain with two contentious arguments that have thus far not attracted the 

attention they deserve. First, have arbitral tribunals taken public health 

considerations into account while adjudicating pharmaceutical patent related 

cases? Second, is there convergence or divergence between international 

investment law and other branches of international law governing 

pharmaceuticals? Further, what measures are available to avoid conflicts in the 

international regime? 

 

This paper delves into various types of details demonstrating lacunae present in 

these systems and their interface with patent law. This paper also discusses 

suggestive measures to provide a conceptual understanding in investment 

arbitration procedure to adjudicate pharmaceutical patent related disputes 

rationally, with a balanced approach so as to make public health a priority in 

adjudication. It also discusses how the Doha Declaration on the TRIPS agreement 

& public health could have been a realistic option to fight against pharmaceutical 

surge. Pertaining to this, it examines a thesis question- if states invoke the national 

security exception in the TRIPS Agreement to suspend the enforcement of patent 

rights, so as to facilitate the production or importation of patented medicines or 

 
201B.A. LL.B. at Bharati Vidyapeeth New Law College, Pune, (India). He can be found at 

https://www.linkedin.com/in/aranyachatterjee/ 
202 B.A. LL.B. (Hons.) at West Bengal National University of Juridical Sciences, Kolkata (India). He 

can be found at https://www.linkedin.com/in/shariqueuddin/  

https://www.linkedin.com/in/aranyachatterjee/
file:///C:/Users/GPEWEB_IIS_USR/AppData/Local/Temp/www.linkedin.com/in/shariqueuddin/
http://www.linkedin.com/in/shariqueuddin/
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vaccines in response to any pandemic or endemic, would it be significant and 

advantageous to do so? If yes, then to what extent?  The paper concludes with the 

argument that intellectual property rights should not be absolutist. Rather, they 

should balance international law, interpreted as per needs and requirements to 

serve the best interest of public health vis-à-vis intellectual property rights. 

 

Keywords; TRIPS, Arbitration, Investment-Arbitration, Pharmaceutical Patents, 

Compulsory Licensing, Doha Declaration 

 

Introduction 

 

A pharmaceutical company operates at the interplay of various aspects such as 

knowledge, innovation, public health, and governance. Governance becomes even 

more complex when the pharmaceutical company is involved in international 

transactions, which then brings governance under the purview of international law 

consisting of international investment law, intellectual property rights and even 

human rights law.203 

 

In the recent upsurge of literature around pharmaceutical patents, the notion that the 

legislature, judiciary, and arbitral tribunals expand absolutist rights of patent 

holders has been debated. This could lead to an interplay between intellectual 

property rights and international public health law, resulting in a monopoly and 

creating a hindrance for developing countries to access generic medicines at a 

reasonable price.204  

 

Intellectual Property (‘IP’) protection is granted by the agreement on Trade Related 

Aspects of Intellectual Property Rights (‘TRIPS’), which sets a global parameter 

 
203 Michael Spence, Which Intellectual Property Rights are Trade-Related?, in Environment, Human 

Rights And International Trade 263–85 (Francesco Francioni ed., 2001). 
204 Hans Morton Haugen, Patent Rights and Human Rights: Exploring Their Relationship, 10 J. 

WORLD INTELL. PROP. 97, 98 (2007). 
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for governance of medical knowledge. It states that “for any invention, whether 

products or processes, in all field of technology, provided that they are new, 

involve an inventive step and are capable of Industrial application,”205 has to be 

protected. While it is generally agreed that protection of intellectual property is 

essential for innovation in the healthcare industry, its consequences shall equally 

reflect benefits to the public healthcare system, rather than being an overpriced 

profit-making asset. There have been attempts by different forums like the Doha 

Declaration which have aimed to meet the aforesaid. While prima facie the 

measures give a sense that such a balance has been achieved between public health 

considerations and investors’ interest, it fails in achieving its objective in the 

practical world.  

 

Further, being the last resort to any alleged violation of protection, the present 

adjudicating fora plays an essential role in shaping how this balance is to be 

attained and interpreted. It eventually boils down to adjudicating any such 

contention which may or may not have any chilling effect on the pharmaceutical 

industry in general, while also being a last resort to address the shortcomings in the 

host state’s public healthcare system.  

 

Operating at the fulcrum of different parameters, it is pertinent for stakeholders to 

pose certain questions which bring clarity to the working of this complex system 

and help navigate any future public health emergencies.  

 

The article sheds light on how the Doha Declaration on the TRIPS does not achieve 

a balanced approach with regard to alleviating public health problems in the 

developing and least-developed countries. The paper, while contextualising the 

different dispute adjudicating fora available, highlights how the use of international 

investment arbitration under several bilateral investment treaties (‘BITs’) is gaining 

 
205 Eli Lilly & Co. v. Canada, ICSID Case No. UNCT/14/2, Notice of Intent (Nov. 7, 2012). 
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momentum with regards to resolving pharmaceutical patent related disputes. 

Further, while analyzing how the investment arbitration route is practically a more 

viable option for the stakeholders of international pharmaceutical IP protection, it 

also highlights the shortcomings of this deployed adjudicating mechanism. The 

paper concludes by stating that the exceptions of cross border protections granted 

by various treaties stand to be enforced through adjudicating mechanisms, which at 

present do not account for the protection of human rights, but rather prioritise 

investors’ interests in times of emergencies.  

 

The paper here recommends the need for a well-articulated and regulated 

international health law regime for public health protection, which has always 

remained a fundamental prerogative. This paper strongly contends the idea that 

states should have taken note of their duties in regard to public health “as a result of 

the social contract between state and its subjects/citizens”.  

 

The paper is divided into five parts Part II deals with the National Security 

exceptions to TRIPS agreement, along with case and statute analysis.  Part III, 

provides an overview to the adjudicating forums available for the redressal of 

pharmaceutical patent related disputes while also analyzing how, specifically, 

investment arbitration is gaining momentum in the present international law 

regime. Further, Part IV highlights how adjudicating bodies, law enforcement 

agencies, and lawmakers are prioritising private interest over public welfare. Part V  

describes pharmaceutical patents in connection to human rights, Finally, Part VI 

provides concluding remarks. 

 

Overview: Protection of pharmaceutical patents 

 

Pharmaceutical patents fulfil two major objectives. Firstly, it provides protection to 

intellectual property during the period of protection, and secondly, when the 
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protection period ends, the medicine is deemed publicly available. In the former 

case, it protects the intellectual property rights of the medicines, which protects and 

improves the lives of patients and provides incentives to pursue research and 

development. In the latter case, patented medicine rests in the public domain after 

expiration of the patent, and competitors may provide similar substitutes to the 

medicine to give patients a cheaper generic version of the same medicine.  

 

Overall, even when protection is essential and has intrinsic benefits, protection is 

not feasible in times of public health emergencies like epidemics and pandemics.206 

It is not practically possible that a single pharmaceutical company/facility in a 

country may provide for such a situation, especially when any health emergency 

would have enough power to disrupt the supply chain.  In such instances, counties 

can resort to certain exceptions under international law treaties like the TRIPS 

Agreement and the Doha Declaration to revoke the inherent protection granted to 

patents domestically. However, there are certain practical challenges that arise in 

such cases, discussed in the following paragraphs.  

 

The Exceptions 
 

In 1997, the United States threatened trade sanctions against South Africa. USA 

demanded the repeal of legal provisions which allowed for compulsory licensing 

and parallel importing of medicines and related substances, despite such provisions 

being TRIPS compliant.207 Such caused global public health advocates to point out 

the weaknesses in the TRIPS Agreement, which were acknowledged by WTO 

members. The Doha Declaration has allowed the TRIPS Agreement to be 

interpreted and applied in a manner that takes into consideration the healthcare 

 
206 Id. at 2. 
207 Cecilia Oh, A Case of Corporate Profits over Public Health, GLOBAL POLICY FORUM (August 

2000), https://archive.globalpolicy.org/socecon/bwi-wto/wto/trips.htm. 
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crisis facing developing third world countries.208 However, the idea of compulsory 

licensing was expanded only after the Doha Declaration. Earlier, the export of 

products manufactured by way of compulsory licensing was not allowed for the 

country being granted the compulsory license.  

Practically, first world countries are the manufacturers of major pharmaceutical 

products, and even when such products were allowed to be compulsorily licensed 

by any third world country, its supply was limited to within its jurisdiction. 

However, by way of the Doha Declaration, these problems were recognized and 

addressed, which means that a developing nation may manufacture the product for 

easy supply within its domestic region and in addition, can supply it outside its 

jurisdiction.209 Paragraph 6 of the Declaration states:  

 

“We recognize that WTO Members with insufficient or no 

manufacturing capacities in the pharmaceutical sector could face 

difficulties in making effective use of compulsory licensing under the 

TRIPS Agreement. We instruct the Council for TRIPS to find an 

expeditious solution to this problem and to report to the General 

Council.”210 

 

Acknowledging the issues of developing and less-developed countries, the Doha 

declaration brought an amendment through the ‘Doha Assignment’, which was 

committed to the improvement of the compulsory licensing system for developing 

countries. Under the Doha Assignment, less developed WTO member countries are 

 
208 WTO. Intellectual property (TRIPS) - TRIPS and public health: Compulsory licensing of 

pharmaceuticals and TRIPS. WTO, 

https://www.wto.org/english/tratop_e/trips_e/public_health_faq_e.htm (last visited April 4, 2022). 
209 See CETA, Art. 3 (recognizing “the importance of the Doha Declaration on the TRIPS Agreement 

and Public Health adopted on 14 November 2001 by the Ministerial Conference of the World Trade 

Organisation,” and providing that “In interpreting and implementing the rights and obligations under 

this Chapter, the Parties shall ensure consistency with this Declaration” and that “The Parties shall 

contribute to the implementation and respect the Decision of the WTO General Council of 30 August 

2003 on Paragraph 6 of the Doha Declaration on the TRIPS Agreement and Public Health, as well as 

the Protocol amending the TRIPS Agreement, done at Geneva on 6 December 2005”). 
210 WTO, Ministerial conferences - Doha 4th Ministerial - TRIPS declaration (2021). 
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not required to get compulsory licensing for themselves to produce patented 

drugs.211 Simultaneously, countries that are not defined as underdeveloped 

countries can sanction compulsory licenses only if the patent has legitimate 

jurisdiction within its territory, and to supply developing nations.  

 

The Doha Assignment created certain criteria for the assignment of drug supply:  

 

a) Evidence of a public health concern. 

b) Evidence that the importer’s pharmaceutical industry is non-existent or 

inadequate. 

c) Proof that the drug will be used only for public and noncommercial 

purposes. 

 

The Doha Assignment has tried to put public health and humanitarian causes as its 

priority by becoming a bridge between the WTO dispute resolution panel and the 

TRIPS Agreement for the developing and less developed countries.212 Prima facie, 

it seems as if through the Doha Declaration, the concerns of public health in 

developing countries could be resolved through cheaper methods. On the other 

hand, by way of an amendment, Article 31bis waives off the obligations under 

Article 31(f) of the TRIPS, which requires member state to allow the use of 

compulsory licensing for exports to other eligible importing jurisdictions. The 

provision came into force in 2017 post the approval of countries. However, this has 

been used only once in the case of the export of antiretroviral drugs from Canada to 

Rwanda.213  

 

Furthermore, the security exception under Article 73(b)(iii) of the TRIPS 

 
211 Junaid Subhan, Scrutinized: The TRIPS Agreement and Public Health, 9(2) MCGILL J MED. 152-9 

(2006). 
212 Id. 
213 World Trade Organization, Public Health - FAQ, WTO, 

https://www.wto.org/english/tratop_e/trips_e/public_health_faq_e.htm (last visited April 4, 2022). 
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Agreement, along with Article XXI(b)(iii) of GATT, has become a rigid and 

immensely centralised defense for the unjustified restriction of patent products 

supplied and exported by manufacturers.214 It has been very destructive in nature 

for the consumer and the seller. The main concern of public health has been taken 

away through these restrictions and measures. First world countries have made 

billion dollars’ profit creating a nexus of high rates of export to the developed and 

developing countries, as is demonstrated in the next segment.215 

 

The Doha Declaration could have rescued under developed countries from the 

monopolistic competition of the first world countries, which are depreciating the 

values of public health and humanitarian concern. The Doha Assignment excludes 

less developed and developing countries from competing with developed countries 

and makes public health and humanitarian values flourish for the welfare of the 

needy.  

 

Therefore, through the analysis of this article it can be observed that the Doha 

Declaration is the key to setting a balance between fair usage of national security 

exceptions to the TRIPS Agreement. The main objective of public health is to serve 

the best interests of the general public and the needy nations, where the value of 

healthcare systems has been diminished by competitive and monopolistic 

structures. Therefore, it is necessary for first world countries to imbibe and reaffirm 

the values of public health through the Doha Declaration.    

 

However, even though the Doha Declaration sounds promising to end the 

hegemony of developed countries over the sale and distribution of the 

pharmaceutical patents on paper, there are practical challenges faced by developing 

nations which still prevent them from accessing such medicines in times of health 

 
214 Id. 
215 See Part II. 
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emergencies.216 Firstly, only states which possess manufacturing facilities 

domestically can possibly invoke Article 73(b)(iii) to justify the suspension of 

protections so as to shield their security interests during any emergency. Secondly, 

it is doubtful whether any state can even invoke the Article 73(b)(iii) to justify the 

essential security interest of another state for exporting pharmaceutical products to 

them. Thirdly, least-developed countries are currently exempted from providing 

patent protection for pharmaceutical products until 2033. In fact, in June 2013, 

least-developed countries were granted a further extension till July 2021 with 

regard to the implementation of the TRIPS Agreement. Thus, it is unnecessary for 

least-developed countries (or at least those currently using these extensions) to 

implement measures to suspend the enforcement of patent protection for 

pharmaceutical products. 

 

The above analysis shows that in the absence of domestic manufacturing capacity, 

most of the flexibilities in the TRIPS Agreement (including the most extreme, i.e., 

the national security exception) may not be useful to some countries during a 

pandemic such as COVID-19. Importantly, it also demonstrates the point that 

facilitating access to medicines and vaccines in some situations may require 

measures that include but also transcend intellectual property rights. In furtherance, 

a more useful strategy might be able to focus on steps that countries (especially 

developing countries) can take to boost their domestic manufacturing capacity.217 

 

The exemption from providing patent protection till 2033 makes the invocation of 

such exceptions futile for least-developed countries. Nonetheless, it does not 

consider the fact that the requirement of domestic manufacturing facilities is 

essential in case they are not allowed to import such products from the other 

countries invoking it. Thus, in cases of medical health emergencies, these 

provisions fail to take into account public welfare and discriminate against 

 
216 Subhan, supra note 10.  
217 General Agreement on Tariffs and Trade 1947 (GATT 1947), 55 U.N.T.S., Art. XXI. 
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individuals based on the prosperity of the country one is born in.  

 

Further, when a state breaches any such protection and decides to manufacture 

medicines domestically, a dispute might arise between the state and the 

investor/home state which subsequently has to be resolved using appropriate 

available fora. Going further, this paper highlights how these forums fail to take 

into account the concerns of public health.  

 

Generational Analysis of Authors in exports of drugs and Medicines in the 

year 2020 

 

 

Fig. 1.0 
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The first graph above illustrates in percentage of exports of drugs and medicines 

from developed countries.218 The second graph illustrates the highest dollar exports 

of drugs and medicines during the pandemic year 2020. The above data is crucial to 

understand the value of profit to countries through pharmaceutical industries in the 

period of global pandemic.  

 

The major countries that have benefited from pharmaceutical industries in the 

pandemic are mostly developed and developing countries. This data shows that the 

major contributors of medicines and drugs are developed and developing countries. 

However, least-developed countries have no direct authority in the circulation and 

supply of drugs. Therefore, small and least-developed countries have been 

dependent upon these major countries. It is important to understand that this 

marginalisation of small and least-developed countries in the manufacturing and 

supply of drugs and medicines creates a monopoly of contributing countries, which 

facilitates the private interest of economic and financial growth rather than the 

 

218 Daniel Workman, Drugs and Medicine Exports by Country, WORLD’S TOP EXPORTS, 

https://www.worldstopexports.com/drugs-medicine-exports-country/ (last visited Jan 22, 2022). 
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betterment of the public health sector.219 Therefore, by evaluating the above two 

graphs, this paper examines that different factors for the failure of different 

international bodies and tribunals. Among these, one of the major obstacles is the 

intent of countries to prioritise private interests over public welfare and health 

concerns. 

 

How Private Adjudicatory Fora are Taking Primacy over State-Backed 

Resolution Mechanisms 

 

There are primarily four fora for the settlement of pharmaceutical patent related 

disputes. Pharmaceutical companies are free to approach domestic courts of the 

host state for the enforcement of their rights. Further, the ICJ and WTO dispute 

settlement mechanisms also present viable options for the settlement of these 

disputes, even when they concern public health situations at scale. Lastly, private 

ad hoc arbitration tribunals are set up specifically to adjudicate disputes.220 

However, the present trends highlight a growing inclination towards private 

adjudication mechanisms, such as investment treaty arbitrations and ad-hoc 

arbitration for protection of private interests instead of the other three routes 

available to the investors.221 

The reasons for this shift are manifold. The other three adjudicating mechanisms in 

some way or the other pose certain disincentives for the patent holder.  

 

First, the ICJ and the WTO settlement mechanisms are inter-state dispute resolution 

systems and seeking recourse to such fora requires exercising the diplomatic 

 
219 Id. 
220 Aranya Chatterjee, Sharique Uddin, 'Online Dispute Resolution: An Effective Mechanism and an 

Alternative Tool for Justice at a Reasonable Time', (2021), 87, Arbitration: The International Journal 

of Arbitration, Mediation and Dispute Management, Wolters Kluwer Issue 4, pp. 529-549. 
221 Italy v. Cuba, Ad Hoc Arb. Trib., Final Award, ¶ 219 (Jan. 15, 2008). 
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protection of the home state of the given company/investor.222 Diplomatic 

protection is a prerogative of the home state and is invoked on their own will. The 

major disincentive for the investor company is the cumbersome process and the 

lobbying required for them to convince their home state to take the dispute ahead. 

Further, states are also wary of filing disputes for preserving their diplomatic 

relationships and are generally cautious while undertaking any steps which can 

potentially result in an interpretation of international law limiting their regulatory 

framework. This limits the investors’ strategic control over the resolution strategy 

and also casts uncertainty over the issue of damages. There are no obligations for 

the host state to pay any reparations to the home state in case of any violation. 

These further limits investors’ interest in the process.  

 

Second, ongoing proceedings in these fora do not bar investors from initiating 

recourse through arbitration. Several experts have also raised contentions regarding 

the effectiveness of the WTO Dispute Settlement Mechanism in the context of the 

TRIPS Agreement.223 Further, statistics also show that the number of disputes in the 

context of the TRIPS Agreement has also decreased with time.224 

 

Third, another recourse whose practical effectiveness is consistently subjected to 

scrutiny is the host states’ judicial system. The host state’s judiciary simply fails to 

maintain impartiality and ensure a fair trial in most of these cases.225  

 
222 Understanding on Rules and Procedures Governing the Settlement of Disputes (DSU), Marrakesh 

Agreement Establishing the World Trade Organization, Annex 2, 1869 UNTS 401, 33 ILM 1226 

(1994).  
223 Yoshifumi Fukunaga, Enforcing TRIPS: Challenges of Adjudicating Minimum Standards 

Agreements, 23 

BERKELEY TECH. L.J. 868, 879 (2008) (noting that “the use of the WTO DSM to resolve TRIPS 

disputes 

has fallen, while its use to resolve general trade disputes continues unabated”). 
224 Id. at 894, 897 (“Compared to adjudication before the DSM, the Council’s monitoring process is 

less adversarial and thus is less likely to offend the respondent country. Under the TRIPS Agreement 

the reporting obligations are specific enough and the number of laws to be reviewed is small enough 

that the Council is able to perform its task effectively.”). 
225 Christoph Schreuer, Do we need investment Arbitration?, in Reshaping the Investor-State Dispute 

Settlement System (Jean E. Kalicki & Anna Joubin-Bret eds., 2015). 
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Fourth, the dispute settlement mechanisms of several Free Trade Agreements allow 

investors to file a non-violation compliant,226 in cases wherein the violation has not 

technically occurred but results in any disadvantage to the investors’ intellectual 

property. While this provision seeks to maintain a balance of benefit secured during 

the negotiation stage, nonetheless, the provision transfers power to the authority for 

determination of what constitutes a disadvantage.   

 

These are the primary reasons fostering the trend of investors seeking recourse by 

way of investor-state arbitration, despite the presence of the abovementioned 

recourses for resolving pharmaceutical related disputes.227 The issue in these 

disputes varies, ranging from how the patents are governed to competition law and 

policy.  

Investor-state arbitration is far from being perfect. The mechanism still presents 

certain disadvantages not only for public health concerns at large, but also for the 

involved stakeholders. It is the lesser evil of the many available exiting options for 

dispute redressal.  

 

Arbitral Tribunals Prioritise IP rights over Public Health 

 

In recent years, the rise of investor-state arbitration disputes has emerged as a 

vicious problem in the way host states govern the pharmaceutical sector and neglect 

the public health sector. There have been cases of arbitral disputes between 

developed and developing countries globally, which show that such disputes have 

critically impacted the public health sector. Emerging patent-related investment 

arbitration disputes have defined the conflict of interest between the public health 

 
226 GATT, Art. XXIII(1)(b)-(c). See also Susy Frankel, Challenging Trips-Plus Agreements: The 

Potential Utility of Non-Violation Disputes, 12 J INT ECON. L. 1023 (2009). 
227 See AHS Niger & Menzies Mid. E. & Afr. S.A. v. Republic of Niger, ICSID Case No. ARB/11/11, 

Award (July 15, 2013) (where Niger was found liable for expropriation of the airport services 

concession, but no 

damages were due for subsequent “misuse” of intellectual property). 
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sector and private companies. At the same time, investment arbitration has also 

masked the interaction between the interests of private companies and the public 

health policies of the host state on issues of pharmaceutical patents. These disputes 

have highlighted the need for host states to protect and preserve access to medicines 

for providing safety and effectiveness in the medicinal products. 

 

Signa v. Canada228 was one of the very first investment arbitration disputes relating 

to pharmaceutical patents. In this dispute, Signa, a Mexican generic pharmaceutical 

company, challenged Canadian patent regulation. According to Signa, Canadian 

regulations governing the authorisation process violated the fair and equitable 

treatment standard under Article 1105 of the North American Free Trade 

Agreement.229 To sell their medicines in Canada, Signa required relevant 

authorisation from the authorities. However, according to Canadian pharmaceutical 

regulations, “it is not only by mere purporting to have a relevant patent, but a 

person can also obtain a mandatory prohibition against a generic competitor for a 

period of about 3 years.” Signa claimed a loss of market share and revenue because 

‘Bayer’, the patent holder company in Canada, did not want Signa and other 

pharmaceutical companies to make ciprofloxacin hydrochloride for a period of 

about three years.230 This case is relevant for understanding how foreign investors 

can challenge a host state’s patent regulations governing the period of patent 

protection and authorisation process. The case discussed whether arbitral tribunals 

and state administrations have a prejudiced view against patents and the public 

health sector, and the case was eventually withdrawn by the claimant. This case is 

important as it evaluates the rigidity of licensing and its effects on the public health 

 
228 Signa S.A. de C.V. v. Canada, Notice of Intent to Submit a Claim to Arbitration Under Section B 

of Chapter 22 of the North American Free Trade Agreement (Mar. 4, 1996), available at 

http://www.international.gc.ca/trade-agreements-accords-commerciaux/assets/pdfs/disp-diff/signa-

01.pdf. 
229 Signa S.A. de C.V. v. Canada. 
230 Eli Lilly & Co. v. Canada, ICSID Case No. UNCT/14/2, Canada Statement of Defence, ¶ 108 

(June 30, 2014). 

Edition 1                How Global Pharmaceutical Patent Protection Circumvents Public Health concern 



91 
Editorial 

 
CIPRA 

sector.231   

 

In another dispute, US-based pharmaceutical company Eli Lilly filed a ‘notice of 

intent’ against the government of Canada under NAFTA Chapter 11, which allows 

any North American country to bring proceedings against the government of 

another country which is party to NAFTA for any breach of its obligations under 

the treaty.232 However, Eli Lilly contended that the interpretation of Canada’s 

Patent Act by the Canadian courts is beyond the jurisdiction of a NAFTA Chapter 

11 tribunal. Eli Lilly failed to submit its claims in accordance with the limitation 

time-period under Articles 1116(2) and 1117(2).233 Canada argued that Eli Lilly’s 

allegations of breach of Canada’s obligations under NAFTA were of no merit. Eli 

Lilly alleged that domestic courts’ interpretation of domestic laws is only subject to 

investor state arbitration and such interpretation amounts to a denial of justice.234 

 

While dealing with pharmaceutical patent-related investment disputes which comes 

under commercial arbitration proceedings, the main feature of such disputes is 

confidentiality. The general hearing is done in camera, the documents remain 

confidential, and depending upon the will of the parties the award may not be 

published in the public domain. The details and names of the parties in the dispute 

may remain undisclosed till the end. The confidentiality in commercial disputes is 

problematic in investor-state arbitration proceedings. The arbitral tribunal may ask 

the state to compensate investors for regulation of awards which may create issues 

in implementation. The investment arbitration regime, though more transparent in 

its functioning than the international commercial arbitration regime, provides for 

public issue of certain excerpts of the proceedings as well as the awards. This has 

also been done on demand, due to the widespread ramifications of its proceedings. 

 
231 Id. (quoting EDF (Services) Ltd. v. Romania, ICSID Case No. ARB/05/13, Award, ¶ 217 (Oct. 8, 

2009)). 
232  Eli Lilly & Co. v. Canada, ICSID Case No. UNCT/14/2, Notice of Intent, ¶ 95 (Nov. 7, 2012). 
233 Id., at 6. 
234 Id., at 9. 

IPLR I 2022                                          INTELLECTUAL PROPERTY LAW REVIEW 

 

REVIEW 



92 
Editorial 

 
CIPRA 

Due to its present public nature, several inconsistencies and discrepancies in the 

judgements of different tribunals have been observed.235 Kaj Hober and Karl Heinz 

have noted how decisions sometimes deviate from established principles even 

though the length of the decisions increases.236  

 

The other major challenge is investment security in most of the countries. As 

Christoph Schreuer notes, despite the presence of the investment arbitration system, 

the executive and the judicial wings of countries have failed to enforce awards 

domestically. Issues of state immunity have arisen at the stages of execution & 

enforcement, and hence, are dealt as per municipal laws and customary 

international law. It is visible here that the investment climate faces a challenge.237 

Further, when ad hoc arbitration tribunals are resorted to, inconsistencies in arbitral 

rules are bound to arise.238 These rules do not provide for the public disclosure of 

claims. Consequently, there can be no accurate accounting of all such disputes. 

However, the implications of such disputes remain hidden in public policy, which 

is a concern for public interest.  

 

PHARMACEUTICAL PATENTS AND HUMAN RIGHTS 
 

In simple terms, patents are rights that protect inventions, and can thus be 

considered as a form of property, which is secured as forms of human rights or 

fundamental rights to the protection of private property.  This is so even in the 

absence of a viable market. To that extent, they are, like other property rights, 

rights to exclude. Yet, the denial of access to patented pharmaceuticals by patients 

who cannot afford them, when they or their government can afford those products 

 
235 Karl Heinz Bockstiegel, Commercial and Investment Arbitration: How different are they?, 28(4) 

JOURNAL OF LONDON COURT OF INTERNATIONAL ARBITRATION 587 (2012).  
236 Id. 
237 Kaj Hobér, Investment Treaty Arbitration and Its Future -- If Any, 7 Y.B. ARB. & MEDIATION 58 

(2015). 
238 Schreuer, supra note 22, at 5-6.  
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at a generic rate, that is, without the patent rent, is sometimes seen as an affront to 

another human right, namely the right to health. 

 

There is a dual perspective on this view. First, the Preamble to the WHO 

Constitution provides that the “enjoyment of the highest attainable standard of 

health is one of the fundamental rights of every human being without distinction of 

race, religion, political belief, economic or social condition.”239 The right to health 

also appears in Article 12 of the ICESCR, which recognizes “the right of everyone 

to the enjoyment of the highest attainable standard of physical and mental 

health.”240 According to General Comment 14, this right to health requires access to 

at least certain medicines.241 The right also rests on Article 25.1 of the 1948 

Universal Declaration of Human Rights.  

 

“Everyone has the right to a standard of living adequate for the health 

and well-being of himself and of his family, including food, clothing, 

housing and medical care and necessary social services, and the right 

to security in the event of unemployment, sickness, disability, 

widowhood, old age or other lack of livelihood in circumstances 

beyond his control.”242 

 

This could pose a challenge when it comes to creating policies in areas like 

pharmaceutical patent protection, which affects public health. As Valentina Vadi 

notes, pharmaceutical protection reflects both private and public interests, namely 

 
239 Constitution of the World Health Organization, 22 July 1946, 62 Stat. 2679, 14 U.N.T.S. 185. 

Preamble. 
240 ICESCR, 993 U.N.T.S. 3, Art.12. 
241 Committee on Economic, Social and Cultural Rights (CESCR), General Comment 14: The Right to 

the Highest Attainable Standard of Health (Article 12), UN Doc. HRI/ GEN/Rev.9 (Vol. I) (2000). 

See Helen Keller & Lena Grover, General Comments of the Human Rights Committee and Their 

Legitimacy, in UN Human Rights Treaty Bodies: Law and Legitimacy (Helen Keller & Geir Ulfstein 

eds., 2012. 
242 Universal Declaration of Human Rights, G.A. Res. 217, U.N. GAOR, 3d Sess., U.N. Doc. A/810 

(1948). 
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the private interest of the patent owner, that is, exclusive rights for the term of the 

patent and possible extensions, but also the public interest.243 

 

The public interest dimension is protected both by access to (new) life-saving or 

life-improving medicines, and by the possibility afforded by the patent disclosure to 

other innovators to build on these inventions, including in markets where no patent 

is in force and thus, where there is no need to wait for the expiration of the 

patent.244 Having said that, the grant of a patent does not confer absolute rights. As 

Grosse Ruse-Khan points out, such conferral “certainly does not and cannot create 

any legitimate expectation that the exclusivity it confers is absolute and will remain 

without interference from accepted checks and balances inherent in the IP 

system”.245 Even though the rights are not absolute, the IP regime works to uphold 

the exclusivity and absolutist nature of these rights in almost all senses.  

A number of observers had predicted this conflict. Professor Sornarajah suggested 

that conflicts between private and public interests are more likely in an Investor 

State Dispute Settlement (‘ISDS’) context than in multilateral trade law.246 Kate 

Myles wrote in the same vein that there is “little room for the consideration of the 

public interest in a regime so heavily weighted towards investor protection”.247 

Professor Susy Frankel has noted in that connection that- 

 

“Investment tribunal arbitrators when making decisions (including the 

 
243 Valentina S. Vadi, Towards A New Dialectics: Pharmaceutical Patents, Public Health And 

Foreign Direct Investments, 5 NYU JOURNAL INTELLECTUAL PROPERTY. & ENTERTAINMENT LAW 113 

(2015). 
244 Id. On the value of patent information, see Sean B. Seymore, The Teaching Function of Patents, 

85 NOTRE DAME LAW REVIEW 621 (2010). 
245 See Henning Grosse Ruse–Khan, Overlaps and Conflict Norms in Human Rights Law: Approaches 

of European Courts to Address Intersections with Intellectual Property Rights, in Research Handbook 

On Human Rights And Intellectual Property (Christopher Geiger ed., 2015). 
246 See Muthu-Cumaraswamy Sornarajah, Evolution or Revolution in International Investment 

Arbitration? The Descent into Normlessness, in Evolution In Investment Treaty Law And Arbitration 

(Chester Brown & Kate Miles eds., 2011). 
247 Kate Myles, Reconceptualizing International Investment law: Bringing the Public Interest into 

Private Business, in International Economic Law and National Autonomy (Meredith Kolsky Lewis & 

Susy Frankel eds., 2010). 
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interpretation of the agreements at issue) are likely to focus on the 

function of IP as a set of property rights rather than as equally 

important parts of the international IP structure, which enables 

tailoring of those rights to reward innovation appropriately (rather 

than excessively) and to maintain regarding interests, such as when 

property rights need to be balanced with affordability and availability 

of medicines … [T]hat does not require and should not result in 

detaching the property aspects of IP from its other functions and 

objectives.”248 

It is true that the meaning of ‘property’ in patent law does not withhold the same 

meaning as in real property.249 For example, property rights are sometimes 

described as absolute.250 Intellectual property by contrast has inherent limitations 

(e.g. - the term of a patent) and exceptions (e.g., compulsory licensing) that are 

built into the system. They are “part of the framework of rights, rather than being 

something that gnaws away at them.”251 Those broader societal objectives related to 

innovation and access provide “both boundaries and the framework of the scope of 

the property rights”.252 

 

Further, the grant of a patent right has a specific purpose, and that purpose, seen 

teleological from a policy perspective, is primarily an instrument to create an 

incentive that will be in the private interest of the patent holder but for the greater 

public interest in access to innovation.253 The public interest component present to a 

certain extent in state-to-state dispute-settlement is not the same when a party to the 

 
248 Susy Frankel, Interpreting the Overlap of International Investment, and Intellectual Property 

Law, 19(1) JOURNAL OF INTERNATIONAL ECONOMIC LAW 121 (2016). 
249 See Jakob Cornides, Human Rights and Intellectual Property: Conflict or Convergence? 

7 JOURNAL OF WORLD INTELLECTUAL PROPERTY 135 (2004). 
250 See Robert P. Burns, Blackstone's Theory of the “Absolute” Rights of Property, 54 UNIVERSITY OF 

CINCINNATI LAW REVIEW (1985). 
251 Frankel, supra note 45. 
252 Id., at 16. 
253 See Christophe Geiger, The Social Function of Intellectual Property Rights, or How Ethics can 

Influence the Shape and Use of IP Law, (Max Planck Institute for Intellectual Property and 

Competition Law, Working Paper No. 13-06, 2013). 
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dispute is a multinational company. As Susan Sell notes, despite all the rhetoric of 

economic competitiveness, states are not firms. Firms “only have to worry about 

one thing--shareholder value. The bottom line is always to earn a profit, and they 

have one clear goal--to increase shareholder value. Policymakers face a much more 

complicated array of issues and priorities.”254  

 

If patent owners’ use of ISDS to challenge regulatory measures adopted by host 

states can directly impact regulatory autonomy, including the state's ability to make 

and change innovation polices and to protect human rights, the risk extends to a 

possible disruption of “regulations governing everything from public health, 

energy, finance, education, privacy, and free expression. Under these provisions 

investors can attack domestic social bargains and, if successful, override legitimate 

sovereign regulatory discretion.”255 

 

In sum, in an ISDS context, regulatory autonomy may be threatened due to the very 

fuzzy interface with both human rights law and the right to regulate. Panels in ISDS 

disputes can and often do consider human rights arguments put forward by a party 

as they would any other argument brought to their attention. Is that a sufficient 

guarantee? The answer is certainly not a clear yes.256 

 

At its most basic level, the human rights balance argument is thus as follows: when 

the patent holder cannot reasonably hope to have a significant market in a territory 

for a product that has life-saving potential, there is no legitimate reason to prevent 

access to that product if someone (a public or private entity) is willing to produce it 

at a cost that the country can afford. There are legitimate concerns on the part of 

patent holders about re-exportation, and those should be adequately addressed, as 

 
254 Susan K. Sell, Remarks, 8 AMERICAN SOCIETY OF INTERNATIONAL LAW PROCEEDINGS 317 (2014). 
255 Eli Lilly & Co. v. Canada, ICSID Case No. UNCT/14/2, Canada Statement of Defence, ¶ 108 

(June 30, 2014). 
256 See LONE WANDHAL MOUYAL, INTERNATIONAL INVESTMENT LAW AND THE RIGHT TO REGULATE: A 

HUMAN RIGHTS PERSPECTIVE (Routledge 2016). 
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they have been at the WTO.257 

 

That being said, it must be emphasized that the problem of severe diseases affecting 

least-developed countries does not lie entirely with patents - far from it. In several 

African countries where patent protection would be available, antiretroviral drugs 

have not been patented. Least-developed nations have until 2033 to adopt 

pharmaceutical patent protection under WTO rules.258 Problems often lie 

elsewhere, such as in the absence of a capacity of production and the lack of 

efficient medical infrastructure and distribution networks. The latter can be solved, 

though with colossal efforts, by setting up distribution mechanisms, local clinics, 

etc. Concerns about interrupted treatments and the possible emergence of more 

aggressive viruses must be taken very seriously. 

 

In some cases, patents do remain part of the obstacles that must be dealt with 

appropriately to ensure adequate access. Hence, the ripple effects of the clash 

between patents and human rights are far from over. The WHO, for example, has 

actively entered the field and broadened the discussion to the entire financing of 

pharmaceutical research, questioning the predominance of private, profit-driven 

enterprises. The WHO is not alone. The United Nations has generally taken a dim 

view of the interface between trade and human rights, especially when ISDS is 

factored in. A report presented in 2015 to the UN General Assembly concluded that 

ISDS “should be abolished as a fundamentally flawed system having adverse 

human rights impacts”.259 

 
257 See World Trade Organization, Ministerial Declaration of 14 November 2001 on the TRIPS 

Agreement and Public Health, WT/MIN(01)/DEC/2, 41 I.L.M. 755 (2002); Marla L. Mellino, The 

TRIPS Agreement: Helping or Hurting Least Developed Countries' Access to Essential 

Pharmaceuticals?, 20 FORDHAM INTELLECTUAL PROPERTY MEDIA & ENTERTAINMENT LAW JOURNAL 

1349 (2010). 
258 Some commentators believe that this flexibility is “merely academic” because many sub-Saharan 

countries comply with TRIPS even if they are under no obligation to do so. See Poku Adusei, Right to 

Health and Constitutional Imperatives for Regulating the Exercise of Pharmaceutical Patent Rights in 

Sub-Saharan Africa, 21(2) AFRICAN J INTERNATIONAL AND COMPARATIVE LAW 250 (2013). 
259 UN General Assembly, Promotion of a democratic and equitable international order: Note by the 

Secretary-General, UN Doc A/70/285 (Aug. 5, 2015). 
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CONCLUSION 

In recent years, arbitrators have been criticised for expanding the rights of patent 

owners extensively. This is done at the cost of public interest, which is the primary 

objective of medical services.260 The absolute protection of owners’ patents by the 

legislature and lawmakers encourages monopoly and high levels of prices of 

medicines. Among IP and other legal instruments, states have the right and duty to 

adopt regulation governing pharmaceutical products, keeping the concerns of 

public health in highest regard.261 

 

It can be observed that public health and other global issues are interlinked and 

interconnected with foreign investments. As different branches of international law 

evolved asymmetrically, regulation of international health law manifested and 

preferred the objectives of profit making over public health concerns. The 

interpretation of law given by different arbitral tribunals has further solidified this 

protection. Public health policies shouldn’t be motivated by political or corporate 

incentives, as what best serves the commonwealth may not always be in the 

interests of all its members. 

 

All in all, the WTO, GATT and Doha exceptions can be invoked by countries, but 

there is no practical point in doing so. This is because first, protection can be fully 

utilised by countries having the capacity to manufacture generic medicines 

domestically. Second, it cannot be used to export to the other states as the treaties 

are not clear in this regard. Further, even if developing nations can, hypothetically, 

export medicines to other countries, international politics, diplomacy, and high 

charges will continue to pose problems.   

 

 
260 Ruse–Khan, supra note 42. 
261 See Eli Lilly & Co. v. Canada, ICSID Case No. UNCT/14/2, Notice of Intent ¶¶ 49, 70, 99-102 

(Nov. 7, 2012). 
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The TRIPS Agreement remains ambiguous as it provides that patents should only 

be granted for new inventive and useful inventions. However, it does not define 

these terms. Global legislation needs to be strengthened to curb bio-piracy, for 

which noncompliance with the disclosure of origin rules leads to the revocation of a 

patent.  

 

There is a need for a proper redressal mechanism for public health considerations. 

This could be a specialised tribunal within ICSID or a World Health Court, charged 

with balancing differences between IP protection and health concerns purely from 

an international policy perspective. Having said that, if one adopts an 

instrumentalist view of intellectual property, the international IP system should 

function for the good of all. This would bring a consistent framework for IP 

enforcement, and the resolution of disputes will be standardised. This system 

should be applicable to all the subsequent bilateral agreements, leaving only the 

subject matter of the investment within the discretion of the parties in question, 

such that the above problems would not arise. Overall, the practical challenge 

however, would be to amend multilateral treaties. Inconsistencies in the system 

neither benefits the investors nor the states, and the state parties who eventually 

believe in the fundamental idea of investment arbitration will still agree to the 

amendment of the laws. 

 

The notion that the intellectual property regime serves a social function is widely 

accepted in international law as well. As expressly indicated by Articles 7 and 8 of 

the TRIPS Agreement,262 “They must always be harmonized with other rights of 

equally significant value and with the interests of the community”. Similarly, 

Professor Cornides also points out that “Property is not an end in itself. Obviously, 

it must be used in a way that contributes to the realisation of the higher objectives 

 
262 World Trade Organisation, supra note 54. 
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of human society.”263 

 

The essential question is whether if at all, the absolute protection granted to 

pharmaceutical patents invoke any of the human right obligations of states to begin 

with. It can be said that IP is protected by way of these measures. However, the sole 

motive of innovation and public benefit which it sought to be achieved is not 

fulfilled. There is a gap in regulation, which is leveraged by profit-making entities.  

 

In conclusion, the system is still flawed and adjudicating disputes through 

investment arbitration seems like a loophole that protects investors from institutions 

of public accountability. This can be counterintuitive to the original goals that 

patent law was introduced to meet.  

 

 

 

 

 

 

 

 

 

 

 

 

  

 

 

 
263 Valentia Vadi, New Forms of Dialectics between Intellectual Property and Public Health: 

Pharmaceutical Patent-Related Investment Disputes, 49(2) THE INTERNATIONAL LAWYER 149–198 

(2015). 
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Intellectual Property Rights in the Defence Sector - Emerging Trends 

and Legal Issues 
DR. BHUPINDER KAUR264  &  JIVANTIKA GULATI265  

 

Abstract 

 

The Government of India launched the “MAKE IN INDIA” programme in 2014 

with an objective to create a strong domestic production-based economy. Amongst 

other things, it promised to take defence production and export to considerably 

higher levels, from the current estimated value of Rs. 80,000 crores to Rs. 1,75,000 

crores by 2025. According to the Indian Defence Production Policy, 2018,266“The 

technology change in the information arena, the biological arena and the nano-

technology arena is not only going to have a profound impact on military 

operations but will also require a much more responsive defence industry, 

especially in light of the decreasing predictability of future needs. India needs to 

develop cutting-edge technologies, including additive technologies, to be able to 

achieve leadership in defence products and materials. The R&D strength of India 

needs to be channelized for creating domestic IPRs for defence needs.” These 

inventions and intellectual creations need adequate protection through the creation 

and promotion of intellectual property rights. The government has taken certain 

steps in this regard, such as establishing the IPR Facilitation Cell by the Defence 

Ministry in 2018. The DRDO also came up with a liberal IPR policy in September 

2019. There are concerns about IPR laws facilitating or motivating the promotion 

of IPR in the defence sector given the fact that IPR facilitates the economic 

interests of right holders, while defence is more a strategic sector. Ownership 

rights and license rights in the case of collaborative projects, IPR in dual use 

 
264 Assistant Professor of Law, Army Institute of Law, Mohali. 
265 Assistant Professor of Law, Symbiosis Law School, Pune. 
266 Ministry of Defence, Defence Production Policy, MAKE IN INDIA DEFENCE (Oct. 10, 

2019,2.00PM), 

http://www.makeinindiadefence.gov.in/admin/writereaddata/upload/Draft_Defence_Production_Polic

y_2018.pdf. 
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technologies, atomic energy inventions, procedural technicalities in legislations, 

effect of disclosure of inventions, conflict of interest situations when the state is a 

party to an IPR application, and certain other issues are matters of concern. 

Government policies lack clarity on most of these issues. They need to be analysed, 

researched and solved. This paper aims to highlight IPR issues emerging out of the 

expansion and privatisation of the defence sector, and to suggest certain courses of 

action to solve these issues. 

 

Key Words: Defence, Intellectual Property Rights, Inventions, Patent. 

 

INTRODUCTION 

 

According to the Draft Defence Production and Export Promotion Policy, 2020:  

 

“The size of the Indian defence industry is currently estimated to be 

about Rs. 80,000 crores. While the contribution of public sector is 

estimated to be Rs. 63,000 crores, the share of private sector has 

steadily grown to Rs. 17,000 crores over the years. The defence 

production has been set to achieve an annual turnover of Rs 1,75,000 

crores in aerospace, defence goods and services by 2025 involving 

additional investment of nearly Rs 70,000 crores. It has also been 

proposed to achieve export of Rs 35000 crores in defence goods and 

services by 2025267”  

 

These targets can be achieved by increasing the production capacity of existing 

Defence Public Sector Undertakings (DPSUs) individually or in collaboration with 

private enterprises. Private organizations may be given outsourced contracts by the 

 
267 Ministry of Defence, Draft Defence Production and Export Promotion Policy 2020, MAKE IN INDIA 

DEFENCE (Apr. 6, 2022, 2.02 PM), Draft_DPEPP_03.08.2020.pdf (makeinindiadefence.gov.in).  
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Defence Ministry or may be brought into DPSUs. Research and development will 

have to be given a big boost and a robust system of intellectual property rights 

management needs to be developed. With this objective in view, an Intellectual 

Property Rights Facilitation (IPF) Cell was established under the Department of  

Defence Production on 4th April 2018 to prop up self-sufficiency in owning 

intellectual property rights in the defence sector. As part of this initiative, the 

Department of Defence Production launched Mission Raksha Gyan Shakti on 27th 

November 2018 to encourage DPSUs and the Ordnance Factory Board (OFB) to 

boost an ‘IPR culture’ in their respective organizations with the end of promoting 

self-reliance. Increasing emphasis on IPR’s role in defence has influenced these 

changes.  

 

Intellectual property rights (‘IPR’s) are the proprietary rights which emerge from 

intellectual creation by humans and organizations. Prominent IPRs include patents, 

copyrights, trademarks, industrial designs, and geographical indications. The State 

can own IPR, and its joint ventures with the private sector are governed by the 

terms of the contracts signed between the government and such private parties. An 

IPR policy is either declared through such contracts or comes in the form of a 

general IPR policy statement issued by the regulating Government department, 

specific to the issues likely to arise in these contracts. Such a statement, for 

example, was issued in relation to jointly developed computer software products in 

September 2018. Legal principles pertaining to works created in the course of 

employment under a contract of service provide that if the intellectual creation is 

done in the service of the Government, IPR would be owned by the government. In 

case of joint ventures, both the parties will equally share the rights in, and returns 

from the IPR, although it is possible that ownership rights and licensing aspects 

may also depend upon the terms of the contract between the parties. This will 

further depend on the economic investment in research and development and the 

end users of the intellectual property. In outsourced contract research, IPR is owned 

by the funding agency, but the receiver of the funds does have licensing rights for 
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the non-commercial use of these innovations. However, in the defence sector, 

strategic issues are involved, delicate technologies have to be safely handled, 

fiddles have to be evaded, and litigation is to be avoided. Therefore, a strong, 

strategic, yet flexible and economically fruitful IPR legal regime is required in this 

sector. 

The Current State of Affairs Regarding IPR in the Defence Sector 

 

The current framework governing IPR in the defence sector include the ‘Make in 

India Policy’, ministerial policies, contractual guidelines, institutional set-up, and 

acquisition of domestic IPRs by indigenous defence production units. An attempt to 

analyse the same is made hereunder.  

 

Make in India Policy268 

 

 The defence sector has come up with the concept of “MAKE” under the ‘Make in 

India’ initiative for the development of new capabilities and technology. It was 

launched by the Prime Minister of India in the year 2014.269 The Defence 

Procurement Procedure from 2016 sub-categorized the “MAKE” concept into: 

a. MAKE I category, where the project is predominantly Government funded.  

 

b. MAKE II category, where the project is predominantly industry funded, 

and relies on import substitution with innovation and solutions. 

 
268 Government of India, Make in India, PIB.GOV (Oct. 11, 2019, 3.15 PM), 

https://pib.gov.in/newsite/PrintRelease.aspx?relid=190654. 
269 In a reply to a query filed in the Lok Sabha on 17th December, 2021, the Ministry of Defence 

informed that many significant projects have been produced in the country under ‘Make in India’ 

initiative of the Government in last few years. Such projects include the 155 mm Artillery gun System 

‘Dhanush’, Bridge Laying Tank, Light Combat Aircraft ‘Tejas’, ‘Akash’ Surface to Air Missile 

System, Submarine ‘INS Kalvari’, Inshore Patrol Vessel, Offshore Surveillance Ship, ‘INS Chennai’, 

Anti-Submarine Warfare Corvette (ASWC), Arjun Armoured Repair and Recovery Vehicle, Landing 

Craft Utility, Bridge Laying Tank, Bi-Modular Charge System (BMCS) for 155 mm Ammunition, 

Thermal Imaging Sight Mark-II for T-72 tank, 25 T Tugs, Water Jet Fast Attack Craft, Offshore Patrol 

Vessel, Fast Interceptor Boat, INS Kalvari, INS Khanderi, Medium Bullet Proof Vehicle (MBPV), 

Lakshya Parachute for Pilotless Target Aircraft etc. Ministry of Defence, Parliament Replies, 

QUESTIONS: LOK SABHA (Jan. 5, 2022, 2.05 PM), loksabhaph.nic.in. 
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Defence IPR Policy for Jointly Developed Computer Software Products270 

 

In relation to computer programs which are subject to copyright protection, the 

Defence Ministry’s policy contains the following broad guidelines- 

 

a. A computer hardware system, made by a developer, can be in the form 

of an integral part or in a bundled form of hardware that is provided in 

CDs. The Government and the developer will possess joint ownership 

of this IPR, which is nonexclusive, unlimited, and royalty free, and 

which can be improved and adapted with the capacity to be merged 

with different software programs by both parties in agreement with 

each other. 

 

b. In case of dual use technologies, the developer can use the product for 

civilian purposes, whereas the Government shall have the right to use it 

for military purposes. The software shall include supplement manuals 

and related documents. 

 

c.  Foreground Information IPR belongs to the Government when the 

project is fully funded by Government. In other cases, ownership can 

be claimed by both the parties, with a reservation that sole ownership 

can be taken by the Government in exceptional circumstances and in 

the matters of national interest. 

 

d. It is a rule and an obligation on the part of the developer to take prior 

permission from the Government with regard to the licensing of 

Foreground Information IPR. Further, the developer has to make timely 

 
270 Ministry of Defence, Defence IPR Policy for Jointly Developed Computer Programmes, 

MOD.GOV (Oct.11, 2019, 3.30 PM), https://mod.gov.in/sites/default/files/defiprp.pdf. 
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disclosures and has to submit periodical reports of the computer and 

software programs (so licensed) to the Government. 

 

e. Apart from Foreground Information, Background Information in the 

field of computer software also exists and the ownership of such 

information stays with the parties developing it. The developer needs to 

take prior permission from the Government while disclosing it to any 

third party. 

 

Thus, the Government retains ownership over programmes developed by the 

developer and has the freedom to take over ownership under exceptional 

circumstances. Further, the Government has the right to utilize Foreground 

Information for military purposes and to also have indirect control over 

Background Information, which is owned by developer.  

 

Intellectual Property Facilitation Cell271 

 

With the promotion of IPR in the defence sector, a Facilitation Cell was created for 

providing general advisory and guidelines about patent, trade mark, copyright, and 

designs, along with providing awareness and counseling services. Its role is critical 

in view of the significance of IPR in the sector. The Cell addresses, inter alia, the 

following:  

 

a. Providing advisory opinions to stakeholders such as the Defence Ministry, 

DPSUs, DGQA, DRDO and OFB in the field of different categories of 

IPRs such as patents, trademarks, copyrights, and designs. 

 

 
271 Government of India, Make in India, MAKE IN INDIA DEFENCE (Oct. 10, 2019, 4.20 PM), 

https://www.makeinindiadefence.gov.in/pages/intellectual-property-ip-in-defence. 
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b. Training and capacity building services, and creation of appropriate 

awareness about IPR. 

 

c. Organization of workshops for training professionals like engineers, and 

further guiding them for engaging and consulting firms. 

 

 

d. Development of an intellectual property tracker for awareness regarding 

different IPR. 

 

The Cell’s panel consists of personnel having adequate knowledge and expertise, 

including people drawn from the Ordnance Factory Board and DPSUs for 

providing assistance. Legal experts on IPR can also be hired. The cell may also 

consist of IP attorneys and IP consultants with a prescribed fee structure for OFBs 

and DPSUs. IPR training data of the Ministry of Defence states that the training 

targets of the Cell have been fully achieved. The Cell has been successful in 

spreading awareness in DPSUs for filing more IPR applications in recent years.272 

As on 31st March, 2021, a total of 32,478 personnel from all DPSUs, OFB, DGQA 

and private industries have been imparted with basic awareness training by the 

team of selected ‘Master Trainers’, who were trained at the Rajiv Gandhi National 

Institute of Intellectual Property Management (RGNIIPM), Nagpur for this very 

purpose.273 

 

IPRs of the Indigenous Defence Production Units 

There are a few production units supplying arms and ammunition to the armed 

forces. They undertake research and development as well as the production of the 

articles. The IPR portfolio of these public sector companies is as under: 

 
272 See Table No. 1. 
273 Ministry of Defence, Mission Raksha Gyan Shakti, DDPMOD (Aug. 4, 2020, 1.30 PM), 

https://ddpmod.gov.in.  
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Table 1- IPRs Filed by OFB/DPSUs till April 2021 

 

Entity Patent

s 

Trademark

s 

Copyrigh

t 

IC 

Layou

t 

Desig

n 

Industria

l Design 

In-

Hous

e IP 

Tota

l 

BDL 13 1 32 0 24 23 93 

BEML 151 17 22 0 22 0 212 

GRSE 32 3 33 0 0 6 74 

MIDHAN

I 

11 69 46 0 0 20 146 

OFB 166 73 76 0 69 25 409 

GSL 5 2 28 0 17 0 52 

HSL 1 1 5 0 13 25 45 

MDL 51 8 2 0 0 101 162 

BEL 459 2 259 6 7 0 733 

HAL 1361 2 421 0 141 4 1929 

 

Source: E-Magazine Mission Raksha Gyan Shakti Samvaad, 3rd Edition274 

 

Table 2- IPR Registered/Granted to OFB/DPSUs till April 2021 

 

Entity Patent Trademark Copyright IC 

Layout 

Design 

Industrial 

Design 

Total 

BDL 2 1 32 0 3 38 

 
274 Department of Defence Production, Mission Raksha Gyan Shakti E-Magazine, DDPMOD (Jan 5, 

2022, 4.10 PM), ddpmod.gov.in. 
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BEML 8 0 3 0 0 11 

GRSE 2 3 27 0 0 32 

MIDHANI 5 57 19 0 0 83 

OFB 3 29 35 0 16 83 

GSL 0 2 20 0 9 31 

HSL 0 1 5 0 4 10 

MDL 0 8 2 0 0 10 

BEL 13 2 207 1 0 223 

HAL 16 2 363 0 79 460 

 

Source: E-Magazine Mission Raksha Gyan Shakti Samvaad, 3rd Edition275 

 

The IPR data released by the Ministry of Defence provides that a total of 3855 IPR 

applications have been filed by Government’s defence production companies, 

which is a significant positive shift in the approach towards the recognition of the 

importance of IPR in the defence sector. The actual number of IPRs granted is 981, 

including 49 patents, 715 copyrights, 105 trademarks, 111 industrial designs and 1 

IC layout design. The major deficiency lies in patent grants. Out of a total of 2250 

patents applications filed, only 49 patents were granted. It also shows a lack of 

innovation and technological advancement in public sector defence manufacturing 

organisations and demonstrates the need to open the sector for private entrepreneurs 

as well as to secure technology transfer agreements with foreign original equipment 

manufacturers. Some additional points highlighting the working of some prominent 

DPSUs and their IPR policies have been discussed as under. 

 

Hindustan Aeronautics Limited (HAL) 

HAL has developed a strategic plan for aligning the Government’s initiative for 

 
275 Department of Defence Production, Mission Raksha Gyan Shakti E-Magazine, DDPMOD (Jan 5, 

2022, 4.10 PM), ddpmod.gov.in 
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maximization of the benefit of the company with further development and research 

in the aerospace sector and manufacturing. Major emphasis has been placed on 

research and development of accessories, and on the components used for 

manufacturing engines, avionics, fuselage, and airplanes. It has established strategic 

partnerships with the DRDO, Council of Scientific and Industrial Research (CSIR) 

and different academic institutions as well. It also works to create Public Private 

Partnerships (PPP) with interested suppliers. Light Combat Aircraft ‘Tejas’ was the 

first ever plane inducted into the Indian Air Force (IAF) under the ‘Make in India’ 

project which qualified all testing phases. For clearance, all aircrafts need to 

undergo certain stages of testing, such as fuselage (body), engine, and avionics like 

radar, bombing, and the guidance system. Although the outer body is indigenously 

made, the engine is imported and manufactured by General Electric, which is a US-

based company. This foreign company no doubt had its own patented technology, 

which HAL would have been bound to respect, unless negotiations to the contrary 

were adopted in the IP clause in the agreement. 

 

Table 3- IPR Portfolio of HAL 

 

Year No. of IPR 

Applications 

Filed 

IPRs Granted 

or Registered 

R&D 

Expenditure 

(In Cr.) 

R&D 

Expenditure as 

% of total 

Turnover  

2015-16 197 22 1182 7.07 

2016-17 148 15 1284 7.1 

2017-18 114 54 1612 8.82 

2018-19 82 70 1464.40 7.43 

2019-20 201 140 1232 6 

 

Source: Annual Reports of HAL 
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A document issued by HAL in December 2015 marking ‘HAL’s 75 Years’ Service 

to Nation’ reveals that the total IPRs held by the organization as of May 2015 was 

56, which included 7 patents, 6 design registrations and 43 copyrights.276 As of 

April 2021, HAL had 16 patents, 2 trademarks, 363 copyrights and 79 industrial 

designs, making the total number of IPRs granted 460, which is a significant 

improvement over the last 5 years.277 Yet, it needs to work on patents more 

aggressively. HAL has also issued a legal notice stating that any person using any 

information, artistic text, video, audio, photographs, images, or pictures without the 

written consent of HAL will be liable for infringement of its trademark, copyright, 

and other IPR.278 The HAL logo is a registered trademark. All products or service 

names or logos referred to on the HAL website are either trademarks or registered 

trademarks of HAL. The material contained on the website is protected by 

copyright. 

 

According to the Annual Reports of HAL in 2018-19, it produced 41 new aircrafts 

and helicopters, including Basic Trainer Aircrafts, Light Combat Helicopters 

(LCH), Light Utility Helicopters (LUH), Light Combat Aircrafts (LCA), Jaguar 

Drain III upgrade, Mirage upgrade, Hawk-I, UAVs and ISRO’s launching vehicles. 

In addition, it produced 102 new engines and accessories in the same year. HAL 

produced 31 new aircrafts in the financial year 2019-20. HAL is currently working 

with its two subsidiary companies and 14 joint venture companies and has 

promised more public-private partnerships in the future. HAL has not framed and 

published any standard IPR policy of its own. However, it has taken certain 

measures such as the creation of an IPR facilitation cell and the appointment of an 

 
276 Hindustan Aeronautics Limited, Presentation for DIPAM, DIPAM.GOV (Mar. 13, 2020, 

6.30 PM), 

https://dipam.gov.in/sites/default/files/HAL%20presentation%20for%20DIPAM%20websit

e%20-19.06.2017new.pdf. 
277 Department of Defence Production, Mission Raksha Gyan Shakti E-Magazine, DDPMOD 

(Jan. 5, 2022, 4.10 PM), ddpmod.gov.in. 
278 Hindustan Aeronautics Limited, Legal Notice and Copyright Policy, HAL INDIA (Mar. 

13, 2020, 6.40 PM), https://hal-india.co.in/common/uploads/PDFS/WebsitePolicy.pdf. 
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IPR task team. It has started the process of standardization of its IPR-related 

drafting and negotiation of policies.279 

 

Mazagon Dock Shipbuilders Limited (MDL)280 

 

Mazagon Dock Shipbuilders Limited has also applied for IPRs like patents, 

copyrights, trademarks and designs for manufacturing, production and processes 

involved in the ship building industry. MDL has filed 162 IPR applications, and 8 

trademarks and 2 copyright have actually been registered in its name as of April 

2021.281 Some of the indigenous initiatives taken up by this organization include 

launching the VELA, which is the fourth Scorpene class submarine, IMPHAL 

which is the third destroyer of the project 15-B, KARANJ which is the third class 

scorpene submarine, MARMUGAO which is the second ship of the project 15-B, 

and the KALVARI which is a first scorpene class submarine manufactured for the 

Indian Navy. MDL has significantly worked on innovations related to artificial 

intelligence (‘AI’), such as AI-enabled weld inspection with computerized 

radiography, AI-enabled weld inspection using advanced phased array technique to 

replace manual radiography, and AI-enabled remotely operated vehicle ROV. 

 

a. Garden Reach Ship Builders and Engineers (GRSE)282 

 

This company has patents for a stiffened steel deck system for construction of 

single lane bridges and manufacturing of the doubled lane portable steel bridges 

made available in 2011 and 2007, respectively. Patents have been claimed 

pertaining to the ‘improvised single lane bridge and improvised steel decking 

 
279 Department of Defence Production, Mission Raksha Gyan Shakti E-Magazine, DPPMOD (Jan 5, 

2022, 4.10 PM), ddpmod.gov.in. 
280 Mazagaon Dock, Our Company, MAZAGAON DOCK (Oct. 25, 2019, 7.30 PM), 

https://mazagaondock.in/. 
281 Ministry of Defence, Mission Raksha Gyan Shakti, DPPMOD (Jan. 5, 2022), https://ddpmod.gov.in. 
282 Garden Reach Ship Builders and Engineers, Our Company, GRSE (Oct. 25, 2019, 8.10 PM), 

http://www.grse.in/index.php/our-company/about-us. 
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system,’ which is still under the process of certification. The company has filed 74 

IPR applications and has received 2 patents, 3 trademarks and 27 copyright 

registrations in its name as of April 2021.283 

 

Defence Research and Development Organisation (DRDO) Patent Policy, Usage and 

Procedure284 

 

According to the DRDO IPR Policy issued on September 30th, 2019, “DRDO 

believes that a robust IPR culture inter-woven into R&D efforts of its 

scientific/technical workforce, is a pre-requisite for realising its mission to provide 

state-of-the-art sensors, weapons, platforms and allied equipment for defence 

services”. Looking to the data of the Indian Patent office, DRDO has secured the 

second highest position in filing for patents amongst the various research and 

development organisations in India since 2012. CSIR bags the first position. 

According to the DRDO document titled as ‘Procedure for Use of DRDO Patents 

by Indian Industry,’ “The availability of DRDO developed patents to Indian 

industry at zero cost provides an opportunity to industry to indigenously develop 

products.”  

 

The document further provides that any interested party can apply for a license of a 

DRDO patent by making an application with a processing fee of Rs. 1000. There 

shall be a screening committee for the examination of the application, headed by 

the Director ER & IPR, having four other members. The applicant must be an 

Indian enterprise. The applicant must provide an undertaking that they should not 

have been banned by the Ministry of Defence or any other governmental 

department or agency. The applicant must focus on manufacturing and not on bare 

trading. The applicant must possess adequate skills to use the technology of the 

 
283 Ministry of Defence, Mission Raksha Gyan Shakti, DPPMOD (Jan. 5, 2022, 2.20 PM), 

https://ddpmod.gov.in. 
284 Defence Research and Development Organisation, DRDO IPR Policy, DRDO (Oct. 25, 2019, 3.34 

PM), https://www.drdo.gov.in/ipr. 
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patent. The promoters or directors of the company should not fall under the 

category of willful defaulters. The documentation will need to be self-

authenticated. All the details and information of the promoters and shareholders of 

the applicant company will have to be provided to the Committee. The applicant 

will be subject to vigilance actions such as debarment, suspension, etc., to be done 

by the Central Government in case of violation of the license’s terms and 

conditions. Initially, the license will be issued for a period of one year, on the basis 

of the manufacturing capacity of the applicant and subject to the terms and 

conditions of the license. The license can be renewed every year, on request, 

without any extra cost. A separate application needs to be submitted for each patent 

by the party. One applicant can apply for a license of a maximum of five patents 

only. The DRDO only issues licenses. Further, the responsibility of manufacturing, 

product loss, costs, injury, etc., lies with the licensee, whereas the DRDO remains 

the owner of the patent. The license will be non-exclusive one. 

Table 4- Granted and Active Indian Patents of DRDO 

Source: DRDO Records285 

 

Systems No. of Patents 

Aeronautical System 13 

Armaments and Combat Eng. 77 

System Analysis and Modelling 12 

Electronic and Communication Systems 14 

Grant-in-aid 6 

Life Sciences 201 

Microelectronics and Computational Systems 6 

Missile and Strategic Systems 15 

 
285 Defence Research and Development Organisation, Granted and Active Indian Patents of DRDO, 

DRDO (Aug. 6, 2020, 11.14 AM), https://www.drdo.gov.in/sites/default/files/inline-

files/DRDO_GRANTED_INDIAN_PATIENTS____RECORD%20%282%29.pdf. 
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Naval Systems and Materials 116 

Total 460 

 

According to the Annual Report of the Ministry of Defence 2018-19, “170 IPR 

applications were filed (including 10 in foreign countries) by DRDO and 77 patents 

(including 5 in foreign countries) were granted during the period of January 2018 to 

March 2019. In addition, 12 copyrights and 12 designs were also registered. In an 

effort to promote IPR awareness among DRDO scientists, an advanced workshop 

and five IPR awareness programmes were held during the period in different 

DRDO laboratories.”286  

 

DRDO claimed that “it has made a record transfer of 114 technologies to 

industries in the last one year. Industries have benefitted from the efforts put 

in through its Technology Development Fund and by providing free patents 

and test facilities.”287  

 

Acquisition of Defence Related IPRs: Need For A Calibrated System? 

 

Defence organizations potentially utilize all substantial categories of intellectual 

property rights in India, such as patents, copyrights, industrial designs, and 

trademarks. Copyrights are claimed in respect of the maps, graphics, drawings, 

photographs, and computer programs in relation to the defence sector. Thus far, the 

authors have discussed the Government’s copyright-related policy in relation to 

computer software.288 Unique and intellectually creative defence articles are 

capable of being protected as industrial designs under the Designs Act, 2000. 

 
286 Ministry of Defence, Annual Report 2018-19, MOD.GOV (Mar. 15, 2020, 3.40 PM), 

https://mod.gov.in/sites/default/files/MoDAR2018.pdf. 
287 Defence Research and Development Organisation, DRDO Newsletter March 2020, DRDO (Mar. 

15, 2020, 6.18 PM), https://www.drdo.gov.in/newsletter. 
288Ministry of Defence, Defence IPR Policy for Jointly Developed Computer Programmes, MOD.GOV 

(Oct. 11, 2019, 3.30 PM), https://mod.gov.in/sites/default/files/defiprp.pdf. 
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However, the major deficiency and challenge for the defence sector lies in 

registering patents. 

  

1. Procedure to grant a patent: Any person can apply to the Controller 

General of Patents, Designs and Trade Marks (‘Controller’) for the 

grant of a patent for a new invention, if the applicant is the true and first 

inventor of the invention or is the assignee of such true and first 

inventor.289 Thus, the Government through its departments will be 

competent to file for a grant of patent. The application must contain the 

name of the true and first inventor, complete specifications in the 

standard accepted form, requisite details of the invention, along with a 

statement of claim setting the legal scope of the invention for which an 

exclusive right through the grant of patent is sought. The invention must 

satisfy the requirements of novelty, inventive step, and must be capable 

of industrial application with economic significance. If the subject matter 

of the invention has already fallen into public domain or is a part of the 

existing state of art, i.e., that experts in the field, in general, already 

know of it or are capable of knowing it with ordinary laboratory 

experiments, it is not a new invention and therefore it cannot be 

patented.290 An invention becomes a property right after it is granted a 

patent, following which it can be acquired, used and disposed of as per 

patent law. After the publication of the patent after the statutory 18 

months, or earlier through an expedited process, there is a scope for pre-

grant opposition. This is followed by the establishment of an Opposition 

Board, submissions by the applicant and the opponent, the collection of 

evidence, and the disposal of the opposition in favour of the applicant or 

 
289 Patents Act 1970 § 6.  

290Bishwanath Prasad Radhey Shyam v. M/S Hindustan Metal Industries, AIR 1982 SC 

1444. 
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opponent. An appeal against this order may be preferred to the High 

Court. If a request for examination is filed by the applicant, the same will 

commence. The incisive process of the scrutiny of the application, the 

examination of the invention disclosed in the specification through an 

international search, and the examination procedure in accordance with 

the provisions contained in Section 13 of the Patents Act, 1970 ensures 

that a valid claim sustains, and a legal monopoly is accrued to it. The 

particulars as to the invention, ownership, assignment, license, 

revocation etc., of the patent are entered into the ‘Register of Patents,’ 

which is legal evidence of the patent right. Registration of a patent grants 

20 years of monopoly for the working of such patent. Against 

infringement, the Patents Act provides only for civil remedies to the 

aggrieved patent holder, such as injunction and at the option of the 

plaintiff, either damages or account of profits.291 

 

2. Secrecy Directions Relating to Inventions Relevant for Defence 

Purposes - The state can acquire IPR like any other individual and 

similarly, is under an obligation not to make any infringement of patents 

owned by individuals or other private entities. However, according to 

Section 35 of the Patents Act, if it appears to the Controller that the 

invention belongs to a class notified to him by the Central Government 

as relevant for defence purposes, or where otherwise the invention 

appears to him to be so relevant, he may give directions for prohibiting 

or restricting the publication of information with respect to the invention 

or the communication of such invention. The case is reviewed by the 

government at six months intervals and if found suitable, such directions 

may be revoked. The decision of the Central Government is final as to 

the validity of secrecy directions. The Controller may proceed with the 

 
291 Patents Act 1970 § 108. 
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application for grant of patent, but no patent shall be granted until 

secrecy directions cease to apply. During such continuance, the 

government may require the applicant inventor to use the invention for 

the purposes of the government. the government, if thinks fit, may 

compensate the inventor for the period during which the secrecy 

direction is in force, keeping in view the novelty and utility of the 

invention.292 Section 35 only prescribes the procedure to be followed by 

the Controller, whereas the discretion to make decisions solely lies with 

the Government. Therefore, any person who wants to conduct R&D in 

the defence sector must bear in mind that his patent application can be 

interfered with by the Government by issuing secrecy directions, which 

may be perpetual or for a limited period of time, and that he may not get 

a patent for his invention. He may not get any compensation for his 

investment and efforts either, as Section 35 does not make it mandatory 

on the part of the government to pay compensation to such inventor. It 

only provides that some compensation may be given to the applicant if 

he is facing hardship due to the imposition of the secrecy directions. 

According to Section 39, Indian residents cannot apply in any country 

for the grant of a patent for such an invention once secrecy directions are 

so issued and have not been revoked. The situation becomes even more 

complicated if the Indian resident inventor works with inventors of other 

countries in any joint venture or multinational corporation, as he is 

mandatorily required to either file for a patent in India, or to obtain a 

Foreign Filing License.293 Interpreting the relationship between Sections 

35 and 39 of the Patents Act, the Delhi High Court in the case of Puneet 

Kaushik and Anr. v. Union of India and Ors294 observed that the purpose 

of Section 39 is to enable the Controller to apply secrecy directions to 

 
292 Patents Act 1970 § 37. 
293 Id. 
294 Puneet Kaushik and Anr. v. Union of India and Ors, (2013) 56 PTC 105. 
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prevent the flow of sensitive information relating to the country’s 

security outside India. Therefore, if in the interim, the invention of an 

Indian resident inventor is so eclipsed by the issuance of secrecy 

directions, it makes the team unable to file for patent anywhere else too. 

It discourages both individuals as well as collaborative innovation in the 

defence sector, and people will remain wary of applying for patent and 

may choose to continue working on the invention secretly, which in turn, 

is again likely to be prejudicial to national security. 

 

3. Acquisition and Use of the Inventions by the Government- Sections 

99 to 103 of the Patents Act, 1970 provide for the acquisition of 

inventions by the Government for its own use. Every Patent in India is 

subject to this condition - that the disclosed invention can be used by the 

Government or acquired by it for purposes it considers to be in the 

national interest. Defence articles, drugs and medicine are common 

examples in this regard. The Government can make, exercise, and vend 

the invention, as well as import and sell the patented article for the 

purposes of the Central Government, State Governments, any 

government undertaking, or any person specifically authorized by the 

Government. The invention may be used before the grant of patent or 

after the grant of the patent. If the invention is tested or tried by or on 

behalf of the Government, the Government can make royalty-free use of 

it, provided that there must not be a mere communication of the 

invention to the Government by the inventor directly or indirectly before 

the priority date of his claim. In other cases, the government has to pay a 

royalty to the inventor or his assignee or licensee, as the case may be, 

which can be fixed by an agreement between the parties, failing which it 

shall be determined by the High Court. The government can acquire the 

invention or the patent by paying compensation to the inventor or the 
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patentee, which can be determined by an agreement between the parties, 

failing which, it shall be determined by the High Court. Providing more 

clarity on the scope of Section 100 of the Patents Act, the Bombay High 

Court in the case of Garware-Wall Ropes Ltd. v. A. I. Chopra and Anr,295 

held that it is within the sovereign power of the government to acquire 

and use the inventions of people for the purpose of government, and to 

enjoy immunity from suits for infringement of such patents. Every patent 

granted in India is subject to this condition. However, it must be in the 

national interest and should either be used by the government itself or by 

its authorized users to whom power is given through specific written 

consent for the said purpose. Any dispute in regard to such exercise of 

powers by the government under Section 100 of the Patents Act can be 

referred to the High Court by either party to the dispute in such manner 

as may be prescribed by the rules of the High Court. The government is 

under an obligation to pay adequate compensation to the aggrieved 

inventor under Section 100. However, any person making a contract with 

the government to supply materials for its department does not become 

such ‘authorized person’ by signing a mere contract of supply of such 

goods. He must be specifically authorized to use the invention, failing 

which he shall be liable for the infringement of the patent of the 

claimant. It is thus clear that Government is exempted from suits for 

infringement, and practically, the patentee has only one legal remedy, 

which is to file an application before the High Court for the fixation of 

royalty or compensation resulting out of loss due to compulsory 

acquisition and use of his invention by the government. This again is 

likely to discourage innovation and investment in the defence sector, as 

people would be reluctant to file the patent and would prefer to secretly 

work on the invention. 

 
295 Garware-Wall Ropes Ltd. v. A. I. Chopra and Anr, (2008) 3 MLJ 599. 
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4. The Doctrine of Constructive Notice and Conflict of Interests- The 

question involved in these provisions relates to when the government has 

restrained the publication of a specification under Section 35 of the 

Patents Act, such that there is no constructive notice to people as to the 

existence of any such invention. Moreover, if any person or organization 

spends a lot of money on research and development of a technology 

which can have a defence application, it can be acquired by the 

government at any time. The organization cannot protect its invention 

from the government and therefore, such kinds of innovation will, in 

effect, be discouraged and will not attract investment. The patentee, 

however, may be given some compensation by the Government for the 

hardship faced by him.296 These issues have not proved to be serious 

ones till date because our major technological requirements have been 

fulfilled by imports. However, if we want public-private partnerships or 

private manufacturing of arms and other like technological equipment in 

our own country, we must look into these provisions. These provisions 

may be altered by contract terms by the government with its private 

partners. however, to remove a trust-deficit, the Government must frame 

general policy guidelines in relation to patentable article production. 

Some amendments may be made in the provisions so as to ensure that 

private endeavors will not be arbitrarily hampered by the Government. 

the solutions may include the acquisition of an invention by the 

government, and thereafter it can be worked out jointly or individually 

by giving full economic gains to private innovators. The issue will 

become even more complex in cases of dual use technology, i.e., an 

article which can be used for military as well as civil purposes. The 

Government may claim it to be a defence related invention to acquire it, 

 
296 Patents Act 1970 § 100. 
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and the inventor may claim that it is a civil invention. There arises 

another basic legal issue - that of ‘Conflict of Interest,’ i.e., when one 

becomes a judge in one’s own cause. The Government or its authorized 

agency applies for a patent to another Government agency, called 

Controller of Patents. The Controller is bound to keep these applications 

secret by order of the Government. Therefore, there is no question of 

hearing objections from others, who can be sued for infringement 

without any constructive notice. The Controller’s office may decide that 

an invention is new and inventive and accordingly grant the patent. 

Moreover, questions arise as to how the Controller’s office will be able 

to decide that it is a defence-usable invention, and that it has a defence-

related inventive step which is not a part of the existing state of art. 

Secrecy problems in this process are bound to arise. Ultimately, these 

questions are decided on by the Government. What about the industrial 

application of the invention, which is an essential element to consider 

before granting a patent? An appeal from the order of the Controller goes 

to the High Court. Therefore, one needs to consider whether there should 

be an independent authority to look into the patentability of an invention 

related to defence, which satisfies the principles of natural justice. This is 

because the whole process should not look like the government is 

playing a partial role in deciding its own eligibility for patent, or 

arbitrarily acquiring the inventions of others in the name of defence or 

sovereign functions. This may amount to abuse of dominance under 

competition law. Though it cannot be denied that the Controller, 

Appellate Board and Defence Ministry work independently, however, if 

we look at the legal reasoning of the Supreme Court in Ramana Dayaram 

Shetty v. The International Airport Authority of India and Ors,297 every 

agency and instrumentality of the state performing Governmental 

 
297 Ramana Dayaram Shetty v. The International Airport Authority of India and Ors, 1979 SCC (3) 

489. 

Edition 1               Intellectual Property Rights in the Defence Sector - Emerging Trends and Legal 

Issues 



123 
Editorial 

 
CIPRA 

functions is ‘State’ under Article 12 of the Constitution. This can also be 

read as a whole when the petitioner is able to challenge the actions of 

these agencies as violative of Articles 14, 21 or 19 (1)(g), pleading that 

the action taken against him violates principles of natural justice or is an 

unfair and unreasonable procedure, or that it violates his fundamental 

right to practice any profession, and to carry out any occupation, trade or 

business. 

 

5. Dual Use of Technologies- In dual use technologies such as chemical 

products, atomic energy, drone technology, etc., there are no established 

principles in the patent regime as to ownership rights over the products 

which have different kinds of uses. One established principle is that if the 

inventor made the invention during employment under the Government, 

the invention and the patent are owned by the Government. However, 

disputes in the cases of joint ventures between the Government and 

private partners, or when the work is outsourced to private players, are 

certain to arise because these arrangements will amount to independent 

contracts. Though the Government can include terms and conditions in 

every contract as to such matters, however, it will be difficult to avoid 

litigation in many cases. If either the High Court or the Supreme Court 

take up the matter, then the secrecy of strategic inventions will be 

compromised. Therefore, clarity on the Government’s policy as to 

ownership and license rights in joint ventures and outsourced contracts is 

needed. It should specify whether compulsory licensing will be invoked 

in favour of the Government of India or the other contractual party in 

cases where there is a failure to work the patent. It must specify how the 

patent ownership of ‘Foreground and Background Information’ will be 

managed, particularly in case of highly strategic products. The 

sufficiency of the institutional framework as created under IPR law must 
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be questioned, particularly in relation to the prompt adjudication of 

disputes. The creation of an independent authority may be considered to 

deal with matters relating to defence IPRs, which will keep the secrecy 

of strategic information, provide technically superior expertise, and be 

judicially capable of deciding disputes, though, in the author’s opinion, 

arbitration should be preferred mode of adjudication. 

 

6. Delay in Grant of Patent and its Impact on Patents’ Utility- The time taken 

to obtain IPRs is quite a long period, which should be decreased so as to 

support quicker disposal of applications in the defence sector. This is all 

the more relevant since in today’s time, existing inventions are quite 

likely to be superseded by improved inventions within a short period of 

time, like five to seven years. International investment ventures must be 

kept in mind, too. The registration of formalities needs to be simplified. 

One must also consider whether 20 years’ monopoly for a patent is 

sufficient, since it takes a significant period of time for companies to 

manufacture aircrafts, warships, and submarines. After 20 years, the 

invention legally falls into the public domain, and anyone can use it. 

Therefore, we need to arrive at a balance between secretly working on 

inventions and working on them through the patent process. The 

Government must also introduce comprehensive measures to bring to a 

halt the piracy of designs and technology developed in India. Therefore, 

rethinking the institutional framework for supportive infrastructure, in 

order to protect our technology from theft, is equally pertinent. 

 

7. Atomic Energy- Atomic energy is one of the most significant branches 

of future energies. Countries have realized the worth of this driver of 

growth and therefore, new inventions are frequently taking place in this 

field. These inventions can not only be used for security purposes but can 
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also be used for civil or peaceful purposes. However, the Indian IPR 

legal regime has not been able to properly differentiate between military 

and civil use of atomic energy and therefore struggles with proper 

utilization of such energy IPR in both these areas. Section 4 of the 

Patents Act read with Section 20(1) of the Atomic Energy Act, 1962, 

provide that generally, inventions relating to atomic energy are not 

patentable in India. If it is so found that any patent has been granted in 

violation of this section, such a patent is liable to be revoked under 

Section 65 of the Patents Act. In the case of Raytoen Company v. The 

Controller of Patents and Designs,298 the High Court has clearly held that 

the decision of the Government on patentability of an atomic energy 

invention in India or outside is final and cannot be challenged in appeal 

under Section 116 of the Patents Act. The Government has the 

prerogative to take decisions as to atomic energy uses and its 

patentability. This means that the Government may either prohibit any 

such invention from being patented due to security or other related public 

interest issues, or that the government may itself file for patent 

registration in atomic energy, thus, prohibiting the publication of 

specifications. It may even allow private players to file for patent or 

licenses for peaceful use of atomic energy without government patents. 

The point is that India has immense potential in the development of solar 

energy technology, biotechnology, healthcare diagnosis and treatment 

apparatus, pharmaceuticals, climate change technologies, electricity, 

disaster management, metal technology, etc., and therefore, a proper IPR 

policy is necessary which motivates inventors and commercial users of 

such inventions. This will strike a balance between the security of the 

nation and its economic prosperity. The current trend has been to 

predominantly disapprove the private patent application related to atomic 

 
298 Raytoen Company v. The Controller of Patents and Designs, AIR 1974 Cal 336 (SB).  
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energy by the government. MERCK & CIE’s application for patent of an 

invention using atomic energy technology for cancer care was rejected in 

India in 2009, while it was granted a patent in China and US, thus, 

making the specification already known to those jurisdictions. The office 

of the Controller is not well equipped to differentiate between valid and 

invalid claims of such inventions. Another reason may be the lack of 

infrastructure in India to safely manage atomic energy related materials 

and processes even when they are put to peaceful uses. Another issue 

arises when overseas firms transfer technology to Indian firms involving 

the use of atomic energy substances – in these cases, the transferring firm 

cannot protect its patent in India. It relies only on ‘Confidentiality 

Clauses’ with the contracting Indian firm, which is not applicable to 

government of India due to privity of contract issues. The buyer firm will 

need to communicate and take the permission of the Central Government 

for such contracts. This discourages transfer of technology pacts. 

 

Contract Research Issues: Some Suggestions 
 

The Patents Act does not contain any provisions on contract research and 

consequent ownership and license issues. It may not be feasible to statutorily 

prescribe these, either. As a result, the government must frame contract research 

rules and accordingly put out a comprehensive IPR policy for the defence sector on 

entering into public-private partnerships and outsourcing of defence R&D and 

defence production, which should be available beforehand. It is suggested that the 

parameters to decide ownership and license rights in public-private partnership 

contracts include: the expenditure incurred on R&D, the end user of the product, 

product segmentation such as ‘highly strategic,’ ‘strategic’ or ‘commercial dual use 

technology products,’ etc. Accordingly, different rules may be framed under an IPR 

policy for particular categories of products. On the basis of expenditure incurred on 
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R&D projects, the authors, after examination of these practices, are of the opinion 

that following process would be feasible. 

 

1. When the R&D project is fully funded by the Government or any 

Government agency and the research is undertaken in partnership with a 

private enterprise, the Government should be the owner of the IPR. The 

Government can work on the IPR itself, such as patents, through its 

DPSUs, or it may grant licenses to the partner entity on its own terms and 

conditions, such as an assurance of defence supplies to the Government, 

royalties, liability as to product loss and injury to persons, etc. 

 

2. When the R&D project is predominantly funded by the Government or 

Government agencies, ownership of IPR should be retained by the 

Government. The Government should have a preferential right to work on 

the patent in lieu of some consideration payable to the private partner 

entity, and if it does not want to work on the patent, it should grant a 

license to the private partner to manufacture articles with a clause assuring 

supplies to the government for its defence needs. 

 

3. Where the Government and the private partner are almost in equal 

partnership for funding the R&D project, the Government should retain 

ownership of IPRs. However, there should be an equal right to work the 

patent given to the private partner as well. A right to license must be 

provided to the private partner, subject to an assurance of supplying the 

government with articles for its defence production needs. 

 

4. Where the R&D project is predominantly industry funded, the ownership of 

IPR should be retained by the private industry. The industry should have a 

preferential right to work the patent, with assured supply to the 

Government of its defence production needs. If such industry fails to work 
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the patent or fails to make necessary supplies to the government for its 

defence production needs, the government can acquire the invention for its 

own use under Section 100 of the Patents Act. Furthermore, it can work on 

the patent itself or may grant licenses to any other private enterprise for 

such purpose. Alternatively, a compulsory license may also be issued by 

the Controller under Section 84 of the Patents Act. 

 

Alternatively, the Government can retain all IPR ownership in defence 

products on the basis of the argument that it is the end user of the product 

that is essential for national security. However, in such cases, it must give a 

pre-emptive right to license to private partners to work the patent. On the 

basis of product segmentation, the Government may retain ownership of 

IPR for ‘highly strategic’ and ‘strategic’ products, whereas it may be 

prudent to share the ownership of IPR with private players for products of 

dual use, capable of being put to peaceful purposes.  

 

Conclusion 

 

Though the government of India framed the National IPR Policy in 2016 and has 

considerably worked upon the Defence IPR policy since 2019, it still needs to 

elaborate its policies to address contract research issues and the use of IPRs in 

public-private partnership models. It must also address the issues of outsourced 

production and dual use technologies, though some efforts have been made in the 

form of guidelines for IP management in the Defence Acquisition Procedure 2020. 

The Defence sector should focus on creating domestic IPR and should see strong 

and clear IPR negotiations in the transfer of technology pacts in cases of import of 

defence technology. The offset contracts in defence procurement must contain 

clauses for securing mandatory licences for Indian firms. There should be proper 

presentation of data regarding the various kinds of IPR held by DPSUs and OFB on 

their websites, and the procedural guidelines for the availability of IPR for use by 
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interested parties must be made clear on website itself. Data analysis reveals a 

major general finding - India needs to gear up for more inventions in cutting edge 

technologies as the number of patents granted to DPSUs is much lesser than the 

expected. This highlights the need to engage with the private sector for R&D. For 

motivation, IPR oriented employees’ promotion assessment policies should be 

adopted in DPSUs.  

 

Attention must also be paid to issue of takeover of inventions by the Government, 

and the establishment of an independent regulator cum arbitration agency to 

administer and adjudicate upon matters touching defence IPRs. The Controller 

should be required to refer matters to such an agency. This agency should become a 

platform for dispute resolution through ADR avoiding unnecessary litigation in 

such matters. The inventor must be mandatorily compensated by the Government 

for his costs on invention or losses due to hardships created by proceedings 

undergoing under section 35 of the Patent Act for secrecy directions or under 

Chapter XVII for use of inventions for purposes of Government and acquisition of 

inventions by Central Government. The suggested independent regulator cum 

arbitration agency should be given the task to decide upon the terms of use of 

invention as well as the amount of compensation or royalty to be paid to the 

inventor. The dispute resolution through High Court should be taken as a matter of 

last resort only. It will encourage more investment in the defence related research 

and development creating a liberal environment for free exercise of choices. 

Legal provisions as well as policy guidelines relating to atomic energy should be 

made more flexible, to incentivise patents for peaceful uses of atomic energy. 

Section 20 of the Atomic Energy Act, 1962 gives ample powers to the Central 

Government to control and supervise scientific developments in the atomic energy 

field. This section should be amended to exclude peaceful atomic energy 

inventions, and inventions in this category must exclusively belong the private 

entities when the funding agency is predominantly the private entity itself. 

Government can still retain control over such inventions in the form of strict 
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compliance procedures. Accordingly, section 4 of the Patent Act should also be 

amended which makes a reference to section 20 of the Atomic Energy Act, 1962. 

The procedure to get patents should be simplified and an increase in the term of 

patent monopoly may be considered to suit to the nature of high-power defence 

goods like as aircrafts, submarines, warships, etc. They take long time to 

manufacture, are highly costly and more durable in use. 20 years monopoly seems 

to be insufficient in this case. A criminal liability clause may be inserted for 

infringement of defence related patents. However, this needs a separate 

categorization of defence related inventions, which if done, resultantly be helpful in 

other matters too. A flexible and liberal approach is required in granting licenses of 

Government institutions’ patents to private enterprises. The efforts of DRDO are 

commendable in this regard. The Government needs to limit its role to emergency 

situations alone when it can take over patents to work them for national interest and 

should not hamper private investment in the strategic sector. Artificial intelligence, 

drone technology, remote sensing, chemical weapons, atomic energy, 

biotechnology, nanotechnology, space technology, etc., are emerging sectors where 

an IPR policy should provide timely and due attention. The recently approved 

Innovation for Defence Excellence Scheme (iDEX), which is intended to fund 

defence start-ups and promote R&D in the defence and aerospace sector over the 

next five years, should categorically focus on these emerging technologies and 

related IPR issues.299 With increased awareness manifested through ‘Mission 

Raksha Gyan Shakti’, it is hopeful that steps will be taken at the ground level to 

make a timely alignment of IPR law and policy with defence needs. This will boost 

target investment and output, as envisaged in the Defence Production and Export 

Promotion Policy, 2020.   

 

 

 
299 Ministry of Defence, Parliament Replies, QUESTIONS: LOK SABHA (Jan. 5, 2022, 2.05 PM), 

loksabhaph.nic.in.  
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Case comment :Indian Plant Varieties Protection Authority’s order 

revoking PepsiCo’s Extant Variety Registration for their First Lays 

(FL) Potato-A Jurisprudential Stalemate? 
R.Muralidharan 

 

 

Background 

PepsiCo Holdings India Ltd., a subsidiary of the multinational PepsiCo, made an 

application to the Plant Varieties Protection Authority for the registration of their 

Potato Variety meant for  making their famous potato chips which had been 

initially. developed during the late 1990s.Nevertheless, on 18th June 2011, PepsiCo 

India Holdings Pvt. Ltd. made an Application for Registration of a ‘New Variety’.  

After the completion of testing requirements meant for a New Variety, on queries 

from the Authority, the Applicant amended the Application to modify the type of 

protection to an ‘Extant Variety.’ Arbitrarily, the Registrar’s office allowed the 

prayer for Amendment and proceeded to treat the Application as one for Extant 

Variety registration. The criteria for the grant of New Variety Registration, as 

contemplated under Section 15 of  Plant Varieties Protection  Act ,is completely 

different from the criteria for the Registration of Extant Variety which is defined in 

Section 2 of the Plant Varieties Protection Act.300 

Difference between Extant Variety [ Sec.3(J)] and New Variety 

By definition, extant varieties are those varieties which are in ‘public domain’. This 

expression makes it clear that there cannot be any monopolistic protection and that 

all farmers’ varieties, varieties notified under the Seeds Act,  fall under   this 

category. This would imply that an extant variety cannot become the subject of 

private monopolistic appropriation through IPR protection. Furthermore, under Sec. 

28(1) Proviso of the Act,301 if the Breeders do not bother to establish their right 

(which is not the case here), the State Government becomes the owner of the said 

 
300   The Protection of Plant Varieties and Farmers’ Rights Act, 2001 (No. 53 0f 2001) 
301 Id. 
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extant variety. 

On the other hand, for it to qualify as a ‘New Variety’ under Sec.15 of the Act302, 

the variety must be distinct  from the existing ones at least in essential 

characteristics besides having Novelty [Sec15(3)a), uniformity[Sec.15(3)c] and 

stability[Sec 15(3)d]. This would qualify for exclusivity for a period of 15 years 

from the date of Registration.303 The Applicant’s potato variety FL2027 was present 

in the public domain with access to the  global market prior to the enactment of the 

Act.   

With the application for the new variety, as per Section 15 (3) of the Act, FL2024 

lacked novelty, as the potato in question was available in the world market for  

more than 4 years before the date of application. Since, there were sufficient 

materials available on record about the lack of novelty of the FL2024 potato, the 

application for new variety registration ought to have been dismissed in limini.  

However, in persuasion from the applicant, the registry accorded to accept an 

application for extant variety. Since the criteria for grant of extant variety 

registration is different from the criteria for grant of new variety registration, the 

Registry ordered additional tests before finally advertising the Acceptance of the 

Application under Section 22 on April,2015. The Registration was eventually 

granted on February,2016 as Extant Variety.  

PEPSICO’S Litigations in Ahmedabad Commercial Courts 

Thomas Alva Edison described a patent as a license to a law suit. Companies with a 

substantial IP portfolio know that to maximise the value of their IP portfolio, they 

have to occasionally resort to aggressive infringement litigations. Adapting the 

same strategy in   April 2019 PepsiCo filed for an infringement suit  at  the 

Ahmedabad Commercial Court against four potato farmers seeking damages of 

over 10 million rupees and effectively managed to obtain an interim injunction 

 
302 Id. 
303 Section 24 (6) (iii) of PPV&FR Act. 
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without due notice to the defendants...  With the impending Gujrat elections, there 

was a demand that the cost of defence of the infringement cases should be borne by 

National Gene Fund established under the Biodiversity Act. 

After the service of the Injunction order, PepsiCo offered to withdraw the case if 

the farmers undertook not to repeat the ‘infringing acts and entered into Contract-

Farming Agreements with PepsiCo under forward agreements regularly at a pre-

agreed price and time for a certain quantity. The defendants spurned the 

compromise offer and indicated that they would take forward the litigation to a  

logical conclusion. However, PepsiCo  withdrew the infringement suits 

unconditionally, ostensibly on the promise of the government to find a just solution, 

taking into consideration the interests of all the Stakeholders. In retrospect, if the 

matter were decided by the Commercial Court  on merits ,the order would have 

been in favour of the defendants who had to suffer the consequences of an interim 

injunction granted  without due notice.  

Competing Rights and Equities - Farmers vis a vis Breeders 

If the suit had gone to the stage of Trial and Judgement, the following issues would 

have arisen for the consideration of the Commercial Courts at Ahmedabad: 

a) When FL2027 Potato was registered/notified under the Seeds Act? 

b) If it were so registered/notified, would the Registered Owner be eligible 

for Extant Variety registration? 

c) What is the effect of  wrong declaration  in originally describing the 

variety as New Variety and thereafter amending it to Extant Variety? 

d) What is the effect of wrong declaration of the date of the invention (time 

frame during which the variety was evolved)? 

e) Can a holder of an Extant Variety Registration initiate suits for 

infringement? 

f) Assuming that the Registered Extant Variety holders can initiate 
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infringements, whether the use of seeds by the farmers would be protected 

under Sec.39 of the  PPV&FRAct? 

Revocation Proceedings Before PPV&FR Act 

Ms. Kavitha Kuruganti, an activist working in the area of sustainable farming, on 

June 14, 2019, filed a petition for revocation of the Registration of FL2027 Variety 

availing 5 grounds enumerated under Section 34 of PPV&FR Act 2001304.The 

Authority after provision of due opportunities to the Registered Holder, received 

affidavits and documentary evidence . Further rebuttals of the evidence submitted 

by the other party were made to the Authority by both the parties. The Authority 

chose not to take evidence on oath from either party . Instead  chose to adopt 

Summary Procedure for adjudication of the dispute  and pronounced orders on 3rd 

December 2021.  

Review of the order of revocation dated December 3,2021 

The order of the Authority runs into 79 pages. In pages 58 to 79 of the order, the 

Authority narrates the following Issues for Adjudication: 

1) Whether the Revocation Applicant is a Person Interested ( under Section 

34 of The Act) ?  

The Authority in the order rightly found that the issue is in favour of the 

Revocation Applicant. 

2) The second issue as framed by the Authority is a combination of two 

independent issues. 

2A.Whether Dr Robert W. Hoops is the breeder of the Variety FL 2027?  

2B) If yes, whether the Applicant for registration prove that they have a 

valid Assignment from the Breeder of the Registered Variety ? 

On issue 2B, the Authority concludes that so called deed of Assignment does not 

comply with the Indian procedural requirements such as witnesses and non-

 
304 Id at 1. 
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payment of stamp duty, etc. In my opinion the decision to revoke the Registration 

on the merits of the case would be the right decision. But to do it for the reasons of 

non-payment of Stamp duty and the absence of witnesses is wrong and incorrect. 

Admittedly, the Assignment Deed was executed abroad. The parties to the Deed 

have to comply with Lex Loci Celebrationis  (Law of the place where the document 

was executed). Whenever the copies of the Deed may be presented in future in 

other jurisdictions, the Authority would only verify whether the Document in 

question has been executed in accordance with the law of the place of execution 

and further verify that the public authorities there(in the place of origin) have 

accepted the document to be true and acted on it. All other jurisdictions where the 

Deed may be relied on in future should not reject the genuineness of the Documents 

on the ground of noncompliance of minor irregularities (as per Lex Fori) which are 

more procedural than substantive. Assuming that the stamp duty is payable, the 

Authority himself can impound the documents and demand at most eleven times 

the stamp duty payable as penalty and thereafter admit it in evidence, after the 

evaded stamp duty is paid. Thereafter, the Authority is duty bound to consider the 

admissibility and probative value of the document. 

3. The third issue that the Authority has framed is whether Recot 

Incorporated (the Assignee of the FL2027 from the breeder)has changed its 

name to FLNA? 

On this issue, the Authority finds that the available evidence is sketchy and 

imperfect. Furthermore, the Authority finds that the Registrar is guilty of oversight 

and his office had not fulfilled the obligation of critical scrutiny of the ownership 

documents during the stage of Prosecution of Registration proceedings. 

Interestingly, the Chairperson refused to consider the document dated 11.11.2004 

as evidence of the change of name of Recot Incorporated to FLNA. Hence, he finds 

that FLNA’s assignment to PepsiCo Holdings Pvt. Limited cannot be relied upon. 

Many times, Statutory Authorities fail to appreciate that noncompliance of 

procedural and curable irregularities should not vitiate the entitlement of a 
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substantive right. Assuming that the Authority was correct in demanding  strict 

compliance in establishing a right of Registration, then the Authority should 

demand that the Registered Owner provide better documentation and submit more 

credible evidence (including the duty to depose on oath and subject themselves to 

cross examination on the evidence deposed). Neither of the contesting parties had 

demanded evidence on oath and the right of Cross Examination. In my humble 

opinion, the failure of the Authority to demand evidence on oath has resulted in a 

miscarriage of justice to the Registered Owner. 

4.The fourth issue relates to the validity of oral assignment of FL2027 from 

FLNA to the Registered Breeder. 

Actually, there is a bit of overlap between issues 2 and 3 and the present issue 4. 

The Chairperson finds that the combined reading of Section 18(3) of PPV &FR Act 

read with Rule 27(2) stipulates that all supporting documentation relating to the 

proof of ownership must be submitted within 6 months of the First Application. 

This was not done on time and this formality was completed much beyond the 

stipulated time. Hence, he finds that the so-called Assignment in favour of FLNA 

by the original breeder and the subsequent reassignment in favour of the Registered 

holder has not been credibly proved. Though it can be argued that the Authority 

was perfectly right in deciding the dispute purely on procedural questions, that does 

not augur very well for the evolution of IPR jurisprudence relating to Plant Variety 

Registration. 

Conclusions of the Authority about the date of origin of the New Variety 

In pages 49-50 of the order of revocation, the Authority observes as under: 

It is to be noted that, the provisions under PPVFRA for different categories of 

varieties other than farmers’ varieties is as follows: 

As per Section15(3)(a)of the PPV&FR Act,2001,the variety is new if it is had not 

been(sic) exploited or commercialized in India for a period of one year on the date 
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of filing of application. In case of outside India, it is four years for field crops and 

six years in case of trees and vines. Since the period of protection of Plant 

Breeder’s right on a variety is only for 15 years after registration in India, only 

those varieties which have been exploited or commercially sold not beyond 15 

years from the date of submission of a complete application along with seed, fee 

and documents related to Form 1of the Application are eligible for Registration 

under Rule 2292A0 of the PPV&FR Rules,2003.If such date happens to be  before 

the cut-off date prior to 15 years prior to the date of submission of the complete 

application in India, then the variety would be ineligible for protection in India and 

the variety would be considered under public domain in India(Rule22(2A) of the 

PPV&FR Rules,2003.)That is, if the date of first sale on record as 1 January,1996 

instead of the currently discovered date of October22,2002 when the variety was 

sold in Chile, South America it would amount to the Applicant trying to register a 

variety that is fit to be considered as public domain variety. 

Considering the provisions as per  PPVFR Act (2001)related to the date of first sale 

or exploitation information of a candidate variety(other than farmer’s traditional 

variety)for registration, incorrect information can have extremely divergent 

outcomes ranging from different category status of the variety to its being ineligible 

for protection. 

This conclusion alone is enough to order revocation of Registration. 

5.The fifth issue framed is whether the revocation Applicant has complied 

with the conditions required under the Act for the revocation of the Extant 

Variety registration granted under the Act.  

This question has been decided by the Authority only because the Registered 

Breeder has not proved the existence of a valid Assignment deed as required under 

the law .In my humble opinion, this order of revocation, though very correct and 

justified, suffers from the following inaccuracies: 

(a)whether the Registered Breeder who originally made an application for 
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registration of  ‘New Variety’ can be permitted to amend the Application to 

one for  registration of Extant Variety? 

(b) Considering that the criteria for the grant of New Variety and 

Registration of an Extant Variety are different, was not the Registry 

incorrect in allowing the Amendment? 

(c)Assuming that the devolution of title of the IPR in favour of Registered 

Breeder has not been clearly established, should not the Authority demand  

better  proof  on the  establishment of ownership of IPR instead of revoking 

the registration itself? 

(d)The learned Chairperson refers to other arguments of the  Revocation 

Applicant relating to the quarantine requirements and the date of 

introduction of FL2027 potato in the Indian market. Had the Authority 

conducted a full-fledged Trial or demanded that the Registered Owner 

should furnish the details, the Record of the case would be more complete. 

(e)When it was introduced in the Indian market, FL2027 should have 

qualified for Registration under the Indian Seeds Act. So, the Authority 

should have demanded that the Registered owner lead evidence on the date 

of introduction of the Variety and whether the Variety was 

registered/notified under the Seeds Act. If it was not registered, then in the 

normal course there should not be monopoly protection. If it was registered, 

should not the 15-year monopoly starts running from the date of registration 

under the Seeds Act? In this case ,the Registered Breeder himself has 

admitted the Variety in question was commercially introduced in the Indian 

market way back in 2004 and the Registered  Variety was available to the 

rest of the world as early as 1996...Hence,would the Variety qualify for 

Registration of an Extant Variety under the 2001 Act? The Authority 

,correctly, has not considered these issues .In any case, the Authority was 

not considering the issue of scope of Extant Variety Registration. Had the 
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infringement suit been pursued, the Court would be the best forum to 

adjudicate these issues. 

Ironically, the chairperson finds that the Registrar who completed the Extant 

Variety registration in favour of the Registered owner had been superficial 

in discharge of his obligations by accepting incomplete or obviously 

defective/incorrect documents and not  insisting on the strict compliance 

with the office objections raised by the Registrar’s office itself during their 

Formality Check. Mercifully for the Registrar, the Authority finds there is 

no malafide on the part of the Registrar while committing these acts of 

omission . 

Right Or Wrong Decision? 

It is said that a good judgement is one that will leave both parties equally satisfied 

and equally dissatisfied! This order falls in this category. It should make the 

Revocation Applicant happy because the Authority had granted the relief that she 

prayed for. But it should make her unhappy because the Authority has not granted 

her the legal costs which ,in my opinion, she is entitled to legitimately. In fact, she 

had specifically pleaded (if not in the same legal terms ) inequitable conduct and 

abuse of dominance on the part of the Registered Breeder. She has been able to 

establish before the Authority that the Registered Breeder is not entitled to the 

monopoly protection that the Registered Breeder wanted to enforce. She had 

marshalled the required evidence, paid the official fee, and furnished the elaborate 

documentation needed for demanding the revocation of Extant Variety Registration. 

Thus, in the normal course, she should be entitled to at least actual costs. 

Unfortunately, the Authority directed her to bear her own costs . The apparent 

negligence of the Registrar’s Office and even unjustified amendment of the 

application from one for New Variety to that of Extant Variety registration has not 

persuaded the Authority to order costs. The Registered Owner had earlier sued 

farmers and brought their farming activities to a standstill by an ex parte injunction, 

which was not justified on merits. Saving Grace for the Registered Owner 
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Similarly, the Registered breeder should be happy because the  Authority has not 

conclusively adjudicated against PepsiCo’s entitlement to Registration as Extant 

Variety. The present Chairperson is a fisheries/animal husbandry expert ,not a 

taxonomist or a biodiversity expert. (The earlier Chairperson was an agricultural 

scientist.) In fact, in our scheme of justice administration by  Quasi-Judicial 

Authorities, they are expected to pronounce more on the technical issues than on 

the legal , procedural issues - they often go wrong if they try pronouncing on legal 

issues. In this case ,if the Registered Breeder is able to prove that (a)the name 

change of the Breeder to FLNA is a fact that can be proved as per US law;(b) the 

ownership of invention in the course of employment and contract research will vest 

in the employer /the Principal who commissioned the research (c) nonpayment of 

Indian Stamp Duty in respect of a document executed in USA is a condonable 

illegality; then the Registered Breeder would have good chances of success if he 

appeals to the Plant Varieties Protection Appellate Tribunal, which has not been 

constituted as yet. Alternatively, PepsiCo can avail the  writ jurisdiction of the 

Madras High Court .Furthermore, even though PepsiCo had made wrong 

declarations and submitted essential evidence beyond the period stipulated under 

the Act and Rules, it was not made to pay any legal costs even though they 

threatened poor potato farmers with infringement suits seeking hefty damages and 

even managed to  obtain interim injunction without notice. 

Will There Be an Appeal? Where To Appeal? 

Under Chapter VIII, Sec.56(1) of the Act, the orders of the Authority are 

appealable to the Plant Variety Protection Appellate Tribunal. At present, no such 

Tribunal exists. This is different from the IPAB or the Green Tribunal. IPAB does 

not exist. Now, High Courts will exercise Appellate jurisdiction in all IPR matters. 

The total number of contested decisions by the PPV&FR Authority and Registrar 

do not warrant the constitution of a separate Tribunal. Hence, the Registered Owner 

can avail Appellate remedies before the High Court of Madras on the ground that 

there is no functioning Appellate tribunal as stipulated under the Act. 
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The PPV&FR Act does not prescribe any time limit for filing Appeal. Assuming 

that the rules will prescribe the time limit,(if and when the Tribunal is constituted 

under the Act),the nonexistence of the Tribunal will enable the Registered Owner to 

file a writ petition before the Madras High Court. 

The moot question is whether the Registered Owner will challenge the Authorities 

order. Considering various factors like the public reaction to their aggressive 

infringement cases in the Ahmedabad Commercial Courts, the findings of the 

Authority on the ownership of variety, the date of invention of the New Variety, 

type of variety, documentation on proof of ownership, non- compliance on 

incidental formalities- the Registered Owner will think for long. Mercifully, there is 

no period of limitation for Appeals under the Act. 
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